
Professor Janicke’s research regarding patent infringement lawsuits was discussed in an article in Texas 

Lawyer.   

The following article appeared in the Texas Lawyer on October 24, 2011.  

 

How TI's Discovery Transformed the Eastern District 

Brenda Sapino Jeffreys 

 

It's well known that the discovery rules Judge T. John Ward set up in the Eastern District of 

Texas' Marshall Division after he took the bench in 1999 helped ensure the district became a 

hotbed for patent infringement litigation. But, what was the case that launched a thousand suits, 

so to speak? 

 

For the answer, rewind to the early 1990s. That's when Texas Instruments devised a money-

making litigation strategy intended to ensure customers renewed their licensing agreements with 

the Dallas-based tech company or face a patent infringement suit. And where better to file those 

suits than the Eastern District, where cases went to trial in months instead of years, due to a small 

number of criminal cases on the district's docket? 

 

"Truthfully, TI is the one that really discovered the Eastern District and took advantage of it," 

says Carl Roth, who was a patent lawyer for TI during the 1990s. 

 

"TI, which was very aggressive in those days at enforcing their patent portfolio, ended up loving 

the Eastern District and filed 25 or 30 suits during the 1990s in the Eastern District," says Roth, 

founder of the Roth Law Firm in Marshall. Most of the TI suits settled, Roth says, because 

judges set firm trials dates nine or 10 months after the suits were filed. 

 

According to Jay Johnson, who was in charge of litigation for TI from 1986 until he retired in 

August as vice president and assistant general counsel, TI's strategy went like this: When 

companies balked at TI's licensing demands, TI sued them in the Eastern District and in courts in 

foreign countries such as the United Kingdom, Japan, France and Germany. Facing litigation on 

several fronts, and a speedy trial date in the Eastern District, the customers usually succumbed to 

the pressure and settled, Johnson says. 

 

As part of those settlements, defendants agreed to negotiate new licensing agreements for TI's 

patents, Johnson says. "The strategy was extraordinarily successful," he says. 

 

In the 1990s, Ward was a lawyer at Brown McCarroll in Marshall, representing the defendant in 

one of TI's Eastern District patent infringement suits that actually went to trial. In Texas 

Instruments Inc. v. Hyundai Electronics Industries Co., et al. TI had sued Hyundai in 1998, 



alleging Hyundai continued to use TI's patents to manufacture memory chips after a licensing 

agreement for those patents ran out in November 1997. Hyundai denied infringement. 

 

With U.S. District Judge Thad Heartfield presiding, a Marshall jury awarded TI $25.2 million in 

damages. In May 1999, after the verdict, TI and Hyundai signed an agreement that settled a 

group of infringement suits, including Hyundai, and ultimately led to a new licensing agreement 

between the two companies. 

 

At the time, TI estimated the new licensing agreement was worth more than $1 billion in 

royalties over 10 years. [See "Deals and Suits," Texas Lawyer, June 7, 1999, page 31.] 

 

TI's team in Hyundai included Roth and Kenneth Adamo, then a partner in Jones Day, who 

squared off against Hyundai's counsel, which included Ward and other lawyers from firms in 

Houston, San Francisco, New York City and Washington, D.C. 

 

"We got that thing to trial in under a year, and that's what really caught everybody's attention," 

says Adamo, now a partner in Kirkland & Ellis in Chicago. 

 

Ward says Hyundai was the last suit he tried before he became a judge on Sept. 24, 1999, and the 

only patent suit of his pre-bench career. He says he enjoyed the intellectual challenge of patent 

litigation but learned that patent suits were a lot of work. 

 

"It was the first case in my career as a lawyer that I ever went to the office on Christmas Day. I 

was there at 2 o'clock on Christmas afternoon and was there until 10 or midnight," Ward recalls. 

"I can't remember why I was there, but something was hot." 

 

In Hyundai, he says he also experienced some discovery battles over small issues, so when he 

became a judge, he decided to find a way to prevent lawyers from fighting over petty issues in 

patent suits. [See "Rocket Docket Blasts Off," Texas Lawyer, Dec. 25, 2006, page 1.] 

 

So in 2000, Ward adopted discovery rules, based on rules in the Northern District of California, 

to expedite patent suits by ensuring a speedy pretrial process. 

 

Due to the "law of unintended consequences," the speedy pretrial process transformed the 

Eastern District into the jurisdiction of choice for patent suits, says Ward, who retired from the 

bench on Sept. 30 and now is with Longview's Ward & Smith. 

 

According to statistics provided by Paul Janicke, a professor at the University of Houston Law 

Center, 14 patent suits were filed in the Eastern District in 1999, but that number rose to 23 in 

2000, and to 149 by 2005. Patent filings in the Eastern District hit a high of 371 in 2007, and the 



Eastern District was by that year the leading district in the country for patent litigation. [See 

"Patent Infringement Suits, Then and Now," below.] 

 

Adamo says Ward was "exactly the right guy and [had] exactly the right background" to 

transform the Eastern District. 

 

Patent Infringement Suits, Then and Now 

Calendar Year Total Patent Infringement Suits Filed in EDTX/Total Patent Infringement 

Suits Filed Nationally 
Eastern District of Texas Ranking Compared to 

Other Districts** 
1990 1/899 67 
1995 5/1,626 51 
2000 23/2,466 30 
2005 149/2,625 3 
2010* 645/3,625 1 
* Numbers include 735 false-marking suits filed nationally, with approximately 404 of those filed in the Eastern District of Texas. Under 35 U.S.C. §292, 

"any person" may sue anyone for up to $500 per offense who falsely marks an unpatented article as patented. The number of false-marking suits increased 

after the U.S. Court of Appeals for the Federal Circuit held in 2009 that the $500 penalty applies to each falsely marked product. However, the patent 

reform law that went into effect on Sept. 16 now requires a plaintiff in a false-marking case to have suffered a "competitive injury" and states that marking 

a product with an expired patent is not a violation of §292. 

** There are 94 districts in the United States. Ranking is based on the number of patent infringement suits filed. 

Source: Professor Paul Janicke of the University of Houston Law Center, who obtained case filings from LexisCourtLink and used grayonclaims.com to 

estimate the number of false-marking cases filed in 2010. 

 

 


