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Bua, District Judge.  

   The court having heard the evidence and considered the testimony of the witnesses, the pleading and exhibits, and having considered the stipulation of the parties as to undisputed facts, and being fully advised in the premises does hereby enter orally the following Findings of Fact and Conclusions of Law pursuant to Rule 52(a) of the Federal Rules of Civil Procedure.  

   Finding of Fact  

   1.  Plaintiff Quill Corporation is an Illinois corporation with its principal place of business at 100 South Schelter Road, Lincolnshire, Illinois.  Plaintiff is engaged in the business of selling business and office supplies, including printed business forms; custom printed goods such as forms, letterheads and envelopes; stationery; paper and other supplies for duplicating machines; labels and mailing supplies; storage boxes; shelving; clocks; coffee makes and cups; bookends; calculators and related supplies; desks; cabinets; paper shredders and punches; staples  [*2]   and staplers; typewriters and related supplies; and numerous other types of office and business supplies. Plaintiff prints some of its own products, using offset printing presses.  In March 1982, plaintiff will begin marketing a full line of forms through a new catalog.  

   2.  Defendant Quill Printing Corporation is an Illinois corporation formed on October 22, 1976, with its principal office at 4427 West Cortland, Chicago, Illinois.  Defendant is primarily in the business of commercial printing, including magazine subscription blow-in cards; padded forms for various government agencies including the Postal Service and HEW; insurance application forms; control sheets; requisition requests; IRS tax forms; promotional material for U.S. Savings Bonds; advertisements; brochures; posters; and other forms the government purchases for internal use.  

   3.  Plaintiff and defendant, both located in the Chicago area since their inceptions, do business throughout the country.  Neither business is confined to any particular locale.  In fact, defendant maintains offices in New York City and Washington. D.C.  

   4.  Plaintiff sells its office supplies and other products to customers throughout the  [*3]   United States, primarily by mail order sales through plaintiff's catalogs and flyers. From its inception in 1956, plaintiff has continuously used in connection with is business in interstate commerce the trade name, trademark and service mark QUILL.  Among plaintiff's customers are various agencies of the U.S. Government, state governmental agencies and newspaper and magazine publishers.  Plaintiff was originally operated as a proprietorship called Quill Office Supply Company, later becoming a partnership and it was eventually incorporated as Quill Office Supply Company on June 28, 1962.  In about November 1964, plaintiff changed its name to Quill Corporation.  

   5.  Plaintiff is the owner of two U.S. Trademark Registrations covering QUILL and QUILL plus a design as follows: Registration No. 1,132,012, dated April 1, 1980, and Registration No. 1,137,326, dated July 1, 1980.  These registrations are valid and in full force and effect.  [These two registrations are reproduced below – 


	Word Mark 
	QUILL

	Goods and Services
	(CANCELLED) IC 002. US 006 011 016. G & S: [INK FOR MIMEOGRAPH MACHINES]. FIRST USE: 19630500. FIRST USE IN COMMERCE: 19630500 

IC 006. US 013. G & S: STAPLES. FIRST USE: 19630500. FIRST USE IN COMMERCE: 19630500 

(CANCELLED) IC 009. US 021 023 026 036 038. G & S: [CASSETTES FOR USE WITH SOUND RECORDING MACHINES; MAGNETIC CARDS AND FLEXIBLE DISCS FOR AUTOMATIC TYPING MACHINES]. FIRST USE: 19770100. FIRST USE IN COMMERCE: 19770100 

IC 016. US 002 005 022 023 029 037 038 050. G & S: PAPER STORAGE BOXES; FILE FOLDERS; VINYL BINDERS FOR PAPER SHEETS; ENVELOPES; PAPER FOR COPYING MACHINES-NAMELY, XEROGRAPHIC PAPER, DUPLICATOR PAPER AND [MIMEOGRAPH PAPER; MIMEOGRAPH STENCILS AND DUPLICATOR MASTER UNITS-] PAPER SHEETS AND ROLLS FOR BUSINESS MACHINES-NAMELY, ADDING MACHINE PAPER ROLLS AND TYPEWRITER PAPER; BOND PAPER; PAPER INDEX CARDS; PAPER NOTE PADS; PAPER RULED PADS; BOUND PAPER PADS; PRINTED BUSINESS FORMS-FILE FOLDERS; INKED RIBBONS FOR BUSINESS MACHINES-NAMELY, TYPEWRITER RIBBONS, CALCULATOR RIBBONS AND ADDING MACHINE RIBBONS-CORRECTING RIBBONS FOR BUSINESS MACHINES-NAMELY, TYPEWRITER CORRECTING RIBBONS; TONER FOR DRY-TYPE COPYING MACHINES; PAPER CLIPS, AND RUBBER BANDS. FIRST USE: 19601000. FIRST USE IN COMMERCE: 19601000 

IC 042. US 101. G & S: OFFICE SUPPLY MAIL ORDER CATALOG SALES SERVICES. FIRST USE: 19580000. FIRST USE IN COMMERCE: 19580000

	Mark Drawing Code
	(1) TYPED DRAWING

	Serial Number
	73131750

	Filing Date
	June 24, 1977

	Current Filing Basis
	1A

	Original Filing Basis
	1A

	Change In Registration
	CHANGE IN REGISTRATION HAS OCCURRED

	Registration Number
	1132012

	Registration Date
	April 1, 1980

	Owner
	(REGISTRANT) QUILL CORPORATION CORPORATION ILLINOIS 3200 ARNOLD LA. NORTHBROOK ILLINOIS 60062 

(LAST LISTED OWNER) QUILL CORPORATION CORPORATION BY MERGER WITH DELAWARE 100 S. SCHELTER RD. LINCOLNSHIRE ILLINOIS 60069

	Assignment Recorded
	ASSIGNMENT RECORDED

	Attorney of Record
	CHARLES A. LAFF

	Type of Mark
	TRADEMARK. SERVICE MARK

	Register
	PRINCIPAL

	Affidavit Text
	SECT 15. SECT 8 (6-YR). PARTIAL SECTION 8(10-YR) 20010222.

	Renewal
	1ST RENEWAL 20010222

	Live/Dead Indicator
	LIVE
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	Word Mark 
	Q QUILL

	Goods and Services
	IC 002. US 006 011 016. G & S: [INK FOR MIMEOGRAPH MACHINES]. FIRST USE: 19701000. FIRST USE IN COMMERCE: 19701000 

IC 006. US 013. G & S: STAPLES. FIRST USE: 19690600. FIRST USE IN COMMERCE: 19690600 

IC 009. US 021 023 026 036 038. G & S: [CASSETTES FOR USE WITH SOUND RECORDING MACHINES; MAGNETIC CARDS AND FLEXIBLE DISCS FOR AUTOMATIC TYPING MACHINES]. FIRST USE: 19770100. FIRST USE IN COMMERCE: 19770100 

IC 016. US 002 005 022 023 029 037 038 050. G & S: PAPER STORAGE BOXES; FILE FOLDERS; VINYL BINDERS FOR PAPER SHEETS; ENVELOPES; PAPER FOR COPYING MACHINES-NAMELY, XEROGRAPHIC PAPER, DUPLICATOR PAPER AND [MIMEOGRAPH PAPER; MIMEOGRAPH STENCILS AND DUPLICATOR MASTER UNITS]; PAPER SHEETS AND ROLLS FOR BUSINESS MACHINES-NAMELY, ADDING MACHINE PAPER ROLLS AND TYPEWRITER PAPER; BOND PAPER; PAPER INDEX CARDS; PAPER NOTE PADS; PAPER RULED PADS; BOUND PAPER ADS; PRINTED BUSINESS FORMS; FILE FOLDERS; INKED RIBBONS FOR BUSINESS MACHINES-NAMELY, TYPEWRITER RIBBONS, CALCULATOR RIBBONS AND ADDING MACHINE RIBBONS; CORRECTING RIBBONS FOR BUSINESS MACHINES-NAMELY, TYPEWRITER CORRECTING RIBBONS; TONER FOR DRY-TYPE COPYING MACHINES; PAPER CLIPS, AND RUBBER BANDS. FIRST USE: 19690600. FIRST USE IN COMMERCE: 19690600 

IC 042. US 101. G & S: OFFICE SUPPLY MAIL ORDER CATALOG SALES SERVICES. FIRST USE: 19680000. FIRST USE IN COMMERCE: 19680000

	Mark Drawing Code
	(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

	Design Search Code
	03.17.02 - Feathers
26.13.01 - Quadrilaterals as carriers or as single or multiple line borders

	Serial Number
	73132939

	Filing Date
	July 5, 1977

	Current Filing Basis
	1A

	Original Filing Basis
	1A

	Published for Opposition
	November 27, 1979

	Registration Number
	1137326

	Registration Date
	July 1, 1980

	Owner
	(REGISTRANT) QUILL CORPORATION CORPORATION ILLINOIS 3200 ARNOLD LANE NORTHBROOK ILLINOIS 60062 

(LAST LISTED OWNER) QUILL CORPORATION CORPORATION BY MERGER WITH DELAWARE 100 SCHELTER RD. LINCOLNSHIRE ILLINOIS 60069

	Assignment Recorded
	ASSIGNMENT RECORDED

	Attorney of Record
	CHARLES A. LAFF

	Type of Mark
	TRADEMARK. SERVICE MARK

	Register
	PRINCIPAL

	Affidavit Text
	SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20010126.

	Renewal
	1ST RENEWAL 20010126

	Live/Dead Indicator
	LIVE


   6.  Plaintiff uses its marks QUILL and QUILL plus a design on its products, on packaging for its products, on catalogs and flyers sent to its customers to solicit sales, and on advertising and promotional materials.  Since 1956, it is estimated that  [*4]   plaintiff's gross revenues under the QUILL marks have continuously increased and now exceed $30 million per year.  Plaintiff mails annually in excess of sixteen million flyers and four hundred to five hundred thousand catalogs nationally to businesses, and has established the QUILL name at a substantial cost.  Plaintiff has advertised its name and products in national magazines and newspapers.  

   7.  As a result of widespread and extensive use of QUILL by plaintiff, QUILL has become widely and favorably known to and recognized by the public throughout the United States and in particular in Illinois as identifying plaintiff, its services and products.  

   8.  Plaintiff became aware of defendant's use of the term QUILL in the early part of 1980 when plaintiff learned through an investigator for a life insurance company about a lawsuit entitled: LaSalle Messenger v. Quill Printing Company. The insurance investigator mistakenly believed that plaintiff was involved in the lawsuit, which it was not.  

   9.  Thereafter, plaintiff learned that defendant was involved in a voluntary debtor's petition under the Federal Bankruptcy Act, Docket No. 79 B 40235.In August 1980, plaintiff's counsel informed  [*5]   defendant that plaintiff objected to defendant's use of the QUILL mark, and demanded that it cease such use.  In September and October 1980, counsel for the parties discussed settlement of this controversy, but it was not resolved, and this suit ensued. 

   10.  Defendant has known of plaintiff, plaintiff's business and plaintiff's use of the name and mark QUILL since at least as of December 1976, the year of defendant's inception. Defendant has also known of numerous instances of actual confusion by the public between it and plaintiff since its inception. On a number of occasions as testified to by Mr. Roger Jacobsen, defendant has received telephone calls from people who mistakenly believed that they were calling plaintiff.  

   11.  Roger Jacobsen, president of defendant, testified that in the summer of 1976, his wife thought of the name "Quill" for the defendant corporation, and that he checked the Chicago TELEPHONE DIRECTORY to see if any other companies called "Quill" were listed, that he doesn't recall if he checked the alphabetical section.  While Jacobsen said the he found no telephone listings for any companies called "Quill" in 1976, the undisputed evidence introduced by plaintiff  [*6]   shows that plaintiff's name was listed as "Quill Corporation" in the 1976 Chicago TELEPHONE DIRECTORY, and its name was listed in the directories published in each prior year at least as far back as 1959.  

   12.  There have also been other instances of actual confusion between plaintiff and defendant, such as when an insurance investigator mistakenly believed that plaintiff was involved in a suit in which the defendant was a party.  

   13.  Defendant was sued by two companies that formerly supplied it with paper.  LaSalle Messenger Paper Company, a former supplier of paper to the defendant, sued defendant for unpaid supplies in the amount of forty-two thousand dollars.  Defendant was also sued by another supplier, Midland Paper Company, for money owed.  Both plaintiff and defendant deal with the same type of paper suppliers.  

   14.  Defendant's printing business and plaintiff's office supply business, which includes the sale of printed forms and goods, are closely related. Defendant's printed forms and plaintiff's printed forms and office supplies are sold to the same class of purchasers. For example, both defendant and plaintiff do business with advertising agencies and with the U.   [*7]   S. government. The goods, themselves, are close in proximity; both defendant and plaintiff sell printed forms used by businesses.  Plaintiff intends to disseminate a catalog of forms for business use beginning in March 1982.  In addition, many companies are both printing and office supply companies.Plaintiff already does some of its own printing on its own offset printing presses.  Defendant and plaintiff also deal with some of the same suppliers, such as Regency Thermographers.  Defendant has expressed an intent to expand its printing business into new fields that are also closely related to plaintiff's business. For example, defendant has indicated that it wants to print for direct-mail marketers.  

   15.  Many companies in the printing business are members of the National Office Products Association (NOPA) and the Direct Mail/Marketing Association, Inc. (DMMA).  Plaintiff Quill Corporation is an active member of both associations inasmuch as plaintiff is in the direct mail business and in the office supply business.  Plaintiff's president has spoken at meetings of DMMA in the past two years and also at meetings of NOPA in prior years.  

   16.  Plaintiff's name and mark QUILL is a  [*8]   strong mark that is applied to plaintiff's business and products.  Plaintiff has continuously used the mark since 1956 and has spent substantial time, effort and money in building up valuable good will and a reputation in the mark.  Defendant's continued use of plaintiff's name and mark QUILL has caused and is likely to continue to cause confusion or mistake or to deceive the public as to the source or origin of defendant's products and/or defendant's association with or sponsorship by plaintiff.  The instances of actual confusion between defendant and plaintiff are probative evidence of this.  

   17.  That other unrelated firms may use the term "Quill" in connection with their businesses does not detract from or diminish the strong good will built up by plaintiff in the name or the likelihood of confusion between plaintiff's and defendant's concurrent use of QUILL.  

   18.  There is a real likelihood that the confusion between plaintiff and defendant may detrimentally affect plaintiff's business reputation.  

   19.  To the extent that any of the foregoing findings of fact are deemed to be conclusions of law, they are hereby adopted as conclusions of law.  

   On the above and foregoing findings  [*9]   of fact, the court now makes the following conclusions of law:  

   Conclusions of Law  

   1.  Plaintiff's action is based on trademark infringement, false description or representation as to defendant's goods and services and unfair competition. The court has jurisdiction by virtue of Title 15 U.S.C., Sections 1114(1), 1121 and 1125(a), and Title 28 U.S.C., Section 1338. The court also has jurisdiction over the pendant claims arising under state law pursuant to 28 U.S.C. 1338(b). Venue lies in this district by virtue of Title 28 U.S.C. 1391(b) and (c).  

   2.  Plaintiff's Federal Registration No. 1,132,012 for the mark QUILL as applied to its office supply business is prima facie evidence of the validity of the registration, plaintiff's ownership of the mark, and of its exclusive right to use of the mark in commerce in connection with the goods or services specified in the certificate.  Plaintiff's aforesaid registration is valid and owned by plaintiff.  

   3.  Plaintiff's Federal Registration No. 1,137,326 for the mark QUILL [*10]   plus a design as applied to its office supply business is prima facie evidence of the validity of the registration, plaintiff's ownership of the mark, and of its exclusive right to use of the mark in commerce in connection with the goods and services specified in the certificate.  Plaintiff's aforesaid registration is valid and owned by plaintiff.  

   4.  A trademark or service mark is infringed when an individual uses a trademark or service mark of another:  

   (a) without consent;  

   (b) in connection with the sale of goods or performance of services; and  

   (c) where such use is likely to cause confusion or deceive purchasers as to the source, or sponsorship or association of the goods or services. 

   5.  To prove trademark or service mark infringement under the Lanham Act, it is not necessary for plaintiff to show actual confusion, but only that defendant's activities are likely to cause confusion or deceive the public. Since evidence of actual confusion is difficult to obtain in actions such as this,   [*11]   any such evidence is persuasive of the existence of likelihood of confusion.  Accordingly, the instances of actual confusion presented by plaintiff are strong evidence of a likelihood of confusion.  

   6.  Likelihood of confusion is determined by evaluating, inter alia:  

   (1) the degree of similarity between the marks;  

   (2) the similarity between the products in connection with which the marks are used; and  

   (3) the strength of complainant's mark.  

   7.  The likelihood-of-confusion test requires only confusion as to approval, association or sponsorship.  

   8.  Competition between the parties is not necessary for there to be a likelihood of confusion.  The absence of direct competition is no obstacle to a finding of trademark infringement or unfair competition where the goods or services of the parties are related such that confusion is likely as to source, association or sponsorship. To determine whether goods  [*12]   are so related that confusion is likely, certain relevant factors, inter alia, should be considered:  

   (1) the likelihood that the junior user's goods or services will be mistaken for those of the senior user;  

   (2) the likelihood that the junior user may expand its business into a field already occupied by the senior user;  

   (3) the extent to which the junior and senior user's goods have common purchasers;  

   (4) the similarity between the goods themselves;  

   (5) the degree of similarity between the two marks; and  

   (6) the distinctiveness of the mark.  

   9.  Defendant's name Quill Printing Corporation is almost identical to plaintiff's name Quill Corporation, and plaintiff's mark QUILL forms the dominant part of defendant's name.  Defendant's printed forms and plaintiff's office supplies, which include printed forms, are close in proximity, are sold to the same class of purchasers, and defendant has indicated that it desires to expand into at least one business field in which plaintiff does business.  Plaintiff has used the name and mark QUILL from a time long prior to defendant's first use and has established substantial good will in the mark through its long and widespread use as  [*13]   evidenced by the actual confusion between the parties that has already occurred.  Defendant and plaintiff deal with the same class of suppliers to purchase paper for the printing of their products.  The court thus concludes that there is a likelihood of confusion between defendant's use of the name QUILL in connection with its business and plaintiff's use of QUILL in connection with its business. Because plaintiff adopted and began to use the mark QUILL long prior to defendant's first use, plaintiff has superior rights in the mark, and defendant's unauthorized use of plaintiff's name and mark is trade name and trademark infringement in violation of 15 U.S.C. Section 1114 and the laws of the State of Illinois.  

   10.  Defendant's conduct is also unlawful under principles of unfair competition and violates Section 43(a) of the Lanham Act, 15 U.S.C. Section 1125(a).  

   11.  Under the Illinois Antidilution Statute, the owner of a trademark is entitled to protection against dilution of the distinctive quality of its mark through use by another.  The  [*14]   continuing value of plaintiff's mark depends on plaintiff's exclusivity of use and control.  

   12.  The use by other unrelated firms of the term QUILL in connection with their businesses is irrelevant to the question of plaintiff's right to relief against defendant in this case.  The propriety of such use in other situations would have to be determined on a case-by-case basis depending on the circumstances of each case.  

   13.  Assuming that the defendant ordered and received products from plaintiff in 1976, this is not sufficient to impute knowledge of defendant's use of the mark QUILL to plaintiff in 1976 since defendant has failed to show that anyone than plaintiff's bookkeepers and clerks may have known of such usage.  As a matter of law, the court finds that plaintiff did not have knowledge of defendant's use of the mark QUILL until the early part of 1980.  

   14.  To establish laches, defendant must show that the plaintiff delayed in filing the suit, that the delay was inexcusable, that defendant has relied on the delay and has made a substantial change of its position so as to be prejudiced.   [*15]   Where a court finds deliberate infringment on the part of defendant, it may refuse to allow the defense of laches to be raised for any purpose.  Even though laches may bar damages in an appropriate case, it will generally not bar an injuction, which is the only relief sought in this case, because the public must be protected from the use of confusingly similar trademarks, and trademark infringement is a continuing wrong which gives rise to a claim for relief as long as the infringement persists.  Defendant has failed to show inexcusable delay resulting in prejudice to it.  Nor has it shown any substantial change of position.  Furthermore, defendant's infringement has been deliberate and has persisted in spite of its knowledge of continuing actual confusion.  For these reasons, defendant's laches defense must be rejected.  

   15.  Defendant has raised a defense under 15 U.S.C. Section 1115(b)(5).  The status requires innocent adoption and continuous use of the mark prior to issuance of the registered mark.  Here defendant's use has not been innocent. Defendant had knowledge  [*16]   of plaintiff's mark at the time of adoption or within a very short time thereafter.  "Defendant has also been aware of actual confusion occurring between it and plaintiff, but has persisted in the use of plaintiff's mark QUILL.  

   16.  Defendant's defense under 15 U.S.C. 1115(b)(5) is not applicable here for an additional reason.  The defense is applicable only when the second comer has used the conflicting mark in a geographic market distinct and separate from that of the senior user. Plaintiff and defendant concurrently use the mark QUILL not only in the Chicago area, but throughout the country.  

   17.  Defendant also contends that plaintiff's mark QUILL is generic or merely descriptive. Generic marks are the actual names or the designations of the products or services themselves.  A mark is descriptive if it describes the intended purpose, function, qualities, appearance or other features of the goods or services.  Plaintiff's mark QUILL is not be common or descriptive  [*17]   name for plaintiff's products and services, and does not merely describe plaintiff's products or services.  

   18.  There are several kinds of harm that plaintiff is likely to suffer which are not likely to be redressed by an award of damages.  First, appropriation of plaintiff's good will and injury to its business reputation resulting from defendant's adoption of the mark QUILL cannot be adequately compensated in money damages.Second, plaintiff's lack of control over the nature and quality of services and products which are likely to be associated with plaintiff's mark, reputation and goodwill further constitutes irreparable injury.  Third, it would be impossible to measure the damages attributable to the dilution of plaintiff's mark by its use by defendant.  

   19.  To the extent that any of the foregoing conclusions of law are deemed to be findings of fact, they are hereby adopted as findings of fact.  On the basis of findings of fact and conclusions of law entered concurrently herewith, the clerk is accordingly directed to enter an order pursuant to Rule 58 of the Federal Rules of Civil Procedure decreeing that:  

   A.  Defendant, its agents, servants, employees, successors, assigns  [*18]   and all those controlled by them or in active concert or participation with them are permanently enjoined forthwith, except as provided in paragraphs B, C and D herein, from:  

   (1) reproducing, copying, counterfeiting, misappropriating, colorably imitating or otherwise using in any way in connection with defendant's products or business without the consent of plaintiff the mark QUILL either alone or in connection with any other name, mark, designation or symbol;  

   (2) using in any way in connection with defendant's business or products without the consent of plaintiff any mark, designation or name so similar to plaintiff's mark QUILL as to be likely to cause confusion or cause mistake or deceive;  

   (3) licensing or authorizing others to use the aforesaid mark; and  

   (4) injuring plaintiff's business reputation and diluting the distinctive quality of plaintiff's mark QUILL and otherwise unfairly competing, directly or indirectly, with plaintiff.  

   B.  Defendant is to deliver up for destruction to plaintiff by April 30, 1982 all signs, stationery, articles of merchandise, displays, advertisements, or any other materials in its possession or control or in the possession or contol of [*19]   its agents which bear plaintiff's aforesaid mark or to provide plaintiff by April 30, 1982 an affidavit of defendant's president stating that all such items have been destroyed. 

   C.  Defendant shall by April 30, 1982 have obtained an amendment to its Articles Of Incorporation changing its name QUILL Printing Corporation to another name, not including the word "Quill" or any confusingly similar term.  

   D.  Defendant its agents, servants, employees, successors, assigns and all those controlled by them or in active concert or participation with them shall by April 30, 1982 cease using any products or printed materials containing the term QUILL, except that defendant may, until July 31, 1982, refer to itself as "formerly Quill Printing Corporation" solely in connection with its dealings with the United States Government Printing Office that are conducted by defendant's Washington, D.C. office.  

   E.  Plaintiff shall recover the costs of this action in the amount of $950.00, to be paid by Certified or Cashier's Check and to be delivered to plaintiff's counsel on or before March 1, 1982.  

SUPREME COURT OF THE UNITED STATES

QUALITEX COMPANY 
v. 
JACOBSON PRODUCTS COMPANY,

INC.

No. 93-1577

514 U.S. 159; 115 S. Ct. 1300; 1995 U.S. LEXIS 2408

March 28, 1995, Decided

JUSTICE BREYER delivered the opinion of the Court. 

The question in this case is whether the Trademark Act of 1946 (Lanham Act), 15 U.S.C. §§ 1051-1127 (1988 ed. and Supp. V), permits the registration of a trademark that consists, purely and simply, of a color. We conclude that, sometimes, a color will meet ordinary legal trademark requirements. And, when it does so, no special legal rule prevents color alone from serving as a trademark.  

   I  

   The case before us grows out of petitioner Qualitex Company's use (since the 1950's) of a special shade of green-gold color on the pads that it makes and sells to dry cleaning firms for use on dry cleaning presses. In 1989, respondent Jacobson Products (a Qualitex rival) began to sell its own press pads to dry cleaning firms; and it colored those pads a similar green-gold. In 1991, Qualitex registered the special green-gold color on press pads with the Patent and Trademark Office as a trademark. Registration No. 1,633,711 (Feb. 5, 1991). Qualitex subsequently added a trademark infringement count, 15 U.S.C. § 1114(1), to an unfair competition claim, § 1125(a), in a lawsuit it had already filed challenging Jacobson's use of the green-gold color.  

   Qualitex won the lawsuit in the District Court. 21 U.S.P.Q.2D (BNA) 1457 (CD Cal. 1991). But, the Court of Appeals for the Ninth Circuit set aside the judgment in Qualitex's favor on the trademark infringement claim because, in that Circuit's view, the Lanham Act does not permit Qualitex, or anyone else, to register "color alone" as a trademark. 13 F.3d 1297, 1300, 1302 (1994).  

   The Courts of Appeals have differed as to whether or not the law recognizes the use of color alone as a trademark. Compare NutraSweet Co. v. Stadt Corp., 917 F.2d 1024, 1028 (CA7 1990) (absolute prohibition against protection of color alone), with In re Owens-Corning Fiberglas Corp., 774 F.2d 1116, 1128 (CA Fed. 1985) (allowing registration of color pink for fiberglass insulation), and Master Distributors, Inc. v. Pako Corp., 986 F.2d 219, 224 (CA8 1993) (declining to establish per se prohibition against protecting color alone as a trademark). Therefore, this Court granted certiorari.   512 U.S. 1287 (1994). We now hold that there is no rule absolutely barring the use of color alone, and we reverse the judgment of the Ninth Circuit.  

   II

The Lanham Act gives a seller or producer the exclusive right to "register" a trademark, 15 U.S.C. § 1052 (1988 ed. and Supp. V), and to prevent his or her competitors from using that  trademark, § 1114(1). Both the language of the Act and the basic underlying principles of trademark law would seem to include color within the universe of things that can qualify as a trademark. The language of the Lanham Act describes that universe in the broadest of terms. It says that trademarks "include any word, name, symbol, or device, or any combination thereof." § 1127. Since human beings might use as a "symbol" or "device" almost anything at  all that is capable of carrying meaning, this language, read literally, is not restrictive. The courts and the Patent and Trademark Office have authorized for use as a mark a particular shape (of a Coca-Cola bottle), a particular sound (of NBC's three chimes), and even a particular scent (of plumeria blossoms on sewing thread). See, e. g., Registration No. 696,147 (Apr. 12, 1960); Registration Nos.  523,616 (Apr. 4, 1950) and 916,522 (July 13, 1971); In re Clarke, 17 U.S.P.Q.2D (BNA) 1238, 1240 (TTAB 1990). If a shape, a sound, and a fragrance can act as symbols why, one might ask, can a color not do the same?  

   A color is also capable of satisfying the more important part of the statutory definition of a trademark, which requires that a person "use" or "intend to use" the mark

"to identify and distinguish his or her goods, including a unique product, from those manufactured or sold by others and to indicate the source of the goods, even if that source is unknown." 15 U.S.C. § 1127.
True, a product's color is unlike "fanciful," "arbitrary," or "suggestive" words or designs, which almost automatically tell a customer that they refer to a brand. The imaginary word "Suntost," or the words "Suntost Marmalade," on a jar of orange jam immediately would signal a brand or a product "source"; the jam's orange color does not do so. But, over time, customers may come to treat a particular color on a product or its packaging (say, a color that in context seems unusual, such as pink on a firm's insulating material or red on the head of a large industrial bolt) as signifying a brand. And, if so, that color would have come to identify and distinguish the goods -- i. e., "to indicate" their "source" -- much in the way that descriptive words on a product (say, "Trim" on nail clippers or "Car-Freshner" on deodorizer) can come to indicate a product's origin. In this circumstance, trademark law says that the word (e. g., "Trim"), although not inherently distinctive, has developed "secondary meaning." See Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 456 U.S. 844, 851, n. 11, 72 L. Ed. 2d 606, 102 S. Ct. 2182 (1982) ("Secondary meaning" is acquired when "in the minds of the public, the primary significance of a product feature . . . is to identify the source of the product rather than the product itself"). Again, one might ask, if trademark law permits a descriptive word with secondary meaning to act as a mark, why would it not permit  a color, under similar circumstances, to do the same? 

We cannot find in the basic objectives of trademark law any obvious theoretical objection to the use of color alone as a trademark, where that color has attained "secondary meaning" and therefore identifies and distinguishes a particular brand (and thus indicates its "source"). In principle, trademark law, by preventing others from copying a source-identifying mark, "reduce[s] the customer's costs of shopping and making purchasing decisions," 1 J. McCarthy, McCarthy on Trademarks and Unfair Competition § 2.01[2], p. 2-3 (3d ed. 1994) (hereinafter McCarthy), for it quickly and easily assures a potential customer that this item -- the item with this mark -- is made by the same producer as other similarly marked items that he or she liked (or disliked) in the past. At the same time, the law helps assure a producer that it (and not an imitating competitor) will reap the financial, reputation-related rewards associated with a desirable product. The law thereby "encourage[s] the production of quality products," ibid., and simultaneously discourages those who hope to sell inferior products by capitalizing on a  consumer's inability quickly to evaluate the quality of an item offered for sale. It is the source-distinguishing ability of a mark -- not its ontological status as color, shape, fragrance, word, or sign  -- that permits it to serve these basic purposes. See Landes & Posner, Trademark Law: An Economic Perspective, 30 J. Law & Econ. 265, 290 (1987). And, for that reason, it is difficult to find, in basic trademark objectives, a reason to disqualify absolutely the use of a color as a mark. 

Neither can we find a principled objection to the use of color as a mark in the important "functionality" doctrine of trademark law. The functionality doctrine prevents trademark law, which seeks to promote competition by protecting a firm's reputation, from instead inhibiting legitimate competition by allowing a producer to control a useful product feature. It is the province of patent law, not trademark law, to encourage invention by granting inventors a monopoly over new product designs or functions for a limited time, 35 U.S.C. §§ 154, 173, after which competitors are free to use the innovation. If a product's functional features could be used as trademarks, however, a monopoly over such features could be obtained without regard to whether they qualify as patents and could be extended forever (because trademarks may be renewed in perpetuity).  Functionality doctrine therefore would require, to take an imaginary example, that even if customers have come to identify the special illumination-enhancing shape of a new patented light bulb with a particular manufacturer, the manufacturer may not use that shape as a trademark, for doing so, after the patent had expired, would impede competition -- not by protecting the reputation of the original bulb maker, but by frustrating competitors' legitimate efforts to produce an equivalent illumination-enhancing bulb. See, e. g., Kellogg Co., supra, at 119-120 (trademark law cannot be used to extend monopoly over "pillow" shape of shredded wheat biscuit after the patent for that shape had expired). This Court consequently has explained that, "in general terms, a product feature is functional," and cannot serve as a trademark, "if it is essential to the use or purpose of the article or if it affects the cost or quality of the article," that is, if exclusive use of the feature would put competitors at a significant non-reputation-related disadvantage. Inwood Laboratories, Inc., supra, at 850, n. 10. Although sometimes color plays an important role (unrelated to source identification) in making a product more desirable, sometimes it does not. And, this latter fact -- the fact that sometimes color is not essential to a product's use or purpose and does not affect cost or quality -- indicates that the doctrine of "functionality" does not create an absolute bar to the use of color alone as a mark. See Owens-Corning, 774 F.2d at 1123 (pink color of insulation in wall "performs no non-trademark function").  

    It would seem, then, that color alone, at least sometimes, can meet the basic legal requirements for use as a trademark. It can act as a symbol that distinguishes a firm's goods and identifies their source, without serving any other significant function. See U.S. Dept. of Commerce, Patent and Trademark Office, Trademark Manual of Examining Procedure § 1202.04(e), p. 1202-13 (2d ed. May, 1993) (hereinafter PTO Manual) (approving trademark registration of color alone where it "has become distinctive of the applicant's goods in commerce," provided that "there is [no] competitive need for colors to remain available in the industry" and the color is not "functional"); see also 1 McCarthy §§ 3.01[1], 7.26, pp. 3-2, 7-113 ("requirements for qualification of a word or symbol as a trademark" are that it be (1) a "symbol," (2) "used . . . as a mark," (3) "to identify and distinguish the seller's goods from goods made or sold by others," but that it not be "functional"). Indeed, the District Court, in this case, entered findings (accepted by the  Ninth Circuit) that show Qualitex's green-gold press pad color has met these requirements. The green-gold color acts as a symbol. Having developed secondary meaning (for customers identified the green-gold color as Qualitex's), it identifies the press pads' source. And, the green-gold color serves no other function. (Although it is important to use some color on press pads to avoid noticeable stains, the court found "no competitive need in the press pad industry for the green-gold color, since other colors are equally usable." 21 U.S.P.Q.2D (BNA) at 1460.) Accordingly, unless there is some special reason that convincingly militates against the use of color alone as a trademark, trademark law  would protect Qualitex's use of the green-gold color on its press pads.  

   III  

   Respondent Jacobson Products says that there are four special reasons why the law should forbid the use of color alone as a trademark. We shall explain, in turn, why we, ultimately, find them unpersuasive. 

First, Jacobson says that, if the law permits the use of color as a trademark, it will produce uncertainty and unresolvable court disputes about what shades of a color a competitor may lawfully use. Because lighting (morning sun, twilight mist) will affect perceptions of protected color, competitors and courts will suffer from "shade confusion" as they try to decide whether use of a similar color on a similar product does, or does not, confuse customers and thereby infringe a trademark. Jacobson adds that the "shade confusion" problem is "more difficult" and "far different from" the "determination of the similarity of words or symbols." Brief for Respondent 22.  

   We do not believe, however, that color, in this respect, is special. Courts traditionally decide quite difficult questions about whether two words or phrases or symbols are sufficiently similar, in context, to confuse buyers. They have had to compare, for example, such words as "Bonamine" and "Dramamine" (motion-sickness remedies); "Huggies" and "Dougies" (diapers); "Cheracol" and "Syrocol" (cough syrup); "Cyclone" and "Tornado" (wire fences); and "Mattres" and "1-800-Mattres" (mattress franchisor telephone numbers).  Legal standards exist to guide courts in making such comparisons. See, e. g., 2 McCarthy § 15.08; 1 McCarthy §§ 11.24-11.25 ("Strong" marks, with greater secondary meaning, receive broader protection than "weak" marks). We do not see why courts could not apply those standards to a color, replicating, if necessary, lighting conditions under   which a colored product is normally sold. See Ebert, Trademark Protection in Color: Do It By the Numbers!, 84 T. M. Rep. 379, 405 (1994). Indeed, courts already have done so in cases where a trademark consists of a color plus a design, i. e., a colored symbol such as a gold stripe (around a sewer pipe), a yellow strand of wire rope, or a "brilliant yellow" band (on ampules).    

   Second, Jacobson argues, as have others, that colors are in limited supply. See, e. g., NutraSweet Co., 917 F.2d at 1028; Campbell Soup Co. v. Armour & Co., 175 F.2d 795, 798 (CA3 1949). Jacobson claims that, if one of many competitors can appropriate a particular color for use as a trademark, and each competitor then tries to do the same, the supply of colors will soon be depleted. Put in its strongest form, this argument would  concede that "hundreds of color pigments are manufactured and thousands of colors can be obtained by mixing." L. Cheskin, Colors: What They Can Do For You 47 (1947). But, it would add that, in the context of a particular product, only some colors are usable. By the time one discards  colors that, say, for reasons of customer appeal, are not usable, and adds the shades that competitors cannot use lest they risk infringing a similar, registered shade, then one is left with only a handful of possible colors. And, under these circumstances, to permit one, or a few, producers to use colors as trademarks will "deplete" the supply of usable colors to the point where a competitor's inability to find a suitable color will put that competitor at a significant disadvantage.  

   This argument is unpersuasive, however, largely because it relies on an occasional problem to justify a blanket prohibition. When a color serves as a mark, normally alternative colors will likely be available for similar use by others. See, e. g., Owens-Corning, 774 F.2d at 1121 (pink insulation).  Moreover, if that is not so -- if a "color depletion" or "color scarcity" problem does arise -- the trademark doctrine of "functionality" normally would seem available to prevent the anticompetitive consequences that Jacobson's argument posits, thereby minimizing that argument's practical force.  

   The functionality doctrine, as we have said, forbids the use of a product's feature as a trademark where doing so will put a competitor at a significant disadvantage because the feature is "essential to the use or purpose of the article" or "affects [its] cost or quality." Inwood Laboratories, Inc., 456 U.S. at 850, n. 10. The functionality doctrine thus protects competitors against a disadvantage (unrelated to recognition or reputation) that trademark protection might otherwise impose, namely their inability reasonably to replicate important non-reputation-related product features. For example, this Court has written that competitors might be free to copy the color of a medical pill where that color serves to identify the kind of medication (e. g., a type of blood medicine) in addition to its source. See id., at 853, 858, n. 20 ("Some patients commingle medications in a container and rely on color to differentiate one from another"); see also J. Ginsburg, D. Goldberg, & A.  Greenbaum, Trademark and Unfair Competition Law 194-195 (1991) (noting that drug color cases "have more to do with public health policy" regarding generic drug substitution "than with trademark law"). And, the federal courts have demonstrated that they can apply this doctrine in a careful and reasoned manner, with sensitivity to the effect on competition. Although we need not comment on the merits of specific cases, we note that lower courts have permitted competitors to copy the green color of farm machinery (because customers wanted their farm equipment to match) and have barred the use of black as a trademark on outboard boat motors (because black has the special functional attributes of decreasing the apparent size of the motor and ensuring compatibility with many different boat colors). The Restatement (Third) of Unfair Competition adds that, if a design's "aesthetic value" lies in its ability to "confer a significant benefit that cannot practically be duplicated by the use of alternative designs," then the design is "functional." Restatement (Third) of Unfair Competition § 17, Comment c, pp. 175-176 (1993). The "ultimate test of aesthetic functionality," it explains, "is whether the recognition of trademark rights would significantly hinder competition." Id., at 176.  

   The upshot is that, where a color serves a significant nontrademark function -- whether to distinguish a heart pill from a digestive medicine or to satisfy the "noble instinct for giving the right touch of beauty to common and necessary things," G. Chesterton, Simplicity and Tolstoy 61 (1912) -- courts will examine whether its use as a mark would permit one competitor (or a group) to interfere with legitimate (nontrademark-related) competition through actual or potential exclusive use of an important product ingredient. That examination should not discourage firms from creating esthetically pleasing mark designs, for it is open to their competitors to do the same. See, e. g., W. T. Rogers Co. v. Keene, 778 F.2d 334, 343 (CA7 1985) (Posner, J.). But, ordinarily, it should prevent the anticompetitive consequences of Jacobson's hypothetical "color depletion" argument, when, and if, the circumstances of a particular case threaten "color depletion."  

   Third, Jacobson points to many older cases -- including Supreme Court cases -- in support of its position. In 1878, this Court described the common-law definition of trademark rather broadly to "consist of a name, symbol, figure, letter, form, or device, if adopted and used by a manufacturer  or merchant in order to designate the goods he manufactures or sells to distinguish the same from those manufactured or sold by another." McLean v. Fleming, 96 U.S. 245, 254, 24 L. Ed. 828. Yet, in interpreting the Trademark Acts of 1881 and 1905, 21 Stat. 502, 33 Stat. 724, which retained that common-law definition, the Court questioned "whether mere color can constitute a valid trade-mark," A. Leschen & Sons Rope Co. v. Broderick & Bascom Rope Co., 201 U.S. 166, 171, 50 L. Ed. 710, 26 S. Ct. 425 (1906), and suggested that the "product including the coloring matter is free to all who make it," Coca-Cola Co. v. Koke Co. of America, 254 U.S. 143, 147, 65 L. Ed. 189, 41 S. Ct. 113 (1920). Even though these statements amounted to dicta, lower courts interpreted them as forbidding protection for color alone. 
   These Supreme Court cases, however, interpreted trademark law as it existed before 1946, when Congress enacted the Lanham Act. The Lanham Act significantly changed and liberalized the common law to "dispense with mere technical prohibitions," S. Rep. No. 1333, 79th Cong., 2d Sess., 3 (1946), most notably, by permitting trademark registration of descriptive words (say, "U-Build-It" model airplanes) where they had acquired "secondary meaning." See Abercrombie & Fitch Co., 537 F.2d at 9 (Friendly, J.). The Lanham Act extended protection to descriptive marks by making clear that (with certain explicit exceptions not relevant here)

"nothing . . . shall prevent the registration of a mark used by the applicant which has become distinctive of the applicant's goods in commerce." 15 U.S.C. § 1052(f) (1988 ed., Supp. V).

This language permits an ordinary word, normally used for a nontrademark purpose (e. g., description), to act as a trademark where it has gained "secondary meaning." Its logic would appear to apply to color as well. Indeed, in 1985, the Federal Circuit considered the significance of the Lanham Act's changes as they related to color and held that trademark protection for color was consistent with the

"jurisprudence under the Lanham Act developed in accordance with the statutory principle that if a mark is capable of being or becoming distinctive of [the] applicant's goods in commerce, then it is capable of serving as a trademark." Owens-Corning, 774 F.2d at 1120.
In 1988, Congress amended the Lanham Act, revising portions of the definitional language, but left unchanged the language here relevant. § 134, 102 Stat. 3946, 15 U.S.C. § 1127. It enacted these amendments against the following background: (1) the Federal Circuit had decided Owens-Corning; (2) the Patent and Trademark Office had adopted a clear policy (which it still maintains) permitting registration of color as a trademark, see PTO Manual § 1202.04(e) (at p. 1200-12 of the January 1986 edition and p. 1202-13 of the May 1993 edition); and (3) the Trademark Commission had written a report, which recommended that "the terms 'symbol, or device' . . . not be deleted or narrowed to preclude registration of such things as a color, shape, smell, sound, or configuration which functions as a mark," The United States Trademark Association Trademark Review Commission Report and Recommendations to USTA President and Board of Directors, 77 T. M. Rep. 375, 421 (1987); see also 133 Cong. Rec. 32812 (1987) (statement of Sen. DeConcini) ("The bill I am introducing today is based on the Commission's report and recommendations"). This background strongly suggests that the language "any word, name, symbol, or device," 15 U.S.C. § 1127, had come to include color.  And, when it amended the statute, Congress retained these terms. Indeed, the Senate Report accompanying the Lanham Act revision explicitly referred to this background understanding, in saying that the "revised definition intentionally retains . . . the words 'symbol or device' so as not to preclude the registration of colors, shapes, sounds or configurations where they function as trademarks." S. Rep. No. 100-515, at 44. (In addition, the statute retained language providing that "no trademark by which the goods of the applicant may be distinguished  from the goods of others shall be  refused registration . . . on account of its nature" (except for certain specified reasons not relevant here).  15 U.S.C. § 1052 (1988 ed., Supp. V).)  

   This history undercuts the authority of the precedent on which Jacobson relies. Much of the pre-1985 case  law rested on statements in Supreme Court opinions that interpreted pre-Lanham Act trademark law and were not directly related to the holdings in those cases. Moreover, we believe the Federal Circuit was right in 1985 when it found that the 1946 Lanham Act embodied crucial legal changes that liberalized the law to permit the use of color alone as a trademark (under appropriate circumstances). At a minimum, the Lanham Act's changes left the courts free to reevaluate the preexisting legal precedent which had absolutely forbidden the use of color alone as a trademark. Finally, when Congress reenacted the terms "word, name, symbol, or device" in 1988, it did so against a legal background in which those terms had come to include color, and its statutory revision embraced that understanding. 

    Fourth, Jacobson argues that there is no need to permit color alone to function as a trademark because a firm already may use color as part of a trademark, say, as a colored circle or colored letter or colored word, and may rely upon "trade dress" protection, under § 43(a) of the Lanham Act, if a competitor copies its color and thereby causes consumer confusion regarding the overall appearance of the competing products or their packaging, see 15 U.S.C. § 1125(a) (1988 ed., Supp. V). The first part of this argument begs the question. One can understand why a firm might find it difficult to place a usable symbol or word on a product (say, a large industrial  bolt that customers normally see from a distance); and, in such instances, a firm might want to use color, pure and simple, instead of color as part of a design. Neither is the second portion of the argument convincing. Trademark law helps the holder of a mark in many ways that "trade dress" protection does not.  See 15 U.S.C. § 1124 (ability to prevent importation of confusingly similar goods); § 1072 (constructive notice of ownership); § 1065 (incontestible status); §1057(b) (prima facie evidence of validity and ownership). Thus, one can easily find reasons why the law might provide trademark protection in addition to trade dress protection.  

   IV  

   Having determined that a color may sometimes meet the basic legal requirements for use as a trademark and that respondent Jacobson's arguments do not justify a special legal rule preventing color alone from serving as a trademark (and, in light of the District Court's here undisputed findings that Qualitex's use of the green-gold color on its press pads meets the basic trademark requirements), we conclude that the Ninth Circuit erred in barring Qualitex's use of color as a trademark. For these reasons, the judgment of the Ninth Circuit is  

   Reversed.  
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 GEWIN, Circuit Judge:  

   In the spring and summer of 1973 two prominent manufacturers of men's clothing created identical trademarks for goods substantially identical in appearance. Though the record offers no indication of bad faith in the design and adoption of the labels, both Farah Manufacturing Company (Farah) and Blue Bell, Inc. (Blue Bell) devised the mark "Time Out" for new lines of men's slacks and shirts. Both parties market their goods on a national scale, so they agree that joint utilization of the same trademark would confuse the buying public. Thus, the only question presented for our review is which party established prior use of the mark in trade. A response to that seemingly innocuous inquiry, however, requires us to define the chameleonic term "use" as it has developed in trademark law. 

   After a full development of the facts in the district court both parties moved for summary judgment. The motion of Farah was granted and that of Blue Bell denied. It is not claimed that summary judgment procedure was inappropriate; the controversy presented relates to the application of the proper legal principles to undisputed facts. A permanent injunction was granted in favor of Farah but no damages were awarded, and Blue Bell was allowed to fill all orders for garments bearing the Time Out label received by it as of the close of business on December 5, 1973. For the reasons hereinafter stated we affirm.  

   Farah conceived of the Time Out mark on May 16, after screening several possible titles for its new stretch menswear. Two days later the firm adopted an hourglass logo and authorized an extensive advertising campaign bearing the new insignia. Farah presented its fall line of clothing, including Time Out slacks, to sales personnel on June 5. In the meantime, patent counsel had given clearance for use of the mark after scrutiny of current federal registrations then on file. One of Farah's top executives demonstrated samples of the Time Out garments to large customers in Washington, D.C. and New York, though labels were not attached to the slacks at that time. Tags containing the new design were completed June 27. With favorable evaluations of marketing potential from all sides, Farah sent one pair of slacks bearing the Time Out mark to each of its twelve regional sales managers on July 3. Sales personnel paid for the pants, and the garments became their property in case of loss.  

   Following the July 3 shipment, regional managers showed the goods to customers the following week. Farah received several orders and production began. Further shipments of sample garments were mailed to the rest of the sales force on July 11 and 14. Merchandising efforts were fully operative by the end of the month. The first shipments to customers, however, occurred in September.  

   Blue Bell, on the other hand, was concerned with creating an entire new division of men's clothing, as an avenue to reaching the "upstairs" market. Though initially to be housed at the Hicks-Ponder plant in El Paso, the new division would eventually enjoy separate headquarters. On June 18 Blue Bell management arrived at the name Time Out to identify both its new division and its new line of  men's sportswear. Like Farah, it received clearance for use of the mark from counsel. Like Farah, it inaugurated an advertising campaign. Unlike Farah, however, Blue Bell did not ship a dozen marked articles of the new line to its sales personnel. Instead, Blue Bell authorized the manufacture of several hundred labels bearing the words Time Out and its logo shaped like a referee's hands forming a T. When the labels were completed on June 29, the head of the embryonic division flew them to El Paso. He instructed shipping personnel to affix the new Time Out labels to slacks that already bore the "Mr. Hicks" trademark. The new tags, of varying sizes and colors, were randomly attached to the left hip pocket button of slacks and the left hip pocket of jeans. Thus, although no change occurred in the design or manufacture of the pants, on July 5 several hundred pair left El Paso with two tags.  

   Blue Bell made intermittent shipments of the doubly-labeled slacks thereafter, though the out-of-state customers who received the goods had ordered clothing of the Mr. Hicks variety. Production of the new Time Out merchandise began in the latter part of August, and Blue Bell held a sales meeting to  present its fall designs from September 4-6.  Sales personnel solicited numerous orders, though shipments of the garments were not scheduled until October.  

   By the end of October Farah had received orders for 204,403 items of Time Out sportswear, representing a retail sales value of over $2,750,000. Blue Bell had received orders for 154,200 garments valued at over $900,000. Both parties had commenced extensive advertising campaigns for their respective Time Out sportswear. 

   Soon after discovering the similarity of their marks, Blue Bell sued Farah for common law trademark infringement and unfair competition, seeking to enjoin use of the Time Out trademark on men's clothing. Farah counter-claimed for similar injunctive relief. The district court found that Farah's July 3 shipment and sale constituted a valid use in trade, while Blue Bell's July 5 shipment was a mere "token" use insufficient at law to create trademark  rights. While we affirm  the result reached by the trial court as to Farah's priority of use, the legal grounds upon which we base our decision are somewhat different from those undergirding the district court's judgment. 

   Federal jurisdiction is predicated upon diversity of citizenship, since neither party has registered the mark pursuant to the Lanham Act. Given the operative facts surrounding manufacture and shipment from El Paso, the parties agree the Texas law of trademarks controls. In 1967 the state legislature enacted a Trademark Statute. n5 Section 16.02 of the Act explains that a mark is "used" when it is affixed to the goods and "the goods are sold, displayed for sale, or otherwise publicly distributed." Thus the question whether Blue Bell or Farah established priority of trademark use depends upon interpretation of the cited provision. Unfortunately, there are no Texas cases construing § 16.02. This court must therefore determine what principles the highest state court would utilize in deciding such a question. In view of the statute's stated purpose to preserve common law rights, n6 we conclude the Texas Supreme Court would apply the statutory provision in light of general principles of trademark law. 

     n5 Vernon's Tex.Code Ann., Bus. & Comm. §§ 16.01-16.28 (1968).

   n6 Vernon's Tex.Code Ann., Bus. & Comm. § 16.27 (1968); see also Arnold, Proposed New Texas Trademark Statute, 4 S.Tex.L.J. 1, 7 (1958).
    A trademark is a symbol (word, name, device or combination thereof) adopted and used by a merchant to identify his goods and distinguish them from articles produced by others.  Ownership of a mark requires a combination of both  appropriation and use in trade. Thus, neither conception of the mark nor advertising alone establishes trademark rights at common law. Rather, ownership of a trademark accrues when goods bearing the mark are placed on the market. 

      The exclusive right to a trademark belongs to one who first uses it in connection with specified goods.  Such use need not have gained wide public recognition, and even a single use in trade may sustain trademark rights if followed by continuous commercial utilization. 

   The initial question presented for review is whether Farah's sale and shipment of slacks to twelve regional managers constitutes a valid first use of the Time Out mark. Blue Bell claims the July 3 sale was merely an internal transaction insufficiently public to secure trademark ownership. After consideration of pertinent authorities, we agree.  

   Secret, undisclosed internal shipments are generally inadequate to support the denomination "use." Trademark claims based upon shipments from a producer's plant to its sales office, and vice versa, have often been disallowed.  Though none of the cited cases dealt with sales to intra-corporate personnel, we perceive that fact to be a distinction without a  difference. The sales were not made to customers, but served as an accounting device to charge the salesmen with their cost in case of loss. The fact that some sales managers actively solicited accounts bolsters the good faith of Farah's intended use, but does not meet our essential objection: that the "sales" were not made to the public.  

   The primary, perhaps singular purpose of a trademark is to provide a means for the consumer to separate or distinguish one manufacturer's goods from those of another. Personnel within a corporation can identify an item by style number or other unique code. A trademark aids the public in selecting particular goods. As stated by the First Circuit: 

But to hold that a sale or sales are the sine qua non of a use sufficient to amount to an appropriation would be to read an unwarranted limitation into the statute, for so construed registration would have to be denied to any manufacturer who adopted a mark to distinguish or identify his product, and perhaps applied it thereon for years, if he should in practice lease his goods rather than sell them, as many manufacturers of machinery do. It seems to us that although evidence of sales is highly persuasive, the question of use adequate to establish appropriation remains  one to be decided on the facts of each case, and that evidence showing, first, adoption, and, second, use in a way sufficiently public to identify or distinguish the marked goods in an appropriate segment of the public mind as those of the adopter of the mark, is competent to establish ownership . . ..

New England Duplicating Co. v. Mendes, 190 F.2d 415, 418 (1st Cir. 1951) (Emphasis added). Similarly, the Trademark Trial and Appeal Board has reasoned: 

To acquire trademark rights there has to be an "open" use, that is to say, a use has to be made to the relevant class of purchasers or prospective purchasers since a trademark is intended to identify goods and distinguish those goods from those manufactured or sold by others. There was no such "open" use rather the use can be said to be an "internal" use, which cannot give rise to trademark rights.

Sterling Drug, Inc. v. Knoll A. G. Chemische Fabriken, supra at 631.  

   Farah nonetheless contends that a recent decision of the Board so undermines all prior cases relating to internal use that they should be ignored. In Standard Pressed Steel Co. v. Midwest Chrome Process Co., 183 U.S.P.Q. 758 (TTAB 1974) the agency held that internal shipment of marked goods from a producer's manufacturing plant to its sales office constitutes a valid "use in commerce" for registration purposes.  

   An axiom of trademark law has been that the right to register a mark is conditioned upon its actual use in trade.  Theoretically, then, common law use in trade should precede the use in commerce upon which Lanham Act registration is predicated. Arguably, since only a trademark owner can apply for registration, any  activity adequate to create registrable rights must perforce also create trademark rights. A close examination of the Board's decision, however, dispels so mechanical a view. The tribunal took meticulous care to point out that its conclusion related solely to registration use rather than ownership use.  

   It has been recognized and especially so in the last few years that, in view of the expenditures involved in introducing a new product on the market generally and the attendant risk involved therein prior to the screening process involved in resorting to the federal registration system and in the absence of an "intent to use" statute, a token sale or a single shipment in commerce may be sufficient to support an application to register a trademark in the Patent Office notwithstanding that the evidence may not show what disposition was made of the product so shipped. That is, the fact that a sale or a shipment of goods bearing a trademark was designed primarily to lay a foundation for the filing of an application for registration does not, per se, invalidate any such application or subsequent registration issued thereon.  

   * * * 

Inasmuch as it is our belief that a most liberal policy should be followed in a situation of this kind [in which dispute as to priority of use and ownership of a mark is not involved], applicant's initial shipment of fasteners, although an intra-company transaction in that it was to a company sales representative, was a bona fide shipment. . . .

Standard Pressed Steel Co. v. Midwest Chrome Process Co., supra at 764-65 (Emphasis added).  

   Priority of use and ownership of the Time Out mark are the only issues before this court. The language fashioned by the Board clearly indicates a desire to leave the common law of trademark ownership intact. The decision may demonstrate a reversal of the presumption that ownership rights precede registration rights, but it does not affect our analysis of common law use in trade. Farah had undertaken substantial preliminary steps toward marketing the Time Out garments, but it did not establish ownership of the mark by means of the July 3 shipment to its sales managers. The gist of trademark rights is actual use in trade.  Modular Cinemas of America, Inc. v. Mini Cinemas Corp., 348 F. Supp. 578 (S.D.N.Y.1972). Though technically a "sale", the July 3 shipment was not "publicly distributed" within the purview of the Texas statute.  

   Blue Bell's July 5 shipment similarly failed to satisfy the prerequisites of a bona fide use in trade. Elementary tenets of trademark law require that labels or designs be affixed to the merchandise actually intended to bear the mark in commercial transactions.  Persha v. Armour & Co., 239 F.2d 628 (5th Cir. 1957). Furthermore, courts have recognized that the usefulness of a mark derives not only from its capacity to identify a certain manufacturer, but also from its ability to differentiate between different classes of goods produced by a single manufacturer. Western Stove Co. v. George D. Roper Corp., 82 F. Supp. 206 (S.D.Cal.1949). Here customers had ordered slacks of the Mr. Hicks species, and Mr. Hicks was the fanciful mark distinguishing these slacks from all others. Blue Bell intended to use the Time Out mark on an entirely new line of men's sportswear, unique in style and cut, though none of the garments had yet been produced.  

   While goods may be identified by more than one trademark, the use of each mark must be bona fide. Mere adoption of a mark without bona fide use, in an attempt to reserve it for the future, will not create trademark rights. In the instant case Blue Bell's attachment of a secondary label to an older line of goods manifests a bad faith attempt to reserve a mark. We cannot countenance such activities as a valid use in trade. Blue Bell therefore did not acquire trademark rights by virtue of its July 5 shipment.  

   We thus hold that neither Farah's July 3 shipment nor Blue Bell's July 5 shipment sufficed to create rights in the Time Out mark. Based on a desire to secure ownership of the mark and superiority over a competitor, both claims of alleged use were chronologically premature. Essentially, they took a time out to litigate their differences too early in the game. The question thus becomes whether we should continue to stop the clock for a remand or make a final call from the appellate bench. While a remand to the district court for further factual development would not be improper in these circumstances, we believe the interests of judicial economy and the parties' desire to terminate the litigation demand that we decide, if possible, which manufacturer first used the mark in trade.  

   Careful examination of the record discloses that Farah shipped its first order of Time Out clothing to customers in September of 1973. Blue Bell, approximately one month behind its competitor at other relevant stages of development, did not mail its Time Out garments until at least October. Though sales to customers are not the sine qua non of trademark use, they are determinative in the instant case. These sales constituted the first point at which the public had a chance to associate Time Out with a particular line of sportswear. Therefore, Farah established priority of trademark use; it is entitled to a decree permanently enjoining Blue Bell from utilization of the Time Out trademark on men's garments. 

   The judgment of the trial court is affirmed.  
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 JUSTICE O'CONNOR delivered the opinion of the Court.  

   In this case we consider whether an action to enjoin the infringement of an incontestable trade or service mark may be defended on the grounds that the mark is merely descriptive. We conclude that neither the language of the relevant statutes nor the legislative history supports such a defense.  

   I  

   Petitioner operates long-term parking lots near airports. After starting business in St. Louis in 1967, petitioner subsequently opened facilities in Cleveland, Houston, Boston, Memphis, and San Francisco.  Petitioner applied in 1969 to the United States Patent and Trademark Office (Patent Office) to register a service mark consisting of the logo of an airplane and the words "Park 'N Fly." n1 The registration issued in August 1971.  Nearly six years later, petitioner filed an affidavit with the Patent Office to establish the incontestable status of the mark. n2 As required by § 15 of the Trademark Act of 1946 (Lanham Act), 60 Stat. 433, as amended, 15 U. S. C. § 1065, the affidavit  stated that the mark had been registered and in continuous use for five consecutive years, that there had been no final adverse decision to petitioner's claim of ownership or right to registration, and    that no proceedings involving such rights were pending.  Incontestable status provides, subject to the provisions of § 15 and § 33(b) of the Lanham Act, "conclusive evidence of the registrant's exclusive right to use the registered mark. . . ." § 33(b), 15 U. S. C. § 1115(b).

   n1 The Trademark Act of 1946 (Lanham Act), 60 Stat. 427, as amended, 15 U. S. C. § 1051 et seq., generally applies the same principles concerning registration and protection to both trade and service marks.  See § 3, 15 U. S. C. § 1053. The Lanham Act defines a trademark to include "any word, name, symbol, or device or any combination thereof adopted and used by a manufacturer or merchant to identify his goods and distinguish them from those manufactured or sold by others." § 45, 15 U. S. C. § 1127. A service mark is "a mark used in the sale or advertising of services to identify the services of one person and distinguish them from the services of others." Ibid.

     n2 Petitioner also applied in 1977 to register a mark consisting only of the words "Park 'N Fly." That mark issued in 1979, but has not become incontestable. The existence of this mark does not affect our resolution of the issues in this case.

   Respondent also provides long-term airport parking services, but only has operations in Portland, Oregon.  Respondent calls its business "Dollar Park and Fly." Petitioner filed this infringement action in 1978 in the United States District Court for the District of Oregon and requested the court permanently to enjoin respondent from using the words "Park and Fly" in connection with its business.  Respondent counterclaimed and sought cancellation of petitioner's mark on the grounds that it is a generic term.  See § 14(c), 15 U. S. C. § 1064(c).  Respondent also argued that petitioner's mark is unenforceable because it is merely descriptive. See § 2(e), 15 U. S. C. § 1052(e).  As two additional defenses, respondent maintained that it is in privity with a Seattle corporation that has used the expression "Park and Fly" since a date prior to the registration  of petitioner's mark, see § 33(b)(5), 15 U. S. C. § 1115(b)(5), and that it has not infringed because there is no likelihood of confusion.  See § 32(1), 15 U. S. C. § 1114(1).  

   After a bench trial, the District Court found that petitioner's mark is not generic and observed that an incontestable mark cannot be challenged on the grounds that it is merely descriptive. App. 75.  The District Court also concluded that there was no evidence of privity between respondent and the Seattle corporation.  App. 76.  Finally, the District Court found sufficient evidence of likelihood of confusion.  App. 76.  The District Court permanently enjoined   respondent from using the words "Park and Fly" and any other mark confusingly similar to "Park 'N Fly." App. 77.  

   The Court of Appeals for the Ninth Circuit reversed.  718 F.2d 327 (1983). The District Court did not err, the Court of Appeals held, in refusing to invalidate petitioner's mark.  Id., at 331. The Court of Appeals noted, however, that it previously had held that incontestability provides a defense against the cancellation of a mark, but it may not be used offensively to enjoin another's  use.  Ibid.  Petitioner, under this analysis, could obtain an injunction only if its mark would be entitled to continued registration without regard to its incontestable status.  Thus, respondent could defend the infringement action by showing that the mark was merely descriptive. Based on its own examination of the record, the Court of Appeals then determined that petitioner's mark is in fact merely descriptive, and therefore respondent should not be enjoined from using the name "Park and Fly." Ibid.  

   The decision below is in direct conflict with the decision of the Court of Appeals for the Seventh Circuit in Union Carbide Corp. v. Ever-Ready, Inc., 531 F.2d 366, cert. denied, 429 U.S. 830 (1976). We granted certiorari to resolve this conflict, 465 U.S. 1078 (1984), and we now reverse.  

   II  

   Congress enacted the Lanham Act in 1946 in order to provide national protection for trademarks used in interstate and foreign commerce. S. Rep. No. 1333, 79th Cong., 2d Sess., 5 (1946).  Previous federal legislation, such as the Federal Trademark Act of 1905, 33 Stat. 724, reflected the view that protection of trademarks was a matter of state concern and that the right to a mark depended solely on the common law.  S. Rep. No. 1333, at 5.  Consequently, rights to trademarks were uncertain and subject to variation in different parts of the country.  Because trademarks desirably promote competition and the maintenance of product quality, Congress determined that "a sound public policy requires that trademarks should receive nationally the greatest protection that can be given them." Id., at 6.  Among the new protections created by the Lanham Act were the statutory provisions that allow a federally registered mark to become incontestable. §§ 15, 33(b), 15 U. S. C. §§ 1065, 1115(b).  

   The provisions of the Lanham Act concerning registration and incontestability distinguish a mark that is "the common descriptive name of an article or substance" from a mark that is "merely descriptive." §§ 2(e), 14(c), 15 U. S. C. §§ 1052(e), 1064(c).  Marks that constitute a common descriptive name are referred to as generic. A generic term is one that refers to the genus of which the particular product is a species.  Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4, 9 (CA2 1976). Generic terms are not registrable, and a registered mark may be canceled at any time on the grounds that it has become generic. See §§ 2, 14(c), 15 U. S. C. §§ 1052, 1064(c).  A "merely descriptive" mark, in contrast, describes the qualities or characteristics of a good or service, and this type of mark may be registered  only if the registrant shows that it has acquired secondary meaning, i. e., it "has become distinctive of the applicant's goods in commerce." §§ 2(e), (f), 15 U. S. C. §§ 1052(e), (f). 

This case requires us to consider the effect of the incontestability provisions of the Lanham Act in the context of an infringement action defended on the grounds that the mark is merely descriptive. Statutory construction must begin with the language employed by Congress and the assumption that the ordinary meaning of that language accurately expresses the legislative purpose.  See American Tobacco Co. v. Patterson, 456 U.S. 63, 68 (1982). With respect to incontestable trade or service marks, § 33(b) of the Lanham Act states that "registration shall be  conclusive evidence of the registrant's exclusive right to use the registered mark" subject to the conditions of § 15 and certain enumerated defenses. n3 Section 15 incorporates by reference subsections (c) and (e) of § 14, 15 U. S. C. § 1064. An incontestable mark that becomes generic may be canceled at any time pursuant to § 14(c).  That section also allows cancellation of an incontestable mark at any time if it has been abandoned, if it is being used to misrepresent the source of the goods or services in connection with which it is used, or if it was obtained fraudulently or contrary to the provisions of § 4, 15 U. S. C. § 1054, or §§ 2(a)-(c), 15 U. S. C. §§ 1052(a)-(c). n4

   n3 Section 33(b) of the Lanham Act, as set forth in 15 U. S. C. § 1115(b), provides:  

   "If the right to use the registered mark has become incontestable under section 1065 of this title, the registration shall be conclusive evidence of the registrant's exclusive right to use the registered mark in commerce or in connection with the goods or services specified in the affidavit filed under the provisions of said section 1065 subject to any conditions or limitations stated therein except when one of the following defenses or defects is established:  

   "(1) That the registration or the incontestable right to use the mark was obtained fraudulently; or  

   "(2) That the mark has been abandoned by the registrant; or  

   "(3) That the registered mark is being used, by or with the permission of the registrant or a person in privity with the registrant, so as to misrepresent the source of the goods or services in connection with which the mark is used; or  

   "(4) That the use of the name, term, or device charged to be an infringement is a use, otherwise than as a trade or service mark, of the party's individual name in his own business, or of the individual name of anyone in privity with such party, or of a term or device which is descriptive of and used fairly and in good faith only to describe to users the goods or services of such party, or their geographic origin; or  

   "(5) That the mark whose use by a party is charged as an infringement was adopted without knowledge of the registrant's prior use and has been continuously used by such party or those in privity with him from a date prior  to registration of the mark under this chapter or publication of the registered mark under subsection (c) of section 1062 of this title: Provided, however, That this defense or defect shall apply only for the area in which such continuous prior use is proved; or  

   "(6) That the mark whose use is charged as an infringement was registered and used prior to the registration under this chapter or publication under subsection (c) of section 1062 of this title of the registered mark of the registrant, and not abandoned: Provided, however, That this defense or defect shall apply only for the area in which the mark was used prior to such registration or such publication of the registrant's mark; or  

   "(7) That the mark has been or is being used to violate the antitrust laws of the United States."

   n4 Sections 2(a)-(c) prohibit registration of marks containing specified subject matter, e. g., the flag of the United States.  Sections 4 and 14(e) concern certification marks and are inapplicable to this case.

One searches the language of the Lanham Act in vain to find any support for the offensive/defensive distinction applied by the Court of Appeals.  The statute nowhere distinguishes between a registrant's offensive and defensive use of an incontestable mark.  On the contrary, § 33(b)'s declaration that the registrant has an "exclusive right" to use the mark indicates that incontestable status may be used to enjoin infringement by others.  A conclusion that such infringement cannot be enjoined renders meaningless the "exclusive right" recognized by the statute.  Moreover, the language in three of the defenses enumerated in § 33(b) clearly contemplates the use of incontestability in infringement actions by plaintiffs.  See §§ 33 (b)(4)-(6), 15 U. S. C. §§ 1115(b)(4)-(6). 

The language of the Lanham Act also refutes any conclusion that an incontestable mark may be challenged  [***14]   as merely descriptive. A mark that is merely descriptive of an applicant's goods or services is not registrable unless the mark has secondary meaning. Before a mark achieves incontestable status, registration provides prima facie evidence of the registrant's exclusive right to use the mark in commerce. § 33(a), 15 U. S. C. § 1115(a).  The Lanham Act expressly provides that before a mark becomes incontestable an opposing party may prove any legal or equitable defense which might have been asserted if the mark had not been registered. Ibid.  Thus, § 33(a) would have allowed respondent to challenge petitioner's mark as merely descriptive if the mark had not become incontestable. With respect to incontestable marks, however, § 33(b) provides that registration is conclusive evidence of the registrant's exclusive right to use the mark, subject to the conditions of § 15 and the seven defenses enumerated in § 33(b) itself.  Mere descriptiveness is not recognized by either § 15 or § 33(b) as a basis for challenging an incontestable mark.  

   The statutory provisions that prohibit registration of a merely descriptive mark but do not allow an incontestable mark to be challenged on this ground cannot be attributed to inadvertence by Congress.  The Conference Committee rejected an amendment that would have denied registration to any descriptive mark, and instead retained the provisions allowing registration of a merely descriptive mark that has acquired secondary meaning. See H. R.  Conf. Rep. No. 2322, 79th Cong., 2d Sess., 4 (1946) (explanatory statement of House managers).  The Conference Committee agreed to an amendment providing that no incontestable right can be acquired in a mark that is a common descriptive, i. e., generic, term.  Id., at 5.  Congress could easily have denied incontestability to merely descriptive marks as well as to generic marks had that been its intention.  

   The Court of Appeals in discussing the offensive/defensive distinction observed that incontestability protects a registrant against cancellation of his mark.  718 F.2d, at 331. This observation is incorrect with respect to marks that become generic or which otherwise may be canceled at any time pursuant to §§ 14(c) and (e).  Moreover, as applied to marks that are merely descriptive, the approach of the Court of Appeals makes incontestable status superfluous.  Without regard to its incontestable status, a mark that has been registered five years is protected from cancellation except on the grounds stated in §§ 14(c) and (e).  Pursuant to § 14, a mark may be canceled on the grounds that it is merely descriptive only if the petition to cancel is filed within five years of the date of registration. § 14(a), 15 U. S. C. § 1064(a). The approach adopted by the Court of Appeals implies that incontestability adds nothing to the protections against cancellation already provided in § 14.  The decision below not only lacks support in the words of the statute; it effectively emasculates § 33(b) under the circumstances of this case.  
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Before MARIS, GOODRICH and McLAUGHLIN, Circuit Judges.  

GOODRICH     

   ***  
     The plaintiff complains of the defendant's use of the term 'Pump Room.' Plaintiff's 'Pump Room' is a dining room in its hotel in Chicago and has been operated as such since 1938.  The name is taken from the Pump Room in Bath, England, with the consent and approval of the proprietors of that establishment. Plaintiff's room is bazarre, garish and expensive; the cuisine specializes in dishes served on flaming swords and other exotic items.  It is a room where quite evidently patrons go to see and be seen.  It has been advertised nationally and publicized through other media.  

    The defendant is a restaurant proprietor in Philadelphia and has been since 1942.  The name 'Orsatti's Pump Room' and the insignia of a pump was adopted  about 1951.  In some cases the word 'Orsatti's' has not been used before the term ' Pump Room.' 155 F.Supp. at page 939. 'Orsatti's Pump Room' does not specialize in the same kind of things for which the plaintiff's 'Pump Room' has become famous.  Its physical appearance and method of operation are different.  It is claimed that Orsatti got the idea of  the name 'Pump Room' from an elderly caretaker of the premises in which the Orsatti restaurant was established.  But that is not important unless the question of intent at the time of the original assumption   of the name becomes important and we do not think it does.  See Ambassador East, Inc. v. Shelton Corners, Inc., D.C.S.D.N.Y.1954, 120 F.Supp. 551, 554; 3 Callmann, Unfair Competition and Trade-Marks 1526-27 (2d ed. 1950).  But see El Chico, Inc. v. El Chico Cafe, 5 Cir., 1954, 214 F.2d 721. Whether adopted innocently or not in the first place, Orsatti became aware of the plaintiff's objection to the use of the words 'Pump Room' and nevertheless continued to use it.  See 3 Restatement, Torts 565 (1938).  

   The heart of the plaintiff's claim is that through the years and at great expense it has built up about the name 'Pump Room' a distinctive reputation. It may not be the kind of reputation which would meet the approval of Cromwell's Puritans or their modern successors if any.  But, nevertheless, because of it, the name has developed a business value which the plaintiff is entitled to have protected.  See 3 Restatement, Torts 597-98 (1938).  

   Judge Learned Hand has described the controlling principle in words which are characteristically apt in a paragraph which has been quoted over and over again by courts in this type of case. We can do no better than to quote it ourselves.  He said:   

   'His mark is his authentic seal; by it he vouches for the goods which bear it; it carries his name for good or ill.  If another uses it, he borrows the owner's reputation, whose quality no longer lies within his own control.  This is an injury, even though the borrower does not tarnish it, or divert any sales by its use; for a reputation, like a face, is the symbol of its possessor and creator, and another can use it only as a mask.  And so it has come to be recognized that, unless the borrower's use is so foreign to the owner's as to insure against any identification of the two, it is unlawful.'  

    The learned district judge was willing to allow the plaintiff some measure of protection.  He insisted that the name 'Orsatti' be put ahead of the term 'Pump Room.' It is there now on the outside marquee of Orsatti's in Philadelphia but the photographs in evidence show pretty clearly that 'Pump Room' is very prominent and the 'Orsatti's' is not.  The judge also thought that if the plaintiff wanted to establish a restaurant within ninety miles of Philadelphia and call it 'Pump Room' that the defendant should then be  restrained from using the term.  Both these contentions too narrowly restrict the plaintiff's protection.  It is entitled to have its name protected in full, not modified by other people's qualifying names and, at least on the facts before us, not limited by distance. The distance point is expressly covered by the cases cited below.  See also Callmann, op. cit. supra § 76.3(b)(1), particularly at 1204.   

    Interestingly enough, this problem of protection of names of eating places has come up in quite a number of cases involving restaurants whose proprietors have claimed to have built up far-reaching reputations for a themselves.  In every instance but one to which our attention has been called the plaintiff has received full protection for the value of his name.  Stork Restaurant, Inc. v. Sahati, 9 Cir., 1948, 166 F.2d 348; Nagrom Corp. v. Cock ' N Bull, Inc., D.C.1957, 149 F.Supp. 217; Ambassador East, Inc. v. Shelton Corners, Inc., D.C.   S.D.N.Y.1954, 120 F.Supp. 551; Stork Restaurant, Inc. v. Marcus, D.C.E.D.Pa.1941, 36 F.Supp. 90; Brass Rail, Inc. v. Ye Brass Rail of Massachusetts, Inc., D.C.Mass.1938, 43 F.Supp. 671; 51 West Fifty-First Corp. v. Roland, 1946, 139 N.J.Eq. 156, 50 A.2d 369; Maison Prunier v. Prunier's Restaurant & Cafe, Inc., Sup.Ct.1936, 159 Misc. 551, 288 N.Y.S. 529; see Bill's Gay Nineties, Inc. v. Fisher, Sup.Ct.1943, 180 Misc. 721, 41 N.Y.S.2d 234; cf. Pike v. Ruby Foo's Den, Inc., 1956, 98 U.S.App.D.C. 126, 232 F.2d 683.  

   The judgment of the district court will be reversed and the case remanded for further proceedings  not inconsistent with this opinion.

[Note: The next case was decided before the addition of paragraph (c) to 15 U.S.C. §  1057 (application to register a mark is constructive use of the mark everywhere in the country). Students of this case should consider what the result would have been if the case had arisen after that addition.] 
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   * Hon. Ray McNichols, United States District Judge, Boise, Idaho, sitting by designation.

 McNICHOLS, District Judge.  

   Appellant brought suit in the District Court alleging trademark infringement. Appellee answered and counterclaimed alleging fraud in the procurement of the trademark registration, and seeking both injunctive relief and attorney's fees.  The trial court found against each party on the merits and dismissed both the complaint and counterclaim with prejudice.  This appeal and cross-appeal were thereupon perfected.  

   Jurisdiction below was founded on 15 U.S.C., Sec. 1121; 28 U.S.C., Sec. 1338 (a) and (b); and 28 U.S.C., Sec. 1332.  We have jurisdiction under 15 U.S.C., Sec. 1121 and 28 U.S.C., Sec. 1291.  

   Plaintiff-appellant, Mister Donut of America, Inc. (hereinafter for clarity, "plaintiff"), is a Massachusetts corporation with its principal place of business in that state and is primarily engaged in the promotion and franchising of retail doughnut shops under the name and style of Mr. Donut and Mister Donut. It began this business in Massachusetts in 1955 and now has more than 200 shops in numerous states ranging from coast to coast.  Plaintiff's first California shop opened in 1966; there were at the time of trial five such shops operating in California.  

   Defendant-appellee, Mr. Donut, Inc. (hereinafter for clarity, "defendant"), is a California based corporation in the business of promoting and  franchising retail doughnut shops using the name Mr. Donut and operating essentially a similar type of business as that of the plaintiff. Defendant opened its first shop in Orange County, California in December of 1957 and at the time of trial had seven franchised businesses located in various communities in Orange County.  

   The following chronology and factual situation is established by the record:  

   Plaintiff began to use the mark, Mister Donut in August, 1955; made sales in interstate commerce and applied to the United States Patent Office for registration of the mark pursuant to the provisions of the Trademark Act of 1946, codified as 15 U.S.C., Sec. 1051, et seq., and popularly known as the Lanham Act (hereinafter the "Act" or the "Lanham Act").  This initial application for registration was rejected by the Patent Office since research  indicated that a like mark, Mr. Donut, had been previously registered to one Ragsdale of Everett, Washington in 1947.  Plaintiff discovered that Ragsdale was deceased, but succeeded in purchasing an assignment of the Ragsdale rights from the estate, which assignment was duly recorded in the Patent Office on July 23, 1956, in accordance with the provisions of the Act. 15 U.S.C., Sec. 1060.  

   In October, 1957 (more than a year subsequent to the recordation of the Ragsdale assignment), defendant, without any actual knowledge of any prior use of the mark by anyone, first adopted the mark and, as indicated above, opened its first retail doughnut shop in California in December of that year.  

   On October 21, 1958, plaintiff secured a certificate of registration of the Mister Donut mark.  (The trial court, rejecting the recording of the Ragsdale assignment, held that this date was the date of constructive notice of plaintiff's claim to the mark).  By this time plaintiff had shops operating in Massachusetts, New York, Florida, Michigan and Virginia. [The registration is reproduced below – 

Serial Number: 71698978 

Registration Number: 668784 

Mark 
[image: image2.png]‘WisterDONUT





(words only): MISTER DONUT

Standard Character claim: No

Current Status: This registration was not renewed and is considered to be expired.

Date of Status: 1999-07-26

Filing Date: 1955-11-28

Transformed into a National Application: No

Registration Date: 1958-10-21

Register: Principal

Law Office Assigned: (NOT AVAILABLE)

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: (NOT AVAILABLE)

Date In Location: (DATE NOT AVAILABLE)



LAST APPLICANT(S)/OWNER(S) OF RECORD


1. MISTER DONUT OF AMERICA, INC.

Address: 
MISTER DONUT OF AMERICA, INC.
MINNEAPOLIS MINN.
Legal Entity Type: Unknown
State or Country Where Organized: (NOT AVAILABLE)



GOODS AND/OR SERVICES 


U.S. Class: 100 (International Class 042)
Class Status: Expired
SNACK BAR SERVICES
Basis: 1(a)
First Use Date: 1955-08-16
First Use in Commerce Date: 1955-08-16


ADDITIONAL INFORMATION


Disclaimer: THE WORD "DONUT" IS DISCLAIMED APART FROM THE MARK AS SHOWN. 


MADRID PROTOCOL INFORMATION


(NOT AVAILABLE)



PROSECUTION HISTORY


1999-07-26 - Expired Section 9

1978-10-21 - First renewal


ATTORNEY/CORRESPONDENT INFORMATION


(NOT AVAILABLE) ]

   March 1, 1959, defendant franchised a second shop in Orange County and thereafter five more, in adjacent portions of the county, the opening being spaced over the following several years.  

   It appears that neither party was aware of the activities of the other until about 1963.  In 1965, plaintiff opened a Western district office in Palo Alto, California and on April 23, 1966 the first California doughnut shop came into existence at Campbell, California.  During 1966, three more shops were opened in California, not however, in Orange County.  Plaintiff now proposes to establish retail doughnut shops in the Los Angeles and Orange County area. Undisputed evidence was presented at the trial to the effect that bona fide prospective franchisees, interested in operating in Orange County and the Los Angeles area, have, after discovering the competitive use of the mark by defendant, abandoned plans to open shops in the area.  

   It is further undisputed that the parties each make prominent use of the mark in advertising their respective doughnut shops. It is likewise conceded that the respective marks Mr. Donut and Mister Donut are confusingly similar as used on a retailing basis.  

   On the defendant's counterclaim the court found, and we think properly, that defendant was not entitled to attorney fees under  15 U.S.C., Sec. 1120, which provides:  

   "Any person who shall procure registration in the Patent Office of a mark by a false or fraudulent declaration or representation, oral or in writing, or by any false means, shall be liable in a civil action by any person injured thereby for any damages sustained in consequence thereof."

   Defendant contends that plaintiff's original purported sales in commerce were "contrived sales" and constituted fraudulent conduct.  The proof indicated that boxes of doughnuts with labels MR. DONUT and MISTER DONUT were transported by an agent of plaintiff from Massachusetts to other states and sold in those states. The Lanham Act defines "use in commerce" at 15 U.S.C., Sec. 1127:  

   "For the purposes of this chapter a mark shall be deemed to be used in commerce (a) on goods when it is placed in any manner on the goods or their containers or the displays associated therewith or on the tags or labels affixed thereto and the goods are sold or transported in commerce * * *"

   Such a sale as we find here has been held in this Circuit to be a use or transportation in commerce under the Act.  Drop Dead Co. v. S. C. Johnson & Son, Inc., 326 F.2d 87, 93 (9th Cir. 1963). The trial court properly concluded that there was no false or fraudulent conduct in the registration by plaintiff of its trademark here in question and that no attorney fees were allowable.  

   The remaining and principal issues raised in this appeal are therefore limited to the alleged infringement against a federally protected trademark. We turn our attention to that question.  

   Plaintiff, of course, would like to have its trademark registration rights commence with the recording of the Ragsdale assignment on July 23, 1955, as this date is prior to any use of the offending mark by the defendant.  The trial court held that the assignment by the Ragsdale estate to plaintiff was an assignment in gross and conveyed no rights.  He based this determination on a finding of fact, supported by substantial evidence, that Ragsdale had disposed of his doughnut business in 1951 and had not used the mark thereafter.  There was no pretense  that the estate transferred any customer lists, merchandise, equipment, recipes, decals or other goods.  Thusly he held that the assignor estate had no good will and therefore assigned none.  The court concluded from this state of facts that the assignment was in gross and that the recording thereof was ineffective to grant any rights in the trademark and that as a matter of law the recording of the assignment was not constructive notice to the defendant.  The District Court was correct in so holding.  The law is well settled that there are no rights in a trademark alone and that no rights can be transferred apart from the business with which the mark has been associated.  Such was the common law rule and is now made a part of the Lanham Act. 15 U.S.C., Sec. 1060. 

   With the Ragsdale assignment being inoperative to provide plaintiff with a right in the MR. DONUT mark, the court went on to find, again on substantial evidence, that defendant first adopted the mark in an intrastate action in October, 1957, and began the use in a retail shop on December 3, 1957.  It is clear that defendants' use has been continuous from that time on.  On the other hand, plaintiff's first effective registration of the mark with the U.S. Patent Office was on October 12, 1958.  The use of the conflictingly similar mark by defendants up to this date was found by the court to be without knowledge either actual or constructive of plaintiff's use.  In this posture of the evidence the court held that, if the Lanham Act applied, the defendants had established the statutory defense provided in the Act against the charge of infringement of plaintiff's exclusive right to the mark.  The Act provides (15 U.S.C., Sec. 1115(b) (5)) for a defense against infringement by a prior user in this language:  

   "(b) If the right to use the registered mark has become incontestable under section 1065 of this title, the registration shall be conclusive evidence of the registrant's exclusive right to use the registered mark in commerce on or in connection with the goods or services specified in the affidavit filed under the provisions of said section 1065 subject to any conditions or limitations stated therein except when one of the following defenses or defects is established:  

   "  * * *  

   "(5) That the mark whose use by a party is charged as an infringement was adopted without knowledge of the registrant's prior use and has been continuously used by such party or those in privity with him from a date prior to registration of the mark under this chapter or publication of the registered mark under subsection (c) of section 1062 of this title: Provided,   however, That this defense or defect shall apply only for the area in which such continuous prior use is proved; * * *."

   It is important to note, in view of our determination of this appeal, that the quoted language of the Act contains a limitation of the application of the defense to the area in which the prior continuous use is proved.  (Emphasis supplied)  

   We think it clearly established that so far as the area of use of the mark at defendants' first shop, established in December, 1957, in Orange County, is concerned, Sec. 1115(b) (5) is a complete defense to plaintiff's charge of infringement. To the extent that the trial court so held, he was correct.  

   We come now to the most troublesome aspect of this appeal.  The district judge determined "that defendants' activities were and are outside the Lanham Act because they do not affect interstate commerce".  He therefore concluded that defendants' intrastate use of plaintiff's federally registered mark was not an infringement for which relief should be granted under the Lanham Act. In arriving at this holding, the District Court relied exclusively on the authority of Fairway Foods v. Fairway Markets, 227 F.2d 193 (9th Cir. 1955).  

   In Fairway Foods, the question facing the court was whether a large midwest grocery chain could enjoin the use of its federally registered trademark by a grocer doing business out of one store in California.  The chain had no outlets in that state and no plans to locate any there in the foreseeable future.  The District Court refused to issue an injunction because there was no present competition between the parties, and no likelihood of any in the future. This court in affirming that decision agreed that the conduct of the intrastate grocer would not warrant an injunction under the common law action for unfair competition, unless by operation of the Lanham Act. The panel of this Circuit then went on to hold that  [**12]   the activities of a purely intrastate grocer could not be made subject to the provisions of the Act unless these activities had a substantial effect on interstate commerce.  

   No such substantial effect was demonstrated as the parties were dealing in totally remote markets without any foreseeable likelihood of competition. Therefore it was held in Fairway Foods that the court should not enjoin the California grocer's activities.  

   We think Fairway Foods is good law, but is to be interpreted within the very narrow limits of its factual situation.  This is borne out by the following excerpts from the opinion:  

   "* * * It will be important to note that plaintiff has not and never has had any outlet for its merchandise in California, nor within 1500 miles of defendant's one seat of business.  (at p. 195)  

   "* * *  

   "The evidence without conflict supports the trial court's finding that there has been no confusion and that there is no likelihood of confusion because of the use by both parties of the word 'Fairway'.  Neither party sells or tries to sell to any customer who buys from the other party.  Neither party sells or tries to sell or offers to sell anything within the same territory that the other does business. There is absolutely no competition between the parties.  Perhaps the most important element of unfair trade is that there be competition in the sale of like merchandise and that there is, or is likelihood of, confusion as to which competitive article is being purchased.  * * (at p. 196)  

   "* * * We gain from the record that the judgment is based upon the court's view of the law that whether or not the marks are valid under the statute, they do not and cannot be effective as against defendant for the reason that the facts of the case do not show any competition or likelihood of competition or dilution of plaintiff's good will, and do not touch interstate or foreign commerce.  

   "We find no reversible error in the court's conclusion that defendant has not infringed and is not infringing plaintiff's registered trade marks.  And that there is no competition or likelihood of competition between the parties, for the reason that the facts do not bring the mark into issue." (at p. 198)

   Fairway Foods thus stands for the rule that where the federal registrant and the intrastate user of conflictingly similar trade marks are using the respective marks in geographically separate and distinct market areas, with no real competition between them, and where there is no present likelihood that the federal registrant will expand his use into the area of use of the intrastate user, there is no cause shown for injunctive relief based on infringement. The instant case is readily distinguishable from Fairway Foods as the facts are nowise similar.  Plaintiff has firmly established its nationwide doughnut shop business in California and is now competing with the defendant for shop locations in the same market area, i.e., Orange County.  Each party has plans to expand throughout southern California and thus increase the competitive situation.  

   The trial court erred in determining that Fairway Foods was controlling in this case.  

   We hold that where a federal registrant has expanded its business to the point that the use of the conflictingly similar marks by the registrant and the unauthorized user are no longer confined to separate and distinct market areas and there is established the likelihood of public confusion, the federal registrant is entitled under the authority of the Lanham Act to injunctive relief. 

   It is necessary that we remand the case to the District Court to determine the area of use by the defendant which was developed prior to October, 1958 when plaintiff's initial certificate of registration became effective. As to this area, defendant has perfected the defense provided in the Act by Sec. 1115(b) (5).  Thereafter the District Court will grant such injunctive relief as is required consonant with the rules laid down in this opinion.  

   One additional issue merits brief discussion. Plaintiff seeks to obviate the effect of the defense provided in Sec. 1115(b) (5) of the Act by attempting to interject California state law.  This issue was not presented to the trial court and we would be justified in refusing to consider it now.  Keegan v. United States, 385 F.2d 260 (9 Cir. 1967). However, since the matter is to go back to the District Court, we choose to comment.  

   Plaintiff claims that, since it first adopted the mark outside of California, it is the original owner and entitled under California law to exclusive right to the use of the mark regardless whether or not defendant was aware of the prior use. Reliance for this assertion is based on the California Business and Professions Code, Div. 6, Sec. 14270, which provided at the time of trial as follows:  

   "Original owner.  Any person who has first adopted and used a trademark, whether within or beyond the limits of this State, is its original owner."

   What the effect of this California statutory provision might be if the Lanham Act had not been passed by Congress, we need not decide.  The Lanham Act has pre-empted the field of trademark law and controls.  It follows that the defense provided in Sec. 1115(b) (5) of the Act cannot be voided by state statute.  Burger King of Florida, Inc. v. Hoots, 403 F.2d 904 (CA 7, 1968).  

   The judgment appealed from is affirmed in part and reversed in part.  The cause is remanded to the District Court for further proceedings in accordance with our holdings.  
In re Sloppy Joe's International Inc.
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Before Sams, Quinn, and Hairston, administrative trademark judges.

Hairston, administrative trademark judge.

An application has been filed by Sloppy Joe's International, Inc. to register the mark shown below, for restaurant and bar services. FN1
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*1352 Registration has been finally refused under Sections 2(a) and 2(d) of the Trademark Act. Applicant has appealed the final refusals to register. Both applicant and the Trademark Examining Attorney have filed briefs, but no oral hearing was requested.

I. Section 2(a) refusal
The refusal to register under Section 2(a) of the Act, 15 U.S.C. Section 1052(a), is based on the contention that the mark falsely suggests a connection with author Ernest Hemingway. FN2
A. “False Suggestion of a Connection”and the Right of Publicity
Before turning to the test for determining the propriety of a refusal to register under Section 2(a), we will address two arguments made by applicant that relate to the false suggestion of a connection portion of Section 2(a) and the right of publicity.

[1] In University of Notre Dame du Lac v. J.C. Gourmet Food Imports Co., Inc., 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983), our primary reviewing court said that the “false suggestion of a connection” portion of Section 2(a) evolved out of, and embraced, the concepts of the rights of privacy and publicity. Applicant argues that, because the right of publicity terminates upon the death of the individual, the Section 2(a) false suggestion of a connection ground may not be asserted with respect to Ernest Hemingway, citing Factors Etc., Inc. v. Pro Arts, Inc., 652 F.2d 278, 211 USPQ 1 (2d Cir. 1981) [in which the Second Circuit applied Tennessee law] and Lugosi v. Universal Pictures, 205 USPQ 1090 (Cal. 1979). Besides the fact that these decisions are no longer controlling, as both Tennessee and California have enacted statutes recognizing a post mortem right of publicity, FN3 the Trademark Act prohibition under Section 2(a) extends to “persons, living or dead.” (emphasis added). We find, therefore, that the Section 2(a) false suggestion of a connection refusal is not improper here simply because it has been asserted with respect to a deceased individual, Ernest Hemingway.

[2] Applicant, citing Pirone v. MacMillan Inc., 894 F.2d 579, 13 USPQ2d 1799 (2d Cir. 1990), argues that not every picture or photograph of an individual is an invasion of the rights of publicity and a violation of Section 2(a), and that the Hemingway portrait in applicant's mark is not the kind of representation which infringes Hemingway's right of publicity. In Pirone, the daughters of Babe Ruth, owners of a registration for the word mark BABE RUTH for playing cards, writing papers and envelopes, and their licensees, objected to the use of three photographs of Ruth in a baseball calendar published by MacMillan. Plaintiffs alleged federal and common law trademark infringement and unfair competition, infringement of the common law right of publicity, and violation of the New York Civil Rights Law.

On the claims of federal trademark infringement and unfair competition, the Court of Appeals affirmed the district court's entry of summary judgment in MacMillan's favor, declining to hold that plaintiffs rights in the word mark BABE RUTH extended to photographs of Ruth owned by MacMillan. At page 1803, the Court stated:

While these pictures of Ruth are in a sense symbols, they in no way indicate origin or represent sponsorship.

Photographs of baseball, its players, and assorted memorabilia, are the subject matter of the calendar. The pictures of Ruth no more indicate origin than does the back Cover's picture of Jackie Robinson stealing home plate. Both covers are merely descriptive of the calendar's subject matter. In neither case would any consumer reasonably believe that Ruth or Robinson sponsored the calendar. Instead, the photographs identify great ball-players and by so doing indicate the contents of the calendar, not its source. The source of the publication is clearly indicated by the numerous prominent references to MacMillan. (citations omitted)

*1353 The essence of the court's ruling on these claims is not that photographs or pictures of person, per se, are not trademarks, but that the Ruth photographs, as used in this baseball calendar, did not serve a source-indicating function.FN4 In the present case, applicant uses and seeks to register the Hemingway portrait as part of its mark for bar and restaurant services, thereby explicitly claiming the portrait functions to indicate source. The use of the Hemingway portrait is, therefore, not analogous to McMillan's use of Ruth photographs in a baseball calendar.

B. The Test for Section 2(a)
The test for determining the propriety of a refusal to register based on Section 2(a) has four elements. The mark (or part of it) must be shown to be the same as or a close approximation of the person's previously used name or identity, and it must be established that the mark would be recognized as such (i.e., the mark points uniquely to that person). Further, it must be shown that the person in question is not connected with the goods or services of the applicant, and the person's name or identity must be of sufficient fame that when it is used as part or all of the mark on applicant's goods/services, a connection with that person would be presumed by someone considering purchasing the goods/services. Buffett v. Chi-Chi's, Inc., 226 USPQ 428 (TTAB 1985).

Applicant maintains that there is a real connection between Ernest Hemingway and applicant's bar, and therefore there is no “false suggestion” of a connection between Hemingway and applicant's services. Further, applicant argues that Hemingway is an historical figure, known for his writing, an activity unrelated to bar and restaurant services, and prospective purchasers of applicant's services would not presume a connection between Hemingway and such services. Lastly, applicant argues that Hemingway family members have impliedly consented to applicant's registration of the involved mark for bar and restaurant services.

Turning to applicant's first argument, applicant maintains that Hemingway is connected with applicant's bar and restaurant by virtue of his close association with the bar and its original owner. In support of its position, applicant has submitted the declaration of its president, Michael Halpern; a booklet entitled Sloppy Joe's Bar The First Fifty Years by Sharon Wells, a Key West, Florida historian, and copies of excerpts from books, brochures, and newspapers which chronicle Hemingway's years in Key West. According to these materials, Hemingway and Joe Russell, the original owner of Sloppy Joe's bar, were close friends. It is said that Hemingway modeled the main character in his novel To Have and To Have Not after Russell. Hemingway was a frequent patron of Sloppy Joe's, did a great deal of his writing in the back room of the bar; and after his death, original manuscripts and sections of several of his most famous works were discovered there. In the Well's booklet and another of the excerpted materials, Hemingway is quoted as saying; “I used to be co-owner of Sloppy Joe's, silent partner they call it. We had gambling in the back and that's where the real money is.” Applicant argues that the refusal to register under Section 2(a) is improper because the “connection between Hemingway and Sloppy Joe's is not falsely suggested.” (November 24, 1993 response to Office action, p. 2).

The Examining Attorney acknowledges that “ [F]ew cases, if any, have dealt with the issue of how much of a connection is required to overcome a Section 2(a) refusal.” It is the Examining Attorney's position, however, that a financial or ownership interest in the goods and/or services is required. The Examining Attorney argues that,

. . . . .spending a great deal of time in one's favorite bar is not a legally sufficient “connection” to allow an establishment to secure trademark rights in its famous patron's likeness. Hemingway may have had his own bar stool and even maintained an office for writing in the back room, but there is no evidence that he had any actual proprietary or financial interest in the bar. The claims of co-ownership listed by the applicant seem to refer more to folklore based on the amount of time Hemingway spent in the bar than to any actual ownership interest.

Brief, pp. 3-4.

[3] The question here is whether applicant has established a “connection” with Hemingway which entitles it to register the involved mark. Although the legislative history of Section 2(a) offers no specific guidance on this issue, we are inclined to agree with the *1354 Examining Attorney that Hemingway's friendship with the original owner of Sloppy Joe's bar, his frequenting the bar and his use of the back room as an office is not the kind of “connection” contemplated by Section 2(a). Rather, a commercial connection, such as an ownership interest or commercial endorsement or sponsorship of applicant's services, would be necessary to entitle applicant to register the involved mark. As to Hemingway's purported claim of co-ownership of the bar, we agree with the Examining Attorney that this appears to be mere folklore. Applicant has offered no documentary evidence, e.g., a deed or contract, to support its contention that Hemingway was indeed the co-owner of the bar. Thus, applicant has not established a connection with Hemingway which entitles it to register the involved mark.

We turn next to applicant's argument that prospective customers of its bar and restaurant services would not presume a connection between Hemingway and such services because (1) Hemingway is known only for his writing and (2) Hemingway is an historical figure.

[4] As the Examining Attorney correctly observes, the names and likenesses of well known persons frequently are licensed for use on various goods and services. See, e.g.: In re Sauer, 27 USPQ2d 1973 (TTAB 1993) [Record included Bo Jackson baseball and football cards and advertisements for Bo Jackson figurines and toys.]; Buffett v. Chi-Chi's, supra [Record included evidence of licensing agreements held by Jimmy Buffett for the name “J.B.'s MARGARITAVILLE” for a restaurant, and for the sale of clothing.]; and McFarland v. Miller, 29 USPQ2d 1586 (3d Cir. 1994) [Court noted that George McFarland (“Spanky” of the “Little Rascals”) actively protected the right to license his name.] Thus, the name and/or likeness of a well known writer may well be “extended” for use on goods and services unrelated to writing. Additionally, as evidenced by the materials submitted by applicant, Hemingway's frequenting Sloppy Joe's bar and his “hard drinking” are well documented.

We are not persuaded by applicant's argument that, because Hemingway is an historical figure, customers are not likely to connect Hemingway with applicant's bar and restaurant services. Applicant relies on Lucien Picard Watch Corp. v. Since 1868 Crescent Corp., 314 F. Supp. 329, 165 USPQ 459, 461 (S.D.N.Y. 1970) [Use of the mark Da Vinci on jewelry and leather giftware “is scarcely likely to mislead” a significant number of purchasers into believing that Leonardo da Vinci was in any way responsible for the design or production of the goods; thus no false suggestion of a connection with Leonardo da Vinci]. The facts here are distinguishable. Hemingway, who died just under 40 years ago, is a figure -- and celebrity -- of our own times; many people who knew him are undoubtedly still living. Hence, he is not “historical” in the way Leonardo da Vinci is “historical.”

We have no doubt that prospective purchasers of applicant's services will recognize the face in the mark as a portrait of Hemingway. Such recognition is implicit in applicant's description of its mark and the fact that applicant is a sponsor of celebrations and festivals honoring Hemingway's life and work. Applicant bills itself as the “Home of the ‘Papa’ Hemingway Look-Alike Contest.” Also, Mr. Halpern, applicant's president, states in his declaration that the picture in applicant's mark is a sketch of Hemingway. All this evidences applicant's intent to suggest a connection with Hemingway. “Evidence of such intent would be highly persuasive that the public will make the intended false association.”Notre Dame, supra at 217 USPQ at 509 .

We find, therefore, that, when the portrait of Hemingway is used as part of the mark for applicant's bar and restaurant services, prospective purchasers would presume a connection between Hemingway and applicant's services.

C. Implied Consent
The final argument pressed by applicant is that there is no false suggestion of a connection here because members of the Hemingway family have consented to applicant's use of Hemingway's name and likeness in connection with applicant's bar and restaurant. Applicant implies this consent from the attendance and participation of Hemingway family members at celebrations and festivals sponsored by applicant which honor Hemingway's life and work.

[5] We agree with the Examining Attorney, however, that no consent to register the involved mark can be implied by the mere attendance and participation of some Hemingway family members at these events. We have no basis on which to conclude that such family members are authorized to consent to the registration of Hemingway's likeliness for the involved services. In this regard, we note that apparently a separate entity, Hemingway, Ltd., the owner of a registration for the mark HEMINGWAY *1355 for services identified as “licensing others the right to use and/or exploit the name and likeness of Ernest Hemingway,” has authority to license the use of the name and likeness of Ernest Hemingway.

Since all of the elements of the test for refusal under Section 2(a) have been met, the refusal to register is affirmed.

II. Section 2(d) refusal
Registration has been refused under Section 2(d) of the Trademark Act, 15 U.S.C. Section 1052(d), on the ground that the use of applicant's mark for its identified services is likely to cause confusion with the registered marks below, owned by the same entity, for the following goods and services:

HEMINGWAY licensing others the right to use and/or exploit the name and likeness of Ernest Hemingway FN5
HEMINGWAY'S bar and restaurant services FN6
HEMINGWAY'S bar and restaurant services FN7
HEMINGWAY men's and women's outdoor clothing, namely, underwear, swimwear, pajamas, nightgowns, robes, socks, shirts, t-shirts, sweatshirts, sweaters, pants, sweatpants, dresses, skirts, shorts, jumpsuits, jackets, raincoats, vests, hats, gloves, ties and scarves FN8
A. The Marks
[6] In this case, we find that applicant's mark is similar to the cited marks HEMINGWAY and HEMINGWAY'S.

In a composite mark, it is generally the word portion that is dominant. In re Appetito Provisions Co., (TTAB 1987). We do not believe it appropriate, however to apply this rule to applicant's mark, given the prominence of the design element, and the fact that it is a recognizable portrait of a well known person, Ernest Hemingway. The Hemingway portrait is not an ancillary or subordinate design. As used on the specimens of record, (the front of a menu is shown below in reduced size), the Hemingway portrait is especially eye-catching.

[image: image4]
Prospective customers viewing applicant's mark would be just as likely to remember the Hemingway portrait and consequently the name Hemingway, as the words SLOPPY JOE'S. In this regard, it is established that a picture and its literal equivalent are given the same significance in determining likelihood of confusion. See Shunk Manufacturing Co.v. Tarrant Mfg. Co. ], 318 F.2d 328, 137 USPQ 881, 883 (CCPA 1963) [caricature representation of Scotchman, i.e., man in kilts and Scottish garb, and word SCOTCHMAN for mechanical equipment]; Izod Ltd. v. Zip Hosiery Co., Inc., 405 F.2d 575, 160 USPQ 202, 204 (CCPA 1969) [representation of head of tiger-like animal and words TIGER HEAD for clothing]; and In re Rolf Nilsson AB, 230 USPQ 141, 143 (TTAB 1986) [design of a lion's head silhouette and the word LION]. Thus, when we compare the marks in their entireties, with appropriate weight given to the word and design elements in applicant's mark, we find that the marks are similar and that when used on identical or related goods/ services, confusion is likely to occur. We have kept in mind that under actual marketing*1356 conditions, consumers do not necessarily have the opportunity to make a side-by-side comparison between marks.

B. The Goods/Services
Having found that the parties' marks are similar, we have no difficulty concluding that applicant's use of its mark in connection with bar and restaurant services is likely to cause confusion with registrant's marks for identical services. The more difficult question is whether applicant's bar and restaurant services are sufficiently related or connected to registrant's licensing services and clothing such that when these goods/services are offered under the parties' respective marks, confusion is likely to occur.

Goods and/or services need not be identical or even competitive in nature in order to support a finding of likelihood of confusion. It is sufficient for the purpose that the goods and/or services are related in some manner; or that they are marketed under such conditions that they would be encountered (bearing similar marks) by the same persons in an environment conductive to likelihood of confusion; or that the record shows that special conditions or circumstances exist sufficient to support the inference that purchasers encountering applicant's services bearing its mark would be likely to mistakenly assume that applicant's services are in some way connected with the registrant. Turner Entertainment Co. v. Nelson, 38 USPQ2d 1942 (TTAB 1996) and In re Phillips-Van Heusen Corp., 228 USPQ 949 (TTAB 1986) and cases cited therein. Special circumstances exist here which support the inference that purchasers encountering applicant's bar and restaurant services bearing its mark would be likely to mistakenly assume that these services are in some way connected with registrant.

As previously noted, the licensing of the names and/or likenesses of well known persons for use on various goods and services is a common practice. Indeed, this is reflected in registrant's registrations which cover the licensing of Hemingway's name and/or likeness (with no limitation as to the goods/services which may be licensed thereunder), bar and restaurant services, and clothing. In view thereof, and because the public is accustomed to seeing the names and likenesses of well known individual on diverse items, it would be reasonable for consumers to believe that bar and restaurant service and licensing services for the name and/or likeness of a well known person and clothing emanate from the same source. Under these circumstances, we find that applicant's bar and restaurant services and registrant's licensing services and clothing are connected in such a way that when offered under similar marks, confusion is likely to occur.

In sum, customers familiar with registrant's HEMINGWAY and HEMINGWAY'S marks as used in connection with licensing services, bar and restaurant services, and clothing, upon encountering applicant's mark consisting of SLOPPY JOE'S and a prominent portrait of Ernest Hemingway, for bar and restaurant services, would be likely to believe, mistakenly, that the goods and services originate with or are sponsored by the same source.

Decision: The refusals to register under Section 2(a) and 2(d) of the Trademark Act are affirmed.
United States Court of Appeals, Sixth Circuit.
KELLOGG COMPANY, Plaintiff-Appellant,
v.

TOUCAN GOLF, INC., Defendant-Appellee.
2003 Fed. App. 0241P
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Argued May 6, 2003.
Decided and Filed July 23, 2003.
Cereal manufacturer that held trademark in “Toucan Sam” character sought de novo review of Trademark Trial and Appeal Board's (TTAB) decision to permit registration of word mark “Toucan Gold” by manufacturer of promotional golf equipment. Following bench trial, the United States District Court for the Western District of Michigan, Wendell A. Miles, J., 2001 WL 34082276, dismissed complaint, and manufacturer appealed. The Court of Appeals, Suhrheinrich, Circuit Judge, held that: (1) plaintiff's mark was strong; (2) parties' products were unrelated; (3) parties' marks were not sufficiently similar to support finding of likely confusion; (4) defendant's marks did not give rise to likelihood of confusion; (5) defendant's marks did not dilute fame of plaintiff's “Toucan Sam” marks; (6) defendant waived claim for attorney's fees; and (7) defendant was not entitled to damages for allegedly frivolous appeal.
Before SUHRHEINRICH and COLE, Circuit Judges;  CARR, District Judge.  FN*
FN* The Honorable James G. Carr, United States District Judge for the Northern District of Ohio, sitting by designation.
SUHRHEINRICH, Circuit Judge.
Plaintiff Appellant Kellogg Company appeals from the district court's affirmation of the Trademark Trial and Appeal Board's (TTAB) decision to permit the registration of the word mark “Toucan Gold” by Defendant Appellee Toucan Golf, Inc. (TGI), a manufacturer of promotional golf equipment.
Kellogg claims that TGI's word mark and its corresponding toucan logo create a likelihood of confusion with, and dilute the distinctiveness of, Kellogg's five federally-registered and incontestable “Toucan Sam” logos and word mark under the Lanham Act as amended, 15 U.S.C. § §  1051, et seq.
We affirm the decision of the district court and deny Kellogg's claims.   TGI's use of the word mark “Toucan Gold” does not create a likelihood of confusion among consumers, principally because TGI's use of its mark is in an industry far removed from that of Kellogg.   Also, TGI's toucan logo, as a realistic toucan design, does not create a likelihood of confusion with Kellogg's more cartoonish “Toucan Sam” designs.   Furthermore, Kellogg has not presented any evidence that TGI's use of its marks actually dilutes the fame or distinctiveness of any of Kellogg's marks.
I. Facts
Kellogg, a Delaware corporation based in Battle Creek, Michigan, is the largest producer of breakfast cereal in the world.   On July 24, 1963, Kellogg first introduced Toucan Sam on boxes of “Froot Loops” cereal.   Kellogg has used Toucan Sam on Froot Loops boxes, and in every print and television advertisement for the cereal, since.   Toucan Sam is an anthropomorphic cartoon toucan.   He is short and stout and walks upright.   He is nearly always smiling with a pleasant and cheery demeanor, but looking nothing similar to a real toucan.   He has a royal and powder blue body and an elongated and oversized striped beak, colored shades of orange, red, pink, and black.   He has human features, such as fingers and toes, and only exhibits his wings while flying.   Moreover, in television advertisements over the past forty years, Toucan Sam has been given a voice.   He speaks with a British accent, allowing him to fervently sing the praises of the cereal he represents, and to entice several generations of children to “follow his nose” because “it always knows” where to find the Froot Loops.
Kellogg is the holder of five federally-registered Toucan Sam marks at issue in this case.   The first was registered on August 18, 1964, under United States Patent and Trademark Office FN1 (USPTO) Reg. No. 775,496, and consists of a simplistic toucan design, drawn with an exaggerated, striped beak, standing in profile with hands on hips and smiling, as reproduced below:
FN1. In 1964, the USPTO was known as the United States Patent Office.
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The second mark was registered March 20, 1984, under USPTO Reg. No. 1,270,940, and consists of an updated version of the same toucan, standing and smiling with his mouth open widely;  and pointing his left index finger upward:
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The third mark is for the word mark, “Toucan Sam.” This mark was registered on June 18, 1985, under USPTO Reg. No. 1,343,023.   The fourth mark, registered on June 21, 1994, under USPTO Reg. No. 1,840,746, is a shaded drawing of Toucan Sam flying, with wings spread, and smiling.
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The fifth mark, registered January 31, 1995, under USPTO Reg. No. 1,876,803, is essentially the same drawing as in the fourth mark, except unshaded, as reproduced below:
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Together the five registrations indicate that Kellogg's marks are for use in the breakfast cereal industry, and on clothing.
In 1994, Peter Boyko created TGI, an Ohio corporation with its principal place of business in Mansfield, Ohio, with his wife, Janice Boyko, and daughter.   TGI is a manufacturer of golf equipment, mainly putter heads.   TGI creates putter heads from polycarbonate plastics, purchases shafts and grips from outside sources, and then assembles and sells the putters.   Principally, TGI's clientele consists of companies who use TGI's goods as promotional gifts at charity events.   For this purpose, TGI prints the name or logo of its client on the putter head or other piece of equipment being sold.   TGI rarely, if ever, sells directly to retailers or the public.
TGI likewise uses a toucan drawing, known as “GolfBird” or “Lady GolfBird,” to represent its products.   TGI has placed this logo on letterhead, business cards, its web site, and even on the outside of its building in Mansfield.   GolfBird has a multi-colored body, and TGI displays GolfBird in a myriad of color schemes for different purposes.   Invariably, however, she has a long, narrow, yellow beak with a black tip, not disproportionate to or unlike that of a real toucan.   GolfBird is always seen perched upon a golf iron as if it were a tree branch.   She has no human features whatsoever, and resembles a real toucan in all aspects except, perhaps, her variable body coloring:
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TGI has not registered its GolfBird logo with the USPTO.   On December 15, 1994, however, TGI did file an “intent to use” application with the USPTO for the word mark “Toucan Gold.” The application, as later amended, sought to use the mark in relation to “golf clubs and golf putters.”   Specifically, TGI planned to use the mark for its newest line of putters which consist of a putter head on a Boron Graphite shaft.   On August 29, 1995, the USPTO published TGI's application for opposition.   Kellogg filed an opposition with the TTAB, asserting that TGI's proposed use of the mark “Toucan Gold” for golf-related merchandise infringed upon Kellogg's Toucan Sam marks under the Lanham Act by creating a likelihood of consumer confusion.   On May 19, 1999, the TTAB dismissed the opposition without testimony.
On July 16, 1999, Kellogg appealed the TTAB decision to the district court below, and commenced a de novo review under 15 U.S.C. §  1071(b).  In its complaint, Kellogg again claimed that TGI's use of the word mark “Toucan Gold” created a likelihood of confusion among consumers with respect to Kellogg's Toucan Sam word mark.   Kellogg added a likelihood of confusion claim with respect to the GolfBird logo as well.   Furthermore, Kellogg added a dilution claim under the Federal Trademark Dilution Act of 1995 (FTDA).   See 15 U.S.C. § §  1063 and 1125(c).  On September 6, 2001, after a four day bench trial, the district court dismissed Kellogg's complaint.   The judgment was then entered on September 10.   The court found that confusion was highly unlikely, principally because Kellogg is in the business of selling cereal, whereas TGI is in the business of selling putters.   Moreover, the court found no dilution because the parties' marks are “visually and verbally distinct.”   Kellogg filed a notice of appeal on October 4, 2001, and this matter is timely before this Court pursuant to Fed. R.App. P. 4(a)(1)(A).
II. Standard of Review and Jurisdiction
The TTAB “may refuse to register a trademark that so resembles a registered mark ‘as to be likely, when used on or in connection with the goods of the applicant, to cause confusion, or to cause mistake, or to deceive.’ ”   Recot, Inc. v. Becton, 214 F.3d 1322, 1326 (Fed.Cir.2000) (quoting 15 U.S.C. §  1052(d)).
The federal courts have jurisdiction over appeals from the TTAB. A party who lost before the TTAB may appeal the decision to the United States Court of Appeals for the Federal Circuit under a “substantial evidence” standard of review. Otherwise, a party may appeal the TTAB decision, to be reviewed de novo, to the United States District Court in any district where venue is proper.  15 U.S.C. §  1071(b)(1).   A disappointed party may present new evidence before the district court that was not presented to the TTAB.  Kellogg has chosen the latter route.
We review the district court's legal conclusions de novo;  but review its factual conclusions for clear error.   

III. Analysis
Essentially, Kellogg seeks to block the registration of the “Toucan Gold” word mark, and to prevent further commercial use of both the word mark and the GolfBird logo.   To this end, Kellogg asserts that there is a Lanham Act violation because there exists a likelihood that consumers will be confused as to the source of TGI's products.   Moreover, Kellogg asserts that, regardless of our confusion analysis, TGI's use of its marks dilutes the fame of Kellogg's marks, and therefore TGI is in violation of the FTDA.
A. Likelihood of Confusion
In order to show trademark infringement under the Lanham Act, and that TGI is not entitled to registration, Kellogg must show that TGI's use of its marks constitutes use “in commerce” of a “reproduction, counterfeit, copy, or colorable imitation of a registered mark in connection with the sale, offering for sale, distribution, or advertising of any goods or services on or in connection with which such use is likely to cause confusion, or to cause mistake, or to deceive....” 15 U.S.C. §  1114(1).
This Court has established an eight-part test for determining when a likelihood of confusion exists between the origins of two products.  The factors are:  (1) the strength of the plaintiff's mark;  (2) the relatedness of the goods or services offered by the parties;  (3) similarity of the marks;  (4) any evidence of actual confusion;  (5) the marketing channels used by the parties;  (6) the probable degree of purchaser care and sophistication;  (7) the defendant's intent;  and (8) the likelihood of either party expanding its product line using the marks.  Not all of these factors will be relevant in every case, and “[t]he ultimate question remains whether relevant consumers are likely to believe that the products or services offered by the parties are affiliated in some way.”   Homeowners Group, Inc. v. Home Mktg. Specialists, Inc., 931 F.2d 1100, 1107 (6th Cir.1991).   Thus, the question here, as in all trademark cases, is whether we believe consumers of TGI's golf equipment are likely to think it was manufactured by Kellogg. None of the factors is dispositive, but the factors guide us in our ultimate determination. 

1. Strength of Kellogg's Marks
The first factor of the test focuses on the distinctiveness of a mark and the public's ability to recognize it.   See Therma-Scan, 295 F.3d at 631.   In Daddy's Junky Music Stores, we recognized a spectrum of distinctiveness for trademarks, ranging from “generic” to “fanciful.”   Daddy's Junky Music Stores, 109 F.3d at 280-81.   For example, the word “cereal” is generic, whereas the names “Xerox” and “Kodak” are fanciful, having been completely fabricated by the trademark holders.   
We find the “Toucan Sam” word mark and logo each to be fanciful. Kellogg completely created the name “Toucan Sam.” Kellogg also completely fabricated Toucan Sam's logo design.   He does not resemble a real toucan.   His unique shape, coloring, size, and demeanor are entirely the creation of Kellogg, and not reminiscent of anything seen in the wild.   Therefore, as a logo, he is also a fanciful mark and distinctive.
In further support of the strength of its Toucan Sam marks, Kellogg has submitted survey information indicating that 94% of Americans recognize Toucan Sam, and 81% of children who recognize him correspond him with Froot Loops.   Moreover, Kellogg has submitted extensive records detailing the massive amount of time, money, and effort expended in regard to the marketing of Toucan Sam and Froot Loops.   We need not delve into Kellogg's records;  we find the fact that Kellogg is the largest cereal maker in the world, that Froot Loops is one of its best selling cereals, and that Toucan Sam has appeared in every print and television advertisement for Froot Loops since 1963 enough to establish that Toucan Sam is visually recognizable by an overwhelming cross-section of American consumers.   Coupling that with his distinctiveness, Toucan Sam is a very strong mark.
2. Relatedness of the Products
In consideration of the second factor, we must examine the relatedness of the goods and services offered by each party.   We have established three benchmarks regarding the relatedness of parties' goods and services.   First, if the parties compete directly, confusion is likely if the marks are sufficiently similar;  second, if the goods and services are somewhat related, but not competitive, then the likelihood of confusion will turn on other factors;  finally, if the products are unrelated, confusion is highly unlikely.   

TGI makes golf equipment, mainly putter heads.   TGI also sells bag tags, divot tools, and full sets of clubs, but has never sold any merchandise unrelated to golf.
Kellogg is primarily a producer of breakfast cereal, but has branched off from cereal and sold products in other industries on a limited basis.   It has also at times licensed its name and characters to outside companies.   Kellogg asserts before this Court that it has sufficiently entered the golf equipment industry.   In support of this claim, Kellogg presents a catalog, wherein it offers for sale golf balls and golf shirts on which is imprinted the picture of Toucan Sam. Moreover, Kellogg has presented a mass-marketed 1982 animated television advertisement wherein Toucan Sam is portrayed soliciting his Froot Loops on a golf course, and interacting with a golf-playing bear.   Kellogg claims these materials indicate that the Toucan Sam marks are related not only to the manufacture of breakfast cereal, but to the golf equipment industry as well.
However, Kellogg, although it is the largest producer of breakfast cereal nationally, has not presented evidence that its golf “equipment” has been marketed nationally.   The golf balls and shirts are available on a limited basis, either through the aforementioned catalog-which is not widely distributed-or through select local theme stores, such as Kellogg's own “Cereal City” in Battle Creek, Michigan.   Moreover, the commercial in which Toucan Sam plays golf is nonetheless an advertisement for Froot Loops, not golf equipment.   The district court found that Kellogg's presence in the golf industry was insignificant, and nothing more than a marketing tool to further boost sales of its cereal.   We agree.   We find that one thirty second advertisement does not render Toucan Sam a golfer, nor does a novelty catalog make Kellogg a player in the golfing industry.   In any event, trademark law is grounded on a likelihood of confusion standard.   We find that no consumer would associate Kellogg with top-line golf equipment based on Kellogg's extremely limited licensing of its characters on novelty items.   We also believe that if any consumers ever did associate Kellogg and Toucan Sam with golf based on the 1982 commercial, it is highly unlikely that they would still do so twenty years after the advertisement last aired.   We find the parties' products completely unrelated.   And under the benchmarks established in this Circuit, the second factor therefore supports a conclusion that confusion is not likely to occur.   See Therma-Scan, 295 F.3d at 632 (stating that confusion is highly unlikely where goods are completely unrelated).
3. Similarity of the Marks
Kellogg argues that it can prove a likelihood of confusion notwithstanding the unrelatedness of the goods.   It has presented several cases to demonstrate that courts have held for trademark owners relying heavily on the similarity of the marks, even where the parties' goods were in different product markets.   See, e.g., Recot, 214 F.3d at 1328 (finding likelihood of confusion between “Frito Lay” and “Fido Lay” even though one is used for snack chips and one is used for dog food);  Hunt Foods & Indus., Inc. v. Gerson Stewart Corp., 54 C.C.P.A. 751, 367 F.2d 431, 435 (C.C.P.A.1966) (holding “Hunt's” for canned goods and “Hunt” for cleaning products confusingly similar);  American Sugar Refining Co. v. Andreassen, 49 C.C.P.A. 782, 296 F.2d 783, 784 (C.C.P.A.1961) (finding “Domino” for sugar and “Domino” for pet food confusingly similar);  Yale Elec. Corp. v. Robertson, 26 F.2d 972, 974 (2d Cir.1928) (finding “Yale” for flashlights and locks confusingly similar);  Quality Inns Int'l, Inc. v. McDonald's Corp., 695 F.Supp. 198, 221-22 (D.Md.1988) (finding similarity between “McSleep Inn” and McDonald's' trademarks);  John Walker & Sons, Ltd. v. Bethea, 305 F.Supp. 1302, 1307-08 (D.S.C.1969) (finding “Johnnie Walker” whiskey and “Johnny Walker” hotels confusingly similar).   But each of these cases is distinguishable.   In some of the cases cited by Kellogg, the courts did find that the goods were related.   See, e.g., Recot, 214 F.3d at 1328 (finding that some snack chip makers might also make dog food);  Hunt Foods, 367 F.2d at 434 (finding a relationship between the respective products);  American Sugar Refining Co., 296 F.2d at 784 (finding goods related because both are sold at grocery stores);  Yale Elec. Corp., 26 F.2d at 974 (finding locks and flashlights related because “the trade has so classed them”).   In the other cases cited by Kellogg, the names, as well as other marks, were either not only similar, but substantially identical, see John Walker & Sons, 305 F.Supp. at 1307-08 (comparing “Johnnie Walker” whiskey to “Johnny Walker” hotels and finding infringement where defendant also used same color scheme and same script);  or the similar portion of the senior mark was both famous and fanciful, and thus so distinctive that its use would transcend its market. Cf. Recot, 214 F.3d at 1328 (stating that “Frito Lay” word mark “casts a ‘long shadow which competitors must avoid’ ”) (citations omitted);  Quality Inns, 695 F.Supp. at 216-21 (intimating that the prefix mark “Mc” used by McDonald's is highly distinctive in regard to anything but surnames).
But here, the parties' goods are completely unrelated, and the “Toucan Sam” and “Toucan Gold” word marks are similar only in that they each contain the common word “toucan.”   Although the name “Toucan Sam” is itself fanciful and distinctive, use of the word “toucan” for cereal is merely arbitrary.   Kellogg has taken an everyday word and applied it to a setting where it is not naturally placed.   See, e.g., Daddy's Junky Music Stores, 109 F.3d at 280-81 (recognizing distinctiveness spectrum and stating that a mark is arbitrary when it is an everyday name or thing mismatched to the product it represents, such as “Camel” for cigarettes or “Apple” for computers).   As opposed to a fanciful mark, an arbitrary mark is distinctive only within its product market and entitled to little or no protection outside of that area.   See, e.g., Amstar Corp. v. Domino's Pizza, Inc., 615 F.2d 252, 260 (5th Cir.1980) (implying that plaintiff's arbitrary term “Domino” is entitled to no protection outside of the sugar and condiments market).   Thus, unlike the Recot, John Walker & Sons, and Quality Inns cases, here TGI has not used any distinctive portion of Kellogg's word mark at all.   Admittedly, we would have a far different case had TGI attempted to use a mark such as “Toucan Sam Gold” for its line of products, because the “Toucan Sam” word mark, in its entirety, is fanciful and likely transcends its market in the same way “Frito Lay” and the “Mc” prefix do.   Cf. Recot, 214 F.3d at 1328;  Quality Inns, 695 F.Supp. at 216-21.   Kellogg has not cornered the market on all potential uses of the common bird name “toucan” in commerce, only on uses of “Toucan Sam.” In regard to the word marks, TGI's apparently similar use is therefore not enough to overcome the unrelatedness of the goods.
As for the logos, the actual Toucan Sam design is fanciful.   Hence, in step with cases like Recot, if TGI's GolfBird is similar to Toucan Sam's design, there may be a Lanham Act violation in spite of the unrelated goods.   But we find GolfBird dissimilar to Toucan Sam. GolfBird resembles a real toucan.   She has the look and proportions of a toucan that one would encounter in the wild.   Toucan Sam is anthropomorphic, with a discolored, misshaped beak.   His body type is not the same as that of a real toucan;  and he smiles and has several other human features.   We therefore find no similarity between Toucan Sam and GolfBird.
4. The Other Confusion Factors
The other five factors can be disposed of quickly.   Kellogg has presented no evidence of actual customer confusion.   Thus, we need not consider that factor.
The parties do not use similar avenues of commerce.   Kellogg distributes Froot Loops through regular wholesale and retail channels.   Kellogg advertises its product nationally on television and in print.   Conversely, TGI distributes its product primarily at trade shows and over the internet.   TGI does not sell its golf equipment via retail outlets or advertise on television or radio. 

TGI's clientele is primarily, and almost exclusively, comprised of corporations and wealthy golfers.FN3  We find each of these groups to be sufficiently sophisticated, so as not to believe that Kellogg, a cereal company, has manufactured a golf club named “Toucan Gold.” Moreover, we find the two industries sufficiently separate, so that there will rarely, if ever, exist a consumer who is looking for Kellogg's product in the golf equipment market.
FN3. A set of Toucan Gold clubs costs $1500.
Next, there is no evidence to suggest that Boyko chose his toucan marks in order to dishonestly trade on Kellogg's marks.   Again, the goods are so unrelated as to dispose of this factor with little discussion.   Boyko testified that he chose the name “toucan” because of any bird's obvious connection to the game of golf, as evidenced through golfing terms such as “eagle,” “birdie,” and “albatross.”   The district court found his testimony on this issue credible, and Kellogg has presented no evidence to cause us to doubt that Boyko's intent was not dishonorable.
Lastly, there is no evidence to suggest that TGI has any desire to enter the cereal game, or that Kellogg has any plan to begin manufacturing golf equipment on a full-scale basis.   As stated above, we do not believe Kellogg's limited licensing of golf balls and golf shirts with a Toucan Sam logo, nor the single 1982 advertisement wherein Toucan Sam parades around a golf course, announces Kellogg's entry into the golf market, or its intention to do so.
Accordingly, we find no likelihood of confusion between TGI's use of its marks-the word mark “Toucan Gold” and its GolfBird logo;  and Kellogg's marks-the word mark “Toucan Sam” and the Toucan Sam design.   In fact, the only of the eight factors we find in favor of Kellogg is the strength of its marks.   The products sold by each party are wholly unrelated;  the similarity between the word marks or the bird designs is not enough to overcome this unrelatedness;  and TGI's clientele is not the sort to believe that Kellogg now manufactures golf clubs.   We affirm the decision of the district court and find no likelihood of confusion.
B. Dilution
Kellogg also raises claims of trademark dilution under the FTDA of 1995.   The FTDA amended §  43 of the Lanham Act to include a remedy for “dilution of famous marks.”  15 U.S.C. §  1125.  “Dilution” is defined as “the lessening of the capacity of a famous mark to identify and distinguish goods and services.”   FTDA §  4, 15 U.S.C. §  1127.   Kellogg believes that TGI's marks dilute the fame of the Toucan Sam marks, and that Kellogg may oppose TGI's marks on that ground and obtain relief under the FTDA. The district court rejected Kellogg's argument.
Dilution law, unlike traditional trademark infringement law, does not exist to protect the public.   It is not based on a likelihood of confusion standard, but only exists to protect the quasi-property rights a holder has in maintaining the integrity and distinctiveness of his mark. We have developed a five part test to determine whether dilution has occurred under the FTDA:  the senior mark must be (1) famous; and (2) distinctive.   Use of the junior mark must (3) be in commerce; (4) have begun subsequent to the senior mark becoming famous;  and (5) cause dilution of the distinctive quality of the senior mark. 

The first four factors are not in dispute and require no discussion.   The only factor before this Court is whether TGI has diluted Kellogg's Toucan Sam marks.   The Supreme Court has held that, under the plain language of the FTDA, for a plaintiff to show dilution, he must demonstrate actual dilution, and not merely the likelihood of dilution. 
The plaintiff need not show actual loss of sales or profit, but the mere fact that customers might see the junior mark and associate it with a famous mark does not establish dilution.  In Moseley, the defendant created a lingerie shop called “Victor's Little Secret.”   The owners of the more famous lingerie-related mark “Victoria's Secret” sued under the FTDA. The Supreme Court held that the plaintiff's claim failed, even though it presented evidence that consumers had associated the two marks.   The plaintiff did not present any empirical evidence that consumers no longer clearly understood to which products the “Victoria's Secret” mark was related, and thus failed to demonstrate the “lessening of the capacity of the Victoria's Secret mark to identify and distinguish goods or services sold in Victoria's Secret stores or advertised in its catalogs.”  Id. at 1125.   Likewise, here, Kellogg has presented no evidence that TGI's use of its toucan marks has caused consumers no longer to recognize that Toucan Sam represents only Froot Loops.   In fact, Kellogg's own 1991 study indicated that 94% of children recognize Toucan Sam and 81% of children relate him to Froot Loops.   Kellogg performed another study in 1997-after TGI started business-wherein it determined that 94% of adults likewise recognized Toucan Sam. Kellogg has failed to present evidence that any segment of the population recognizes Toucan Sam as the spokesbird only for Froot Loops in lesser numbers than it did before TGI started using its toucan marks.   Accordingly, we affirm the decision of the district court and deny Kellogg's FTDA claims.
Kellogg asks this Court for a remand on this issue in light of the fact that the Supreme Court decided Moseley and clarified the dilution standard after the briefing stage in this case.   Kellogg believes it is entitled to the opportunity to present empirical evidence of actual dilution before the district court.   We find a remand inappropriate.   In Moseley, the Supreme Court provided a stricter standard for proving dilution than the likelihood of dilution standard that was previously employed by this Court.   See V Secret Catalogue, Inc. v. Moseley, 259 F.3d 464 (6th Cir.2001), rev'd, 537 U.S. 418, 123 S.Ct. 1115, 155 L.Ed.2d 1 (2003).   We find Kellogg's proffered empirical evidence  insufficient even to meet the lesser standard.
IV. Attorney's Fees and Sanctions
TGI has brought a separate motion for sanctions and attorney's fees.   Under §  35(a) of the Lanham Act, the prevailing party may recover attorney's fees in “exceptional cases.”  15 U.S.C. §  1117(a).   TGI did not raise its claim below, but instead raises this issue for the first time on appeal.   We have made clear in the past that the award of attorney's fees under §  35(a) is at the discretion of the district court alone.  Having not raised the issue with the district court, TGI's §  35 claim is waived.   

TGI also moves for “just damages” under Fed. R.App. P. 38.   That rule provides:
If a court of appeals determines that an appeal is frivolous, it may, after a separately filed motion or notice from the court and reasonable opportunity to respond award just damages and single or double costs to the appellee.
TGI's argument that Kellogg's appeal is frivolous is based solely on the contention that Kellogg's arguments on appeal “mirror its arguments to the TTAB and the district court-and both tribunals rejected Kellogg's arguments as untenable.”   Brief for Respondent, at 55.   However, the fact that Kellogg has repeated the same argument that failed below does not necessarily render that argument frivolous.
Kellogg has aggressively sought to protect its marks over the years. And it has challenged smaller entities even where it is likely that no trademark infringement claim exists.  But although many of Kellogg's claims against smaller companies may border on excessive and arguably warrant sanctions, the Supreme Court decision in Moseley, setting forth and changing the standards for trademark dilution in this Circuit, was not entered until after briefs were filed in this appeal.   Therefore, we find sanctions under Fed. R.App. P. 38 inappropriate in this instance.
V. Conclusion
For the foregoing reasons, we AFFIRM the decision of the district court.
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