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The Description . . .
. . . bring[] a diverse perspective about the possibilities law school 
might provide to the career trajectory of a person with a 
background in engineering, science or technology (ES&T). With 
two technical degrees and two non-technical advanced degrees, 
[Vetter’s] presentation draws from his work experience before law 
school as well as his legal practice before becoming a law 
professor. Intellectual property law, in particular patent law, 
provides, on the one hand, unique opportunities among lawyers. 
But, on the other hand, practicing intellectual property law has
characteristics common to other areas of practice. As an 
educational asset, a law school degree provides broadening 
opportunities for an ES&T individual, but also provides
opportunities, particularly within patent law, to work with 
technologies from one's core ES&T background or from other 
technological fields.
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Structure of the discussion . . .

Daily Activity Satisfaction Mix
Trajectory and Skill/Knowledge Building

pre.LawSchool Law
School

ASK

post.LawSchool

Attitude
Skills

Knowledge
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Resources . . . for later . . . part one
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Resources . . . for later . . . part two

Take it once, 
just once!
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Resources . . . for later . . . part three
z Baylor Postdoc Career Development Workshop Series
z http://www.bcm.edu/pda/career/workshop.html
z Particularly the overheads posted by Scott F. Basinger



Career Trajectories: Intellectual Property Law and Practice, Prof. Greg R. Vetter, Aug. 2008 7

Lawyering . . . litigation & transactions & . . . 
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The economic part of the satisfaction mix . . .

http://www.elsblog.org/the_empirical_legal_studi/2007/09/distribution-of.html
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License; 
Damages & 
Injunctions

Enforce 
IP Rights

Obtain IP 
RightsLaw

Compete in the 
marketplace

Commercialize 
TechnologyBusiness

Business / IP Rights Life Cycle

Time
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The elements of Patentability
z Patentable subject matter, i.e.,

patent eligibility
z Useful/utility (operable and provides

a tangible benefit)
z New (statutory bar, novelty,

anticipation)
z Nonobvious (not readily within the

ordinary skills of a competent artisan
at the time the invention was made)

z Specification requirements
(enablement, written description,
best mode, definiteness)

claims

Elements of Patentability

Apply

Invent

Issue

Exclude Others

Expire
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The Seating Marketplace

Existing Product

Competing Product

New Product

TriStool
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Patent – claims

1. A device for supporting 
objects, comprising:

(a) a horizontal support 
member; and

(b) three vertical support 
members each having one 
end connected to the same 
face of said horizontal 
support member. 

Narrow Broad

1. A seating apparatus, 
comprising:

(a) a horizontal seat; and

(b) three legs each 
having one end connected 
to the bottom of said 
horizontal seat.
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Patent - patentability
z patentable subject matter
z novelty; utility; non-obviousness
z specification support

z novelty:

Time

Competing Product

Existing Product

New Product

TriStool
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Patent - infringement

Accused Device

New Product

TriStool
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Basis for IP Rights

CostBenefitProblemOption

Limits to 
access of 
info, ↑
trans-
action 
costs

Info is 
produced 
& 
supplied*

Recoup 
R&D 
with 
(hope-
fully) a 
profit

IP rights 
block 
imitators 
to some 
degree

Invest 
in R&D, 
create 
& sell 
product

Costs 
associated 
with limiting 
access to info

IP

Info 
under 
produced

Getting 
info is 
“cost 
free”

May 
not be 
able to 
recover 
R&D 
costs

Imitations 
sell at 
lower cost

Invest 
in R&D, 
create 
& sell 
product

Public good 
nature of info:
-nonrivalrous
-nonexcludable

No IP

Career Trajectories: Intellectual Property Law and Practice, Prof. Greg R. Vetter, Aug. 2008 16

Utility
z Juicy Whip v. Orange Bang
z Juicy Whip’s patent is for “post-

mix” beverage dispenser that 
simulates the presentation of a 
“pre-mix” beverage dispenser

z District court held patent invalid
z Purpose is to increase sales by 

deception
z Other claimed usefulness 

(eliminating need to clean) is not 
independent of deceptive purpose 
and thus insufficient to raise a 
genuine issue of material fact

z Improves prior art only by making 
the product more saleable

z Is merely an imitation of a pre-mix 
dispenser

z Appellate Court reversal
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Credentialing by area of IPIL practice (excluding Trade Secret)

“Patent Bar”
exam required

☺(there is only a very minor volume 
of work in registering copyrighted 
works)

Application*
☺☺☺Licensing
☺☺☺Litigation
PatentTrademarkCopyright

z ☺ = only a state license is required

z A special license is required to “prosecute patents” - which means that one must take the PTO’s 
“Patent Bar” exam to do this.

z Whether one needs the credential of being a Registered Patent Attorney depends on a variety 
of factors, including general market conditions and the specific conditions in the area or niche of 
IP in which a student is interested.

z Sometimes large IP law firms prefer to hire patent bar eligible attorneys because such 
individuals can be more flexibly applied to service a variety of work.
z For example, if trademark or licensing work is slow, the attorney could perhaps perform patent 

prosecution instead.
z Or, the attorney may be perceived as more valuable in patent litigation due to the patent bar credential 

(although there are many great patent litigators who are not “Registered Patent Attorneys”).
z In other employment situations, however, the patent bar credential carries little or no weight 

because the mixture of work available is more specialized and/or the patent bar credential is not 
significant within that employment market or community.

* The process of applying for a patent before the US Patent and Trademark Office (PTO) is called “patent prosecution.”
This is practice before a Federal Administrative Agency and requires that one be a “Registered Patent Attorney.”
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Conclusion

z Questions . . . 

and


