Overview of Trademark Infringement

e Actionable use

Likelihood of confusion
* Forward confusion
* Initial interest confusion
* Post-sale confusion
* Reverse confusion
* Section 2(d) confusion

Likelihood of dilution
* Dilution by blurring
* Dilution by tarnishment

UDRP / cybersquatting
Contributory infringement
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Likelihood of Confusion HYPO

strength of the mark
proximity of the
goods

similarity of the
marks

evidence of actual
confusion
marketing channels
used

type of goods and the |
degree of care likely |
to be exercised by
the purchaser
defendant's intent in
selecting the mark
likelihood of
expansion of the
product lines

VERSITYof HOUSTON LAW CENTER Greg R. Vetter » www.gregvetter.org
, y ; Trademarks, Spring 2016

147




Types of confusion

* Confusion as to the products
* Confusion leading to purchase of infringer’s product when trademark (“TM”) owner sells the same product

* Confusion as to source
* Infringer uses TM owner’s mark on products the TM owner does not sell at all
* Two possible types of harm: (i) potentially inferior quality of infringer’s products; (ii) if TM owner expands into
product area where infringer sells, very high chance of likelihood of confusion
* Confusion as to sponsorship
* For example, United States Olympic
Committee label on soup
* Initial interest confusion
* Confusion that is dispelled before purchase occurs

* Post-sale confusion
* Confusion after the sale of a product

* Reverse Confusion
* Alarge company adopts the mark of a smaller TM owner

* Risk is not junior user trading on goodwill of senior, but that the public comes to associate the mark not with its
true owner, but with the infringing junior user who may have spent a lot of money to advertise it
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Six aspects of “use in commerce”:

1. Commerce clause limitation

2. Establishing priority [ _in the earlier list entitled “Use in commerce modalities”,
related to “requirement for exclusive rights” ]
(actual use for common law rights; actual or constructive use for rights under federal
registration)
3. Establishing ownership (who is the “user”?) [_in the earlier list entitled “Use in
commerce modalities”, related to “requirement for exclusive rights” ]

4. Determining whether a mark has been abandoned (when does “use” stop?)

5. Determining types of actionable use

* Did the defendant “use in commerce any reproduction, counterfeit, copy, or colorable
imitation of a registered mark in connection with the sale, offering for sale, distribution, or
advertising of any goods or services...” (“...on or in connection with which such use is likely
to cause confusion, or to cause mistake, or to deceive”)?

6. Determining “fair use” [ additional to the earlier list entitled “Use in commerce
modalities” ]
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Section 45 Definition of “Use in Commerce”

The term “use in commerce” means the bona fide use of a mark in the ordinary course of trade, and not made merely to
reserve a right in a mark. For purposes of this chapter, a mark shall be deemed to be in use in commerce—

(1) on goods when—

(A) it is placed in any manner on the goods or their containers or the displays associated therewith or
on the tags or labels affixed thereto, or if the nature of the goods makes such placement impracticable, then on
documents associated with the goods or their sale, and

(B) the goods are sold or transported in commerce, and

(2) on services when it is used or displayed in the sale or advertising of services and the services are rendered in
commerce, or the services are rendered in more than one State or in the United States and a foreign country and the
person rendering the services is engaged in commerce in connection with the services.

(NB: The general view is that this definition was written to establish only what a plaintiff must do to establish trademark
rights, not what a defendant must do to infringe those rights.)
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Rescuecom Corp. v. Google Inc., 562 F.3d 123 (2d Cir. 2009)

* Two issues in Google unassigned
keyword advertising
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commerce likely to
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(Network
Automation v.
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1137 (9th Cir. 2011))
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Google
Search

Weh
Images
Maps
Yideas
Mews
Shopping
Mare

New York, NY
Change location

Show search tools

flovrers

Ahout 835,000,000 results (031 seconds)

Ads related to flowers @
Flowers at 1-800-FLOWERS® - Same Day Delivery Available

wriir 1800flowers com/Flowers
100% Satisfaction at 1-800-FLOWERS

469 people +1'd or follow 1800F lowers.com

Same Day Delivery Sympathy & Funeral
Best Selling Flowers & Gifts  Celebrate Fall

FTD® Flowers for $19.99 1 (877) 413 0481

v ftd. com/

Guaranteed Delivery on our Freshest Flowers, Up to 26% Off - Order Nowl

Same Day Delivery - Birthday Shoppe - Sympathy & Funeral - The Sweet Shoppe

$19.99 - Flowers - Same Day Delivery | fromyouflowers.com
v fromyouflowers com/Flowers

FromYouFlowers® "Best Value Florist' - CES News

472 people +1'd or follow From You Flowers

Birthday Flowers & Gifts - Same Day Delivery - $19.93 Flowers

FTD.COM - Flowers Online | Roses, Fresh Flowers Plants and Gift ...
i ftol. corm/

Order flowers online for same day floral delivery. Shop for flowers, chocolates, roses,

gifts and gift baskets by occasion, season or get beautiful flower houguets ...
Funeral Flowers - Mother's Day Flowers, Plants ... - Under §35 - Occasion

L unassigned

Map for flowers

‘o Bloomfield | & 105
&0 ot gg "
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& East A

“ Grange r
|- e o obok]
1'g %7 Newark
e 8 iNe
Igipm2 Google 7e)
Ads @

Teleflora® Fresh Flowers

winir teleflora, comy/

Beautiful Flowers, All §10 Off.

Local, Same-Day Deliveryl Order MNow

ProFlowers® - $19.99

v proflowers.com/Flowers
4102 seller reviews

Buy Roses, Tulips & other Flowers.

"Best Value” - Wall Street Journal

50% Off All Flowers Today
vy bloormstoday, comd

Join Others Who Have Saved 50%
Plus Get Same Day Delivery!
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Rescuecom drops trademark suit
against Google
by Tom Krazit | March 5, 2010 10:44 AM PST
comment=| § Like WTweet| 0 [+1 ) 0 [ share More +
PC support company Rescuecom has dropped a trademark lawsuit
against Google, giving it time to defend itself against a similar sit filed by
Best Buy.
Rescuecom declared "victory" in a press release Friday,
although it wasn't clear if anything had changed since
Rescuecom was able to win an appeal of a 2006 decision
dismissing its lawsuit over Google's keyword-based ad system.
Rescuecom objected to the fact that competitors could buy ads
that would appear when Google users searched for
"Rescuecom,” and was able to convince a federal court last
year to rehear the case after it was initially dismissed.
But it will go no further. Rescuecom said it dropped the lawsuit after getting what it wanted out of
the process, but the fact that it is currently involved in a dispute against Best Buy—where it is
essentially arguing the opposite side of its dispute against Google--might have played into its
decision.
Best Buy sued Rescuecom last year for using the term "geek squad” in keyword advertising,
which Rescuecom has defended as an appropriate use of another company's trademarks in
"comparative advertising.” Eric Goldman, a professor at Santa Clara University who follows
online trademark disputes closely, was quoted earlier this year by Online Media Daily as calling
Rescuecom's position with Best Buy as "intrinsically inconsistent” with its position regarding
. Google, where it argued that Google did not have the right to sell its trademark to competitors.
u n a SS I g n e d Google released a statement on the dismissal. "As we've consistently maintained, Google's
trademark policy strikes the proper balance between trademark owners' interests and
consumer choice, and now even Rescuecom concedes that it's legally entitled to use a
competitor's trademark as a keyword trigger. We're pleased to see Rescuecom finally affirm our
Greg R. Vetter » www.gregvetter.org position by dismissing their claims.” 153
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Rescuecom Corp. v. Google, 562 F.3d 123 (2d Cir. 2009) unassigned

* Google
* AdWords

* Keyword Suggestion Tool GO 08 le

* Upon search, sponsored link or relevant result?
* Differences from 1-800
* Website address, not mark, or descriptive terms
* Advertisers could not request or purchase keywords
* Internal use

« Sufficient allegations that it is “trademark use”

Trademark Complaints

A5 3 provider of space for advertisements, Google is not in 3 position 1o arbitrale rademark disputes between advertsers and trademark owners. As stated in our
Terms and Condtions, advestsers ane responsdie for the keywords and ad fext hat they choose 10 use. ACCOrdingly, Soche ENCOUTAQES tracemark owners 1o
resolve ther deputes dinectly with the advertiser, pamiculary because the Jdvertses may also be wsing your rademdark on simiar ads in other programs.

Portion of
However, Google takes alegabons of rademark infingement very senously and, a5 a couriesy, we're happy 10 investigate matiers raised by irademark owners. You
the Google are ok requined 10 be a Google AdVWords advertiser in order 1o send  complaint
AdWords 1 yous hawe concems about the use of yous trademark In AdWords ads
FAQ » B o trademark compiant in the U S_or Canada
) « B  trademnark comphant oulside the LS and Canada
Trademark 1f you Rave concems about the use of your rademark in a parked domain name
section, from
1/20/2008 Once Google fecerves al of the requied information fiom the trademark owner, the chaim wil be investigatid, and appropriate action wil be taken
P Such trademark aons el cely alfect ads secved on or by Goagle. 1 he case of an AdSense or Domans tradermark complant, an
will affect anly 5 of siles in our AdSense Google's appily to search
results, ony i spansored links. For bademark concems about .wbsmn nul appear m L-aegk search resulls, e tademack owner should cmm the sie owner
drectly

JIVERSITYof HOUSTON LAW CENTER Greg R. Vetter » www.gregvetter.org 154
1l Propsty ! ’ Trademarks, Spring 2016

Bosley Medical Institute, Inc. v. Kremer, 403 F.3d
672 (9th Cir. 2005)
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Summary

* Rescuecom established that keyword advertising
constitutes a use in commerce.

* Bosley Medical stands for the proposition that non-
commercial uses of trademarks are not actionable under
the Lanham Act

* Non-commercial uses are uses that are not made “in
connection with the sale, offering for sale, distribution,
or advertising of any goods or services”
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Likelihood of Confusion HYPO

1. strength of the mark

2. proximity of the
goods

3. similarity of the
marks

4. evidence of actual
confusion

5. marketing channels
used

6. type of goods and the
degree of care likely
to be exercised by
the purchaser

7. defendant's intent in
selecting the mark
8. likelihood of

expansion of the
product lines
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Virgin Enterprises Ltd. v. Nawab, 335 F.3d 141 (2d Cir. 2003)

Pay As You Go
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The two-dimensional model of trademark scope

F 3
BEST
pEss | S ol (stout, BESS)
S BASS
Signifier I ' (loafers, BASS)
Dimension ‘tale: Bk *(stout, BASS) .
BOSS
I I I /\/ I i
pilsner ale stout loafers
Referent Dimension
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