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Patent Law
 Module F

 postAIA Novelty
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PostAIA:  First to File, or, First to Publish to bar others, in §102
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PostAIA
–
Novelty 
versus 
Priority
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PostAIA -
§102 
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PostAIA - §102 

Janice M. Mueller, Patent Law, 242 (Aspen 4th Ed. 2013) (emphasis added) 

Somewhat ironically (given the importance of this 
change), postAlA §102 does not explicitly set 
forth a first-inventor-to-file standard. Rather, the 
first-inventor-to-file standard is implicit in the 
language of post-AIA §102(a)(2).
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PostAIA - §102 
Although Congress's stated intent of "provid[ing] inventors with greater 
certainty regarding the scope of protection" provided by patents is laudable, it 
is not clear that the AlA will actually achieve this goal. The post-AlA version 
of 35 U.S.C. §102, for example, is just as complicated and riddled with 
ambiguity (if not more so) than its preAlA counterpart. The Byzantine 
wording of post-AlA § 102 stands in sharp contrast to the straightforward 
manner in which other countries define patentable novelty (viz., the European 
Patent Convention's streamlined Article 54).

Moreover, although Congress speaks of promoting harmonization between 
the U.S. patent system and foreign patent systems, it is not clear that the AlA
achieves this goal either. As described below, §3 of the AlA did not implement 
a European-style system of first to file with absolute novelty. Rather, the post-
AlA version of §102 puts into place a unique hybrid system that preserves 
many aspects of the preAlA grace period found in 35 U.S. C. §102(b) (2006). 
Rather than a true first-to-file system, the AlA created what is better described 
(at least in some circumstances) as a "first inventor to disclose" system.

Janice M. Mueller, Patent Law, 238 (Aspen 4th Ed. 2013) (emphasis added) 
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 Some statutory construction issues in section 102
 Does the Metallizing doctrine continue?
 “Grace period” types
 The scope of the effect of a public disclosure under §102(b)(1)(B) 

 Assume in the diagram below that Y & Z are obvious variants of X

postAIA §102

A publically 
discloses 
species X

X Y

Z

B publically 
discloses 
species Y & Z

Y

Z

A files a claim 
for the genus

X

< 1 year
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PostAIA - §102 – second to invent, second to file 

A invents X
A publically 
discloses X

A files a 
claim for X

< 1 year

B invents X
B files a 
claim for X
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PostAIA - §102 – disclosure by “another”

A invents X
A publically 
discloses X

A files a 
claim for X

< 1 year

B invents X
B files a 
claim for X

B’s corporate 
colleagues 
publically 
disclose X
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PostAIA - §102(a)(2) “non-scenario”

January, Yr1
A files a 
claim for X

July, Yr1
A receives office action rejecting all 
claims based on several prior art 
references

August, Yr1
A decides to abandon the application 
and the PTO does not publish it

September, Yr2
B files a claim for X
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PostAIA - §102 – weak grace period subject to cutoff

A invents X
A makes private offers 
to sell embodiments of 
X in Canada & Mexico

< 1 year B publically 
discloses X

Scenario 1
A files a claim for 
X at this time

Scenario 2
A files a claim for 
X at this time

Scenario 1
§102(b)(1)(A) “disclosure” – if meaning of “disclosure” includes private activity or 
secret activity with commercial benefit – then events such as “on sale” or “public 
use” start a one year “weak grace period” for the event initiator.
It is “weak” because someone else’s public disclosure will, under §102(b)(1)(B), 
eliminate the inventor/event-initiator’s ability to file successfully

Scenario 2
§102(b)(1)(A) “disclosure” – if private activity or secret activity with commercial 
benefit is not activity that will be counted as “on sale” or “public use” under the 
AIA, then A could successfully file at the time indicated in Scenario 2 if B had not 
publically disclosed X.


