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Patent Law

 Slides for Module 5

 Nonobviousness
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§103(a) – The obviousness inquiry
 103(a):

 A patent may not be obtained
 though the invention is not identically disclosed or described as 

set forth in section 102 of this title [distinguishes from novelty],

 if the differences between [{2} ascertain differences]
 the subject matter sought to be patented [the claims]

 and
 the prior art are such that [{1} scope & content]

 the subject matter [A] as a whole [B] would have been obvious
[C] at the time the invention was made [D] to a person having 
ordinary skill in the art [PHOSITA] to which said subject matter 
pertains. . . . [{3} assess level of skill]

 Patentability shall not be negatived by the manner in which the 
invention was made [“flash of genius” not required]
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The obviousness inquiry

Nonobviousness
“Patent-free” zone

State of the Art

No Hindsight!!
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§103(a) – The obviousness inquiry

 Fundamental Inquiries
 {1} scope & content of the prior art

 {2} ascertain differences between
 the subject matter sought to be patented & the prior art

 for the claims at issue on a claim by claim basis

 {3} assess level of skill of a PHOSITA

 {4} “secondary” or objective indicia
 One formulation of the list of these indicia

 Commercial success

 Long-felt but unsolved
need

 Failure of others

 Prompt copying, licensing

 Unexpected results

 Teaching “away”

 Results unexpected

 Disbelief / incredulity 
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Hotchkiss v. Greenwood (1850)
 Prior to Hotchkiss, courts and Patent Office developed 

“negative rules” of patentability related to “inventiveness”

 E.g.: Mere changes in material, proportion, or form over 
existing technology

 Hotchkiss applied the “mere changes in material” rule, but it 
provided a coherent doctrinal rationale

 If the combination required “no more ingenuity or skill … than 
that possessed by an ordinary mechanic acquainted with the 
business, the patent [is] invalid”

 Cf. 103: if “the subject matter [A] as a whole [B] would 
have been obvious [C] at the time the invention was made
[D] to a person having ordinary skill in the art [PHOSITA] 
to which said subject matter pertains . . . .”

5
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Hotchkiss v. Greenwood (1850)
 Claimed invention: Clay/Porcelain door knob with special 

attachment mechanism

 Known in the art:

 Clay/porcelian knobs (presumably, door knobs)

 The special attachment mechanism with metal, wood, etc., 
door knobs

 Does the combination of the two require “no more ingenuity 
or skill … than that possessed by an ordinary mechanic 
acquainted with the business, the patent [is] invalid”?

 No, this is the work of an “ordinary mechanic”

 But note: If there had not been clay knobs, then the Court 
said the invention would be patentable, even if “the means 
employed to adapt the new composition to a useful purpose 
was old ,or well known.”
 This “new composition” rule is cast in doubt by KSR. 6
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The unstable “invention” standard

 Following Hotchkiss, a variety of standards for 
“inventiveness” appeared in the case law

 Formulations:
 “inventive effort,” “a substantial invention or discovery,” “that 

impalpable something,” “the inventive skill,” “something new 
unexpected and exciting”

 “the new device, however useful it may be, must revel the flash of 
creative genius, not merely the skill of the calling” (Cuno
Engineering)

 Judge Hand:
 the “invention” standard was

“as fugitive, impalpable, wayward and
vague a phantom as exists in the whole
paraphernalia of legal concepts”

 Justice Jackson:
 “the only patent that is valid is one which this Court has not been 

able to get its hands on”
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Great A & P Tea (US 1950) – the “invention” standard
 It is agreed that the key to patentability of a mechanical device that 

brings old factors into cooperation is presence or lack of invention.  
 The conjunction or concert of known elements must contribute 

something; only when the whole in some way exceeds the sum of its 
parts is the accumulation of old devices patentable.  

 This case is wanting in any unusual or surprising consequences from 
the unification of the elements here concerned, and there is nothing 
to indicate that the lower courts scrutinized the claims in the light of 
this rather severe test. 

 Two and two have been added together, and still they make only 
four. 

 Great A & P adopts a “synergism” standard
 The problem is that every invention can be seen as “simply the 

combination of old elements”
 Here, the invention is a three-sided wooden box cashier 

checkout counter that allows groceries to be moved to the 
cashier and pushed back to repeat
 Even though the elements were all in the prior art, the Court arguably 

used “hindsight” to find the invention no more than the sum of well-known 
parts



95-9

Great A & P Tea (US 1950) – the invention standard

 Note emphasis on “knowledge” as opposed to an end-product in 
concurrence

 Emphasizes Constitutional limitations
 The Constitution never sanctioned the patenting of gadgets.  Patents serve a 

higher end--the advancement of science.  An invention need not be as 
startling as an atomic bomb to be patentable.  But is has to be of such 
quality and distinction that masters of the scientific field in which it falls will 
recognize it as an advance.  

 Mr. Justice Bradley stated in Atlantic Works v. Brady, 107 U.S. 192, 200, the 
consequences of a looser standard: “It creates a class of speculative 
schemers who make it their business to watch the advancing wave of 
improvement, and gather its foam in the form of patented monopolies, which 
enable them to lay a heavy tax upon the industry of the country, without 
contributing anything to the real advancement of the arts.  It embarrasses 
the honest pursuit of business with fears and apprehensions of concealed 
liens and unknown liabilities to lawsuits and vexatious accountings for profits 
made in good faith.”

 Did we now return to a more similar standard in KSR?

105-10

 Split among the circuits on Graham’s ‘798 plow shank 
patent
 The 8th circuit says that the patent is invalid

 8th applied the traditional standard of “invention”

 The 5th circuit said that the patent was valid
 It produced an old result in a cheaper and otherwise more 

advantageous way

Graham v. John Deere Co. (US 1966)
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 How to draw the line
 “between the things which are worth the public 

embarrassment of an exclusive patent and those which are 
not”

 Jefferson only wrote the utility and novelty requirements into 
the original patent act

 Hotchkiss (US 1851)
 (U)nless more ingenuity and skill . . . were required . . . than 

were possessed by an ordinary mechanic acquainted with 
the business, there was an absence of that degree of skill 
and ingenuity which constitute essential elements of every 
invention. In other words, the improvement is the work of 
the skillful mechanic, not that of the inventor 

 103 codifies this “additional” requirement of patentability
 Recharacterize “invention” test as a “label”
 Clear emphasis on new word – nonobviousness

 Difference between the subject matter sought to be 
patented and the prior art

 New statutory language not intended to change the general 
level of “patentable invention”
 as evidenced by the legislative history’s apparent 

references to Hotchkiss
 We will see another return to “venerable” precedent in KSR

“first administrator of our 
patent system”

Graham – how to deal w/ the statutory change
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Graham v. John Deere Co. (US 1966)

12
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Graham

1950

1953
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Graham

 Two items are different in the ‘798 patent compared with the ‘811 patent
 Stirrup and bolted connection
 Position of the shank, moved from above the hinge plate to below it
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Graham
 {1} scope & content of the prior art

 Graham ‘811
 Glencoe device
 Shank is above hinge plate, like the ‘811 patent, but it provides a stirrup 

about which the hinging action occurs.

 {2} ascertain differences between

 the subject matter sought to be patented & the prior art
 Graham ‘811
 Does not have the stirrup & bolt
 The shank is above the hinge plate

 Glencoe
 The shank is also above the hinge plate
 Has the stirrup

 for the claims at issue on a claim by claim basis
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Graham
 {3} assess level of skill of a PHOSITA

 The court notes that Graham’s expert stated that “flexing” in the 
‘798 patent was not a significant feature

 Without documenting much of its basis for saying so, the court 
determines that this change in the cooperation among the elements 
would have been obvious
 In large part based on the belief that a PHOSITA would have instantly seen 

what to do
 But does the Court use hindsight here? How does it know? Cf. “Post-It”

Notes.

 What is the “flexing” argument?  Why is it rejected by the court?
 {4} “secondary” or objective indicia

 The court does not do much with its quote:
 Such secondary considerations as commercial success, long felt but 

unsolved needs, failure of others, etc., might be utilized to give light to the 
circumstances surrounding the origin of the subject matter sought to be 
patented. As indicia of obviousness or nonobviousness, these inquiries may 
have relevancy. 

 However, this quote becomes the basis for significant development 
of this fourth fundamental inquiry by the Federal Circuit
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Who decides obviousness?

 Obviousness is question of law that depends on 
underlying facts
 Facts: scope and content of the prior art; differences 

between the claim-at-issue and the prior art; level of skill 
of a PHOSITA; secondary factors

 Law: Whether the claim is obvious under 103.

 But today juries tend to answer the legal question

 Is this acceptable? What should be the proper 
test?

17
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PHOSITA Factors: Environmental Designs (Fed. Cir. 1983)

 Educational level of the inventor

 Type of problems encountered in the art

 Prior solutions to those problems

 Rapidity with which inventions are made

 Sophistication of the technology

 Education level of active workers in the field

 Question: Will the accused infringer always seek a 
high level of skill and the patent holder a low level 
(as the case book indicates)?

18
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Calmar v. Cook Chemical (SCT 1966) (part of Graham
Trilogy, along with Adams)

 {4} “secondary” or objective indicia
 Supreme Court
 Cook Chemical insists, however, that the development of a 

workable shipper-sprayer eluded Calmar, who had long and 
unsuccessfully sought to solve the problem. And, further, 
that the long-felt need in the industry for a device such as 
Scoggin's together with its wide commercial success
supports its patentability. These legal inferences or subtests do 
focus attention on economic and motivational rather than 
technical issues and are, therefore, more susceptible of 
judicial treatment than are the highly technical facts often 
present in patent litigation. . . . Such inquiries may lend a 
helping hand to the judiciary which, as Mr. Justice Frankfurter 
observed, is most ill-fitted to discharge the technological duties 
cast upon it by patent legislation. . . .They may also serve to 
'guard against slipping into use of hindsight’ . . .and to 
resist the temptation to read into the prior art the teachings of 
the invention in issue.

5-2020

Obviousness – The Landscape Before KSR

 Rise and fall of “synergism” after Graham
 “resulting in an effect greater than the sum of the 

several effects taken separately” Sakraida (US 1976)

 Repudiation by Federal Circuit – its not in the statute

 Policy problems with “synergism”

 Patentability shall not be negatived by the manner 
in which the invention was made 
 To eliminate any “flash of genius” requirement
 Accidental or lucky inventors are on equal footing with 

methodological researchers
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Obviousness – The Landscape Before KSR

 Teaching, suggestion or motivation to combine – Combat 
hindsights
 Suggestion or motivation, before the invention itself, to make 

the combination – to modify a reference or combine the 
reference teachings

 Requirements to make a “prima facie” case of obviousness:
 teaching, suggestion or motivation must be found in
 The nature of the problem

 Teachings of the references, or

 Ordinary knowledge of a PHOSITA

 A PHOSITA will know that certain references are of special importance 
to a field

 As a “higher” level of “ordinary” skill is found for PHOSITAs in a field, 
more “knowledge as teachings” may be charged to the PHOSITA, but 
only so long as there is a specific explanation of the understanding or 
principle within the knowledge of the PHOSITA that would motivate one 
w/ no knowledge of the invention to make the combination 
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Other obviousness examples
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Assume that G did not exist at all in any field of 
technology before the inventor’s conception
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KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398 (2007)
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KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398 (2007)
For a designer starting with Asano, the question was where to attach the sensor.  The 
consequent legal question, then, is whether a pedal designer of ordinary skill starting 
with Asano would have found it obvious to put the sensor on a fixed pivot point.  The 
prior art discussed above leads us to the conclusion that attaching the sensor where 
both KSR and Engelgau put it would have been obvious to a person of ordinary skill.

The ’936 patent taught the utility of putting the sensor on the pedal device, not in the 
engine. Smith, in turn, explained to put the sensor not on the pedal’s footpad but instead 
on its support structure.  And from the known wire-chafing problems of Rixon, and 
Smith’s teaching that “the pedal assemblies must not precipitate any motion in the 
connecting wires,” the designer would know to place the sensor on a nonmoving part of 
the pedal structure.  The most obvious nonmoving point on the structure from which a 
sensor can easily detect the pedal’s position is a pivot point.  The designer, accordingly, 
would follow Smith in mounting the sensor on a pivot, thereby designing an adjustable 
electronic pedal covered by claim 4.

Just as it was possible to begin with the objective to upgrade Asano to work with a 
computer-controlled throttle, so too was it possible to take an adjustable electronic pedal 
like Rixon and seek an improvement that would avoid the wire-chafing problem.  
Following similar steps to those just explained, a designer would learn from Smith to 
avoid sensor movement and would come, thereby, to Asano because Asano disclosed 
an adjustable pedal with a fixed pivot.
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KSR Intl. v. Teleflex (2007)
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KSR v. Teleflex (2007)

 Claim Chart

26

Claim Prior Art 
Reference 
Discloses 
Element?

4. A vehicle control pedal apparatus (12) comprising:

a support (18) adapted to be mounted to a vehicle structure (20);

an adjustable pedal assembly (22) having a pedal arm (14) moveable in force and aft directions 
with respect to said support (18);

a pivot (24) for pivotally supporting said adjustable pedal assembly (22) with respect to said 
support (18) and defining a pivot axis (26);  and

an electronic control (28) attached to said support (18) for controlling a vehicle system;

said apparatus (12) characterized by said electronic control (28) being responsive to said pivot 
(24) for providing a signal (32) that corresponds to pedal arm position as said pedal arm (14) 
pivots about said pivot axis (26) between rest and applied positions wherein the position of said 
pivot (24) remains constant while said pedal arm (14) moves in fore and aft directions with 
respect to said pivot (24).
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KSR v. Teleflex (2007)

 If one reference has all elements, then 102; 
otherwise, 103 determination

 So for 103, determine “differences between 
the subject matter sought to be patented 
[i.e., the claim] and [each piece of] prior art”

 Is the “preamble” a limitation?

 Why isn’t KSR’s ‘976 patent prior art?
27

Claim Asano Smith Rixon ‘936 pat.

4. A vehicle 
control pedal 

apparatus (12) 
comprising:

5-28

KSR v. Teleflex (2007)

28

Claim Asano Smith Rixon ‘936 pat.

a support (18) adapted 
to be mounted to a 
vehicle structure (20);

an adjustable pedal 
assembly (22) having a 
pedal arm (14) 
moveable in force [sic] 
and aft directions with 
respect to said support 
(18);

a pivot (24) for pivotally 
supporting said 
adjustable pedal 

assembly (22) with 
respect to said support 

(18) and defining a 
pivot axis (26);  and
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KSR v. Teleflex (2007)

29

Claim Asano Smith Rixon ‘936 pat.

an electronic control (28) 
attached to said support 

(18) for controlling a vehicle 
system;

said apparatus (12) 
characterized by said 
electronic control (28) 
being responsive to said 
pivot (24) for providing a 
signal (32) that 
corresponds to pedal arm 
position as said pedal arm 
(14) pivots about said pivot 
axis (26) between rest and 
applied positions wherein 
the position of said pivot 
(24) remains constant 
while said pedal arm (14) 
moves in fore and aft 
directions with respect to 
said pivot (24).

[Note: The 
“Redding”
reference 
cited in 

prosecution 
disclosed a 
“moveable”

pivot.]
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KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398 (2007)

For non-adjustable pedals, Chevrolet had 
used modular sensors for measuring pedal 
position by attachment to the rotating pedal 
shaft

’068 patent (modular sensor);
use of modular sensors in Chevrolet 
trucks

- responsive to said pivot for 
providing a signal that corresponds 
to pedal arm position . . .

Market conditions show demand for 
computerized throttle control, suggesting 
eventual use of electronic sensors to 
transfer pedal position to engine controls

’936 patent (detect the pedal position on 
the pedal structure, not in the engine 
area);
Smith (how to mount a sensor on the 
pedal’s support structure, noting wire 
chafing problems in Rixon)

an electronic control attached to 
said support . . .

Rixon, an adjustable pedal with electronic 
sensor on the footpad, discussed wire 
chaffing problems; eliminating such 
problems is suggested by a fixed pivot to 
eliminate/reduce wire movement

Asano- position of said pivot remains 
constant while said pedal arm 
moves . . . (from the last 2 claim 
lines)

Not merely useful to a POSITA as an 
example of how to solve the “constant ratio 
problem” (even force for the pedal 
throughout its range of movement)

Asanoa pivot for pivotally supporting said 
adjustable pedal assembly . . . 
defining a pivot axis

Asano; Reddingan adjustable pedal assembly 
having a pedal arm moveable . . . 

Asano; Reddinga support . . .

apparent reason for POSITA to combine
reference(s) providing elements 
corresponding to the limitationclaim limitation
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KSR v. Teleflex (2007) – Considerations 

 Did Teleflex’s claim require “fewer parts” and 
“easier packaging”?
 Would have explicitly reciting these limitations made a 

difference in the 103 analysis?

 Should the fact that Asano was not cited in 
prosecution give it more “weight” in the SCT’s
analysis? 
 What about the presumption of validity under Sec. 282?

 What is the appropriate level of skill?
 District Court: Undergrad degree in ME (or an 

equivalent amount of industry experience) and 
familiarity with pedal control systems for vehicles

31
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KSR v. Teleflex (2007)

 Court’s reasoning and key passages:

 “We begin by rejecting the rigid approach of the”
Federal Circuit
 Note this theme for other SCT reversal of the CAFC

 “Our cases have set forth an expansive and flexible 
approach ….”

 “Graham set forth a broad inquiry …,” which “reaffirmed 
the ‘functional approach’ of Hotchkiss ….”

 Cites Great A & P Tea Co. “synergy” test
 Is this good law now? Apparently so. 

 Any way to limit the scope?

32
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KSR v. Teleflex (2007)

 “The combination of familiar elements according to 
known methods is likely to be obvious when it does 
no more than yield predictable results.”
 But what if the idea of the combination itself is not 

predictable? Does this test violate the “no hindsight”
principle? 
 Is “teaching away” the only way out of this conundrum?

 Cf. the “post-it” note example

 Court later states “reason to combine” requirement, but 
the “predictable results” test is arguably in tension with 
this approach.

33
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KSR v. Teleflex (2007)

 “When a work is available on field of endeavor, 
design incentives and market forces can prompt 
variations of it, either in the same field or a 
different one.”
 New rule: The “market” itself (e.g., pricing, customers, 

etc.) may support an obviousness finding.

 “[I]f a technique has been used to improve one 
device, and a [PHOSITA] would recognize that it 
would improve similar devices in the same way, 
using the technique is obvious unless the actual 
application is beyond his or her skill.”
 Cf. placing “brick-and-mortar” businesses on the 

Internet
34
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KSR v. Teleflex (2007)

 “The analysis need not seek out precise teachings 
directed to the specific subject matter of the 
challenged claim, for a court can take account of 
the inferences and creative steps that a 
[PHOSITA] would employ.”
 No longer apply a “rigid” TSM test that looks for “precise 

teachings” directed to the problem design to be solved 
by the claimed invention.

 PHOSITA is not an “automaton” but can make 
“inferences” and exercise “ordinary creativity” and 
“common sense”

 Difficulty is figuring how to apply these more “flexible”
standards

35
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KSR v. Teleflex (2007)

 “[I]t can be important to identify a reason that 
would have prompted a [PHOSITA] to combine the 
elements in the way the claimed new invention 
does.”
 Prevent against hindsight. “[M]ost, if not all, instances 

rely upon building blocks long since uncovered …”

 But, again, is this statement in tension with others in the 
opinion?

 But obviousness cannot be confined by a 
“formalistic conception of the words [TSM]”
 Also, problem of “overemphasis on the importance of 

published articles and the explicit content of issued 
patents”

36
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KSR v. Teleflex (2007)

 “[I]t may often be the case that market demand, 
rather than scientific literature, will drive design 
trends.”

 “There is no necessary inconsistency between the 
idea underlying the TSM test and the Graham 
analysis,” but there is when the principle is 
transformed into a “rigid rule” like that used by the 
CAFC here

37
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KSR v. Teleflex (2007)

 Error #1: Court focused on inventor’s problem. But 
“any need or problem known in the field of 
endeavor ... can provide a reason for combining 
….”

 Error #2: “Common sense teaches … that familiar 
items may have obvious uses beyond their primary 
purposes, and in man cases a [PHOSITA] will be 
able to fit the teachings of multiple patents together 
like pieces of a puzzle.”
 Again, does this cut against the anti-hindsight principle?

38
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KSR v. Teleflex (2007)

 “Obvious to Try” is good law
 “When there is a design need or market pressure to 

solve a problem and there are a finite number of 
identified, predictable solutions, a [PHOSITA] has good 
reason to pursue the known options within his or her 
technical grasp.”

 “If this leads to the anticipated success, it is likely the 
product not of innovation but of ordinary skill and 
common sense.”

 How does this square with the R & D process for 
pharmaceuticals and medical devices?
 Does this cut against 103’s stricture that patentability “shall 

not be negatived by the manner in which the invention was 
made”?

39
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KSR v. Teleflex (2007)

 Analysis [go back to claim charts]

 “Indeed, upgrading its own pre-existing model led 
KSR to design the pedal now accused infringing 
the Engelgau patent.”
 But is the KSR patent prior art? 

 If not, then why should it be considered?

 Is this hindsight?

 Is there an “independent invention” defense to 
infringement?

 If not, does this seem to imply that “independent 
invention” is relevant in a 103 analysis?

40
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KSR v. Teleflex (2007)

 A clear error in doctrine?

 “Teleflex made a plausible argument that Asano is 
inefficient compared to Engelgau’s preferred 
embodiment, but to judge Asano against Engelgau
would be to engage in the very hindsight bias 
Teleflex rightly urges must be avoided.”

 But . . . Hindsight bias is designed to prevent 
viewing the claimed invention as merely the sum of 
the prior art. So how can one have “hindsight bias”
against the prior art itself?

 Rather, the response is that one does not compare 
against the preferred embodiment, but the claim.

41
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KSR v. Teleflex (2007)

 The continuing viability of 282’s presumption of 
validity

 “We nevertheless think it appropriate to note that 
the rationale underlying the presumption—that the 
PTO, in its expertise, has approved the claim—
seems much diminished here.”

 Summary judgment is appropriate where no 
dispute over underlying facts
 Obviousness is a question of law; but is a judge a 

PHOSITA? Are knowing the underlying facts enough?

42
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In re Translogic Tech (Fed. Cir. 2007)

 Did KSR just reaffirm the TSM test as it “should 
have been” applied?

 KSR clearly overruled prior CAFC precedent:
 (1) Reinvigorated “synergism” doctrine

 (2) Allows for “common sense,” “inferences,” and 
“ordinary creativity”

 (3) Considers “market demand” an important factor

 So KSR clearly did change something

 How much did it change?

 Arguably still “reason to combine” requirement
 But perhaps this is just TSM “properly” applied?

43
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In re Translogic Tech (Fed. Cir. 2007)

 Translogic sues Hitachi in district court

 During litigation, Hitachi files “reexamination”
request at PTO
 “Reexamination” is a post-grant procedure that allows 

the PTO to put the patent back into examination

 Ex Parte Reexam – Can be filed at anytime by anyone 
(including the patentee). Once the “requester” files its 
reexam request, it no longer participates. (But like 
Hitachi, it can sometimes effectively participate by filing 
on related patents.)

 Inter Partes Reexam – For patents filed after Nov. 29, 
1999 (this is actual filing date), a third-party can request 
reexam and participate through the whole proceeding
 Can only file before “final” judgment; estoppel effects 44
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In re Translogic Tech (Fed. Cir. 2007)

 District court may stay litigation pending reexam
 Clearly, it did not do so here.

 Here, reexam and district court proceedings 
consolidated upon appeal
 What if district court case reached CAFC first? Does 

that bind the PTO? No.

 Consider different standard of review in reexam
(preponderence) vs. court (c & c evidence)

45
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In re Translogic Tech (Fed. Cir. 2007)

 Criticizes CAFC’s application of TSM test in KSR

 States the case “overlooks the fundamental proposition 
that obvious variants of prior art references are 
themselves part of the public domain”
 Recall the extra area added by 103 to that of 102

 But note: The area will vary depending on the skill of a PHOSITA 
relevant to the claim-at-issue

 Court cites Dystar, which is an interim opinion that 
arguably pushes the limits of the TSM test in 
advance of the KSR SCT opinion
 Says Court affirms a “flexible” TSM test (see also Ortho-McNeil)

 But, as later CAFC cases begin to show, KSR made other 
important changes to CAFC case law

46
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Ormco v. Align Technology (Fed. Cir. 2006)

 Align has “invisible” retainers that shift teeth

 Claims three retainers having different 
“geometries”; instructions; and putting the retainers 
in one package

 Truax product is 102(a) art (“publicly known or 
used”) since it was used by others in this country 
without secrecy before invention of Align

47
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Ormco v. Align Technology (Fed. Cir. 2006)

 District court construes “different” geometries as 
requiring different shapes of the retainers
 This seems reasonable, right?

 In its oft-inability to apply “common sense,” the 
Federal Circuit holds that the three retainers have 
different “geometries,” because they are of 
different thickness
 Query: Do the triangles below have different 

“geometries”?

48
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Ormco v. Align Technology (Fed. Cir. 2006)

 Schwartz (2008) shows that district courts are 
reversed about 30-40% of the time on claim 
construction by CAFC
 Most importantly, he shows that as judges gain more 

experience handling more patent cases, it makes no 
different in reversal rates

 Since Align loses on claim construction, 103 
analysis is pretty easy

 Align also cannot show “commercial success” has 
a nexus with claimed elements, because it did not 
claim “time savings” of patient
 Notion of “one package” is itself obvious from the “well-

known practice of packaging items” 49
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Secondary + KSR Factors

 (1) Copying 
 Important to show nexus to claimed elements

 Can try to rebut by showing D. did not believe invention 
was patentable.

 (2) Prior Failures
 But need to examine reasons carefully

 (3) Licensing in Industry

 (4) Long-Felt Need
 Again, nexus requirement critical here.

 (5) Unexpected results.
 Very important in wake of KSR reestablishing 

“synergism” test.
50
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Secondary + KSR Factors

 (6) Skepticism of Others

 (7) Commercial Success
 But note that KSR now states “market forces” will push 

in favor of finding obvious

 Are these two factors inconsistent?

 (8) Independent Development
 Will push in favor of obviousness.

 Use by Kennedy in KSR; but as I mentioned, he 
mistakenly uses it in the main analysis, not as a 
secondary factor

 (9) Recognition of the problem to be solved
 Insight into the problem will help inventor

51
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Analogous Art – In re Clay (Fed. Cir. 1992)

 103 art must be sufficiently germane to the field of 
the claimed invention

 Test: (1) whether the art is from the same field 
of endeavor, regardless of the problem 
addressed, and (2) if the reference is not within 
the field of the inventor's endeavor, whether the 
reference still is reasonably pertinent to the 
particular problem with which the inventor is 
involved." 
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Analogous Art – In re Clay (Fed. Cir. 1992)

 But what about KSR/Translogic?
 “[A]n obviousness analysis ‘need not seek out precise 

teachings directed to the specific subject matter of the 
challenged claim, for a court can take account of the 
inferences and creative steps that a [PHOSITA] would 
employ.”

 Arguably, Clay test is still valid but 
“reasonably pertinent” on prong 2 is probably 
more expansive

5-54

What categories count under 102 for 103(a)?

 103(a) is the standard obviousness clause we’ve 
been examining

54

Provision Counts? [does not address 102(b) 
biotech exclusion]

102(a) Yes, always.

102(b) Even though 103(a) says before the 
“invention” date, 102(b) art extends 

to 103. (In re Foster)

102(c) [abandonment] Not applicable (In re Bass). 

102(d) [prior foreign filing] Not applicable (In re Bass). 

102(e), (f), (g) Yes, but note 103(c).
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103(c)(1)

 (c)

 (1) Subject matter developed by another person, 
which qualifies as prior art only under one or more 
of subsections (e), (f), and (g) of section 102 of this 
title, shall not preclude patentability under this 
section where the subject matter and the claimed 
invention were, at the time the claimed invention 
was made, owned by the same person or subject 
to an obligation of assignment to the same person.
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103(c)(2) – CREATE Act Provision
 (2) For purposes of this subsection, subject matter developed by another 

person and a claimed invention shall be deemed to have been owned by the 
same person or subject to an obligation of assignment to the same person if 
-

 (A) the claimed invention was made by or on behalf of parties to a joint 
research agreement that was in effect on or before the date the claimed 
invention was made;

 (B) the claimed invention was made as a result of activities undertaken 
within the scope of the joint research agreement; and 

 (C) the application for patent for the claimed invention discloses or is 
amended to disclose the names of the parties to the joint research 
agreement. 

 (3) For purposes of paragraph (2), the term "joint research agreement" 
means a written contract, grant, or cooperative agreement entered into by 
two or more persons or entities for the performance of experimental, 
developmental, or research work in the field of the claimed invention.
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Obviousness Exercise
 Patented article has

 (1) a rectangular frame with two horizontal and two vertical members;
 (2) wheels on the lower horizontal members;
 (3) a pull-up handle connected to the rectangular frame; and
 (4) a wedging member, preferably frustoconical in shape, frictionally received in a 

bore which keeps the pull-up handle in a fully extended position.

5-58

Obviousness Exercise
 Fundamental Inquiries

 {1} scope & content of the prior art

 {2} ascertain differences between

 the subject matter sought to be patented & the 
prior art

 for the claims at issue on a claim by claim basis

 {3} assess level of skill of a POSITA

 {4} “secondary” or objective indicia
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Obviousness Exercise

 103(a) Issues
 Is it appropriate to combine the three 

references?

 Does the difference between the claimed 
wedging member and the locking 
mechanism disclosed in the Plath patent 
indicate that the claimed invention would 
have been obvious?

 Does the additional difference between the 
placement of the wheels on the frame 
itself, as opposed to a separate axle which 
is in turn attached to the frame in the 
Schrecongost and Kazmark patents, 
indicate that the claimed invention would 
have been obvious?

5-60

Obviousness Exercise

?which is received frictionally in a first bore provided at an 
end of the respective tubular member adjacent the second horizontal member to 
maintain the shafts in the fully extended position.

?at least one of the shafts including a wedging member 
slidable within the respective tubular member

XXXthe shafts being extensible between a collapsed position in 
the tubular members and a fully extended position to enable towing of the 
luggage member on the wheels,

XXXthe shafts being connected by a first handle,

XXXa shaft in extensible slidable engagement in each of said tubular 
members,

X?Xtwo tubular members coupling the first and second horizontal 
members, thereby forming a rectangular frame,

XXXa second horizontal member,

X??X?a first horizontal member having two wheels thereon to facilitate 
towing on the ground,

the support structure comprising 

X?Xa support structure attached to the luggage member,

XXa luggage member,

1. A suitcase comprising:

Kaz.PlathSch.Patent to attack


