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Licensing & Tech. Transfer
 Module 6

 Transfer, First Sale & Exhaustion 
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Everex v. CadTrak (9th Cir. 1996)
 CFLC as LicEE in bankruptcy (1993)

 Desires to “transfer” patent license to Everex

 Cadtrak as LicOR (1986 / 1989)

 Assumption / Assignment power of bankruptcy trustee as 
excepted by §365(c)

 What “applicable law” impacts the operation of §365(c) in this 
case? 

 What is the default rule of this applicable law?
 Federal or State origins?

 Patent or contract origins?

 Policy considerations?
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Tap Publications, Inc., v. Chinese Yellowpages (New 
York) Inc. (SDNY 1996)

 Who are ASM, Tap, and Key?

 Who is CYPNY?

 What does 
Tap want?

 What does 
ASM want?

 Result and 
why?
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PPG Industries, Inc., v. Guardian Industries Corporation 
(6th 1979)

 Who was PPG’s 
agreement with?

 How did Guardian enter 
the picture?

 Scope and type of grant 
clauses

 Effect of grant clauses 
after corporate transition
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First Nationwide v. Florida Software (MD Fla 1991)
 First Nationwide (FNB) as hopeful new owner of . . .

 Florida Software (FSS) as LicOR . . . to whom

 FNB “buying” Bloomfield S&L (1985) and Pathway (1986)

 Offer of new licenses in 1989 . . . why?

 Why not consult FSS before the transfer of Bloomfield and 
Pathway to FNB?

 Express anti-assignment clause in license?
 How does it fare under the Florida law applied by the court?

 Is this/a license like a lease?
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DSC Comms. v. Pulse Comms. (Fed. Cir. 1999)
 What is a “Litespan 2000” and what does it do?

 System software

 Software image for (many) POTS cards

 “owning” under §117?

 Once a licensee, for sure not a “§117 owner”?
 or . . .

 [reservation to seller] “subject, however, to a license to 
Buyer to use the Software solely in conjunction with the 
Material during [its] useful life”
 Restrictions on copying image to competitive hardware

 But, another clause allowing customer purchase of competitive 
hardware

Litespan

System

Software

POTS card

image
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DSC Comms. v. Pulse Comms. (Fed. Cir. 1999)
§117. Limitation on exclusive rights: computer programs

(a) Making of additional copy or adaptation by owner of copy. Notwithstanding the provisions of section 106 
[17 USC 106], it is not an infringement for the owner of a copy of a computer program to make or authorize 
the making of another copy or adaptation of that computer program provided:

(1) that such a new copy or adaptation is created as an essential step in the utilization of the 
computer program in conjunction with a machine and that it is used in no other manner, or

(2) that such new copy or adaptation is for archival purposes only and that all archival copies are 
destroyed in the event that continued possession of the computer program should cease to be rightful.
(b) Lease, sale, or other transfer of additional copy or adaptation. Any exact copies prepared in accordance 
with the provisions of this section may be leased, sold, or otherwise transferred, along with the copy from 
which such copies were prepared, only as part of the lease, sale, or other transfer of all rights in the 
program. Adaptations so prepared may be transferred only with the authorization of the copyright owner. 
(c) Machine maintenance or repair. Notwithstanding the provisions of section 106 [17 USC 106], it is not an 
infringement for the owner or lessee of a machine to make or authorize the making of a copy of a computer 
program if such copy is made solely by virtue of the activation of a machine that lawfully contains an 
authorized copy of the computer program, for purposes only of maintenance or repair of that machine, if--

(1) such new copy is used in no other manner and is destroyed immediately after the maintenance 
or repair is completed; and

(2) with respect to any computer program or part thereof that is not necessary for that machine to 
be activated, such program or part thereof is not accessed or used other than to make such new copy by 
virtue of the activation of the machine.
(d) Definitions. For purposes of this section—

(1) the "maintenance" of a machine is the servicing of the machine in order to make it work in 
accordance with its original specifications and any changes to those specifications authorized for that 
machine; and

(2) the "repair" of a machine is the restoring of the machine to the state of working in accordance 
with its original specifications and any changes to those specifications authorized for that machine. 
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Adobe v. One Stop Micro (ND Cal. 2000)
 Adobe educational versions

 OCRA for resellers

 OneStop as market arbitrage
 Mutilation of shinkwrap

 Where did OneStop get its copies of the Adobe software?

 OCRA language pointing toward ownership . . . 

 OCRA languate pointing toward mere licensee . . .
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Distribution Right

 § 106(3):
 “Subject to sections 107 through 121, the owner of copyright under 

this title has the exclusive rights to do and to authorize any of the 
following: . . .
 to distribute copies or phonorecords of the copyrighted work to the 

public by sale or other transfer of ownership, or by rental, lease, or 
lending” 

 “First sale” doctrine - § 109(a):
 “the owner of a particular copy or phonorecord lawfully made 

under this title, or any person authorized by such owner, is 
entitled, without the authority of the copyright owner, to sell or 
otherwise dispose of the possession of that copy or phonorecord.”
 But, § 109(a) does not apply to the rental of phonorecords or 

computer programs for profit.  See § 109(b) 
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Central Point Software v. Global Software (EDNY 1995)

 Morales : Global
 Did his business

prospects change in 1990?
 The DBP as a response

 Within DBP
 1% of 300/448 look like what . . .
 The remaining 99% look like what . . .

 sale on approval?

 Reasons for the 1990 Act?
 Software’s fit for rental
 1984 Act legislative history

 Restocking fee
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Mallinckrodt, Inc., v. Medipart, Inc. (Fed. Cir. 1992)

 Mallinckrodt ships 
to hospitals with 
Single Use Only 
restriction

 Medipart “recycles” 
the devices for 
hospitals

 Inducement liability

 Mallinckrodt’s restriction is “reasonably within the patent grant” 
and no anti-trust or patent misuse

 Injunction lifted so Mallinckrodt can send a second notice
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Intel v. ULSI, Inc. (Fed. Cir. 1993)

 Nature of Intel / HP agreement?

 Relationship between HP and 
ULSI?

 Preliminary injunction analysis:  
likelihood of Intel success on 
infringement claim against ULSI

 Result at the district court and 
at the Federal Circuit?
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Quanta v. LG (2007)
 LG purchased a portfolio of patents, including several relating to 

computer processor cache memory management
 Fed. Cir.:  exhaustion doesn’t apply to method claims; no authorization in 

this case
 LG license to Intel; no license to TPs; notice obligation in separate 

agreement
 Quanta buys from Intel; uses non-Intel memory and buses and makes 

infringing product
 Sup. Ct.:

 method claims can be exhausted;
 when the article or item of sale is less than what is described by the claim 

language, can have exhaustion if “the incomplete article substantially 
embodies the patent because the only step necessary to practice the 
patent is the application of common processes or the addition of standard 
parts.”;

 sale by Intel was authorized by interpretative reading of the LG license to 
Intel

6-Licensing, Spring 2011, Prof. Greg R. Vetter 14

Rhone-Poulenc Agro, S.A. v. Dekalb Genetics Corp. 
(Fed. Cir. 2002)

RPA DeKalb

Monsanto

 License structure and parties

 History and current issue
 Prior history at Fed. Cir.

 en banc

 State or Federal law?
 Which circuit and why?

 BFP versus BF-Lic’EE?

Even if the general common law extended the protection of the bona fide purchaser rule to 
holders of non-exclusive licenses, it would not be appropriate for us to extend such 
protection to non-exclusive licenses as a matter of federal common law.  . . .

Although our precedent has recognized that in some circumstances an exclusive patent 
license may be tantamount to an assignment of title to the patent, this is so only when "the 
licensee holds 'all substantial rights‘ under the patent.“ . . .
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Microsoft v. Harmony Computers (EDNY 1994) 
 1993 cease and desist letters
 Jan 1994, TRO against Harmony

 Software purchased by Harmony?
 Unbundled?
 21/106 counterfeit

 Unauthorized Distribution?

 First Sale?
 “chain of title”

 License Scope
 Unbundled MS-DOS 6.0 from Amex / Archie
 No stand-alone products among the 106

Chilling Effects


