Patent Law
Prof. Kumar, Spring 2014
Email: skumar@central.uh.edu
Office: Multi-Purpose Suite, Room 201R
Office Phone: 713-743-4148

Course Description

This course will introduce students to the law and policy of the United States patent system. This
course begins with a discussion of the origin of the patent system followed by a look at the composition of
an issued patent and the procedural mechanism for obtaining patent rights. We will then proceed with an
examination of the substantive requirements of patentability, including the disclosure requirements,
novelty, nonobviousness, utility, and subject matter. Next, we will consider issues associated with
enforcing a patent, including the scope of a patent owner’s rights, and the common defenses to a patent
infringement suit. Throughout the course, we will consider the relationship between the Federal Circuit
and the institutions it oversees, and will consider how the Federal Circuit’s semi-specialized nature effects
its decisionmaking.

No technical background is required to succeed in this course. Although there are no prerequisites for
this class, IP survey is highly recommended.

Class will meet on Mondays and Wednesdays from 6pm to 7:20pm. By virtue of extending class
from by 5 minutes each day, we will gain one extra class worth of lecture time. Consequently, if I am sick
or there is bad weather, we will not need to make up the missed class. If we get through the semester with
an extra class remaining, we will end early, and the last scheduled class will be used for office hours.

Course Materials

Craig Nard, The Law of Patents (3rd Edition). Relevant materials can also be found at the casebook
website: http://law.case.edu/lawofpatents/. Additional materials will be posted on the Lexis course
website. A copy of the casebook is available on reserve at the library.

Note that while students are permitted to use the Kindle edition of the casebook, the Kindle cannot be
used during the exam. | do have one extra copy of the casebook, and you can arrange to borrow it at the
beginning of the semester if you are a Kindle user.

Attendance and Participation

You should attend class sessions and arrive on time. If you arrive late, out of respect for the other
students and the class environment, please try to minimize the disturbance. Any student who misses more
than 20% of all scheduled (or makeup) classes will be reported to the Dean of Students and faces
penalties.

I will take attendance by distributing a roll sheet at the beginning of each class. Each student should
personally sign by his or her name for that class session. It is your responsibility to insure that you have
initialed the roll sheet before you leave the classroom each day. Students who do not sign the role sheet
are deemed to have been absent. Please note that you are responsible for managing your absences from
class and ensuring that your total number of absences does not exceed the threshold for the class. Note
that if you miss more than 15 minutes of class, you are deemed absent and may not sign the class roll
sheet.

Even if you have notified me that you will be absent, that absence still uses one of your available
absences. An absence is an absence, regardless of the reason,® except for those covered by the University

! In highly unusual cases, | will grant an exception to my grade dropping policy for a student with a major medical condition.
Such a student would still be reported to the associate dean. Thus far, the only exception granted on such grounds was to a
student undergoing chemotherapy.
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and Law Center religious holiday policy. Exceeding the absences threshold has consequences, as detailed
below.

Students who exceed six absences will be reported to the Associate Dean. In addition, if a student
exceeds that threshold by one absence, the student will take a grade reduction of 1/3 of a letter grade per
each additional absence.

Participation
I will call on students, both to present cases and to comment on the issues we are discussing. If

exceptional circumstances make it impossible for you to prepare for a particular class, leave me a note on
the podium before class and | will not call on you that day. You may give me up to two of these notes
without any affect to your class participation grade. If I call on you and you are unprepared (and did not
sign the pass sheet), you will be marked absent for the day and will also risk being dropped 1/3 of a
letter grade for poor participation.

Students with poor class participation will have their final grade dropped by 1/3 of a letter grade. The
decision to drop a grade for participation is at my discretion and is non-negotiable. A drop in class
participation can result from a combination of unpreparedness, not paying attention in class, and absences
(even if you are within the six absence limit).

In exceptional circumstances, a student may go up a 1/3 of a letter grade for making a substantial
contribution to the class. Note that volunteering every class does not constitute a substantial
contribution—quality, not quantity matters!

Audio Recordings of Lectures

Audio recordings will be made of all of the lectures and placed on the class website. These recordings
are for class preparation purposes only, and they are not to be reproduced or redistributed in any manner.
Note that recordings sometimes fail or are lost before they can be uploaded. I will not record a class if
over 20% of the class is absent, except in cases of bad weather.

Grading
The final exam will be 6pm-9pm on April 30. It will be a three-hour open book in-class exam, and you

may bring any print materials on the exam (note: Kindles are not permitted on the exam!). The exam
format will be determined at a later date, but will likely be a mix of targeted essay questions and short
answer. Previous exams are available on the class website.

Office Hours
Finding suitable office hours is extremely challenging for night students. For all office hours, you may
call in or use Skype. Note that office hours are shared with my Property students.

Tuesday: noon-1pm
Wednesday: 4pm-5:30pm

Availability by appointment: As needed, | can also schedule appointments by phone/Skype on Thursday
evenings (and if truly necessary, phone/Skype appointments on weekends).

Additional office hours will be scheduled prior to the final.



Reading

All statutory provisions are from the Patent Act (Title 35) unless otherwise noted

Part I: Overview of the Patent System & Claiming an Invention

Patent law is atypical from other subjects in many regards. First, unlike other areas of law that you
have studied, the law of patents is relatively young. Though the U.S. system is based on the English
patent system of the 1700s, modern patent law was born under the 1952 Patent Act, and only recently
refined under the 2011 America Invents Act.

Second, the balance of power between branches of government is highly atypical. The U.S. Patent &
Trademark Office lacks notice and comment rulemaking and cannot engage in formal adjudication. In
contrast, the U.S. Court of Appeals for the Federal Circuit is extremely powerful, because it hears all
appeals from patent litigation, as well as patent-related adjudication from the PTO and International Trade
Commission.” Consequently, we often do not know what the Patent Act means until the Federal Circuit
weighs in.

In this part of the course, we will also look at the anatomy of a patent. We will examine how an
inventor claims an invention and what the inventor must disclose under § 112.

= (1/13) Introduction to patent law. p. 1-6, 24-39 (start with first full I on p.24, skip box on
p.29); § 154(a).
This reading introduces the Patent Act, the Federal Circuit, and the Patent & Trademark Office. It
also provides some basic information on patent law. This lecture will provide background that will
help with understanding future reading.

Focus Questions: (1) What is a patent? (2) What are the pros and cons of specialized courts? (3) Are
patents private or public goods (or something else?)

= (1/15) The Patent Document. p. 39-51 (if you have never seen a patent, spend 15 min. looking
at p. 52-58); 59-60, §112.
We will discuss the basics of how one obtains a patent and talk about the different parts of a patent.

Focus Questions: (1) What are the different parts of a patent? (2) What is the difference between an
independent and a dependent claim? (3) What are the three different transitional phrases? (4) What is
a Markush group?

= (1/22) Claim Interpretation. p. 60-90.
This class will look at the role of claims in defining the scope of an invention and cover how we
interpret claim language.

Focus Questions: (1) What are claims? (2) What are the three steps for interpreting claims? (3) What
are the different types of intrinsic and extrinsic evidence? (4) What is the all-elements rule?

= (1/27) Enablement. p. 90-108 (through n.3), 112-113
Section 112 states that “the manner and process of making and using [the invention], in such full,
clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with
which it is most nearly connected, to make and use the same.” In O’Reilly v. Morse, we see the

% The Federal Circuit also has jurisdiction over appeals a number of non-patent agencies and courts, such as the Merit Systems
Protection Board and the Court of International Trade.
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Supreme Court grapple with what the optimal claim scope should be to ensure the inventor captures
her invention but does not get a patent on more than she invented. The Incandescent Lamp Case
introduces the concept of claiming an entire genus through discovering a subset of species.

Focus Questions: (1) What is enablement? (2) What must an inventor show to enable an entire
genus? (3) Does the size of the genus affect whether the invention is enabled?

(1/29) Undue Experimentation. p. 113-125.

An idea has evolved through common law that a disclosure is sufficient if it enables PHOSITA to
make and use the invention without “undue experimentation.” These words don’t appear in the
Patent Act, making the concept of undue experimentation wholly judge-created.

Focus Questions: (1) What are the eight Wands factors? (2) Explain how what constitutes “undue
experimentation” vary by the field of invention. (3) Is a patent that requires some experimentation
invalid?

(2/3) Written Description. p. 125-142.
Section 112 states that “[t]he specification shall contain a written description of the invention.” The
Federal Circuit has treated this as a distinct requirement from enablement.

Focus Questions: (1) What was the original understanding of the written description requirement?
(2) How does the modern written description requirement differ from enablement? (3) What is the
Possession Test?

(2/5) Definiteness, Best Mode, and Claim Interpretation. p.142-147; 157; 510-517
This class finishes up the requirements under § 112

Focus Questions: (1) When does a claim fail the definiteness requirement? (2) What is the best mode
requirement and when can it be challenged under the AIA? (3) Who gets to interpret claim language
and why?

Part I11: Eligible Subject Matter and Utility

(2/10) Biomedical-Related Inventions. p. 176-202; 8§ 101 (don’t worry if you don’t understand the
technology!)

The Supreme Court and Federal Circuit have struggled with interpreting § 101in light of recent
innovations in technology. The result is a series of decisions that are often at odds with what the
patent community and members of the public want. Mayo v. Prometheus and Ass’n for Molecular
Pathology v. Myriad both illustrate this.

Focus Questions: (1) How do we define what constitutes an unpatentable natural law under § 101?
(2) Is the Supreme Court’s distinction in Myriad between isolated DNA and cDNA on p. 195
meaningful? (3) Should the Federal Circuit consider the public policy implications of its statutory
interpretation?

(2/12) Business Methods and Process-Related Inventions. p. 213-223 plus edited dissent (skip
grey box on p.214).



= (2/17) Utility. pp. 207-226.

Part 1V: Novelty and Priority: 8 102 of the 1952 Patent Act and America Invents Act

Part V: Nonobviousness

Part VI: Enforcement
Part VII: Defenses

Part VIII: Patent Agencies
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